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JOINT APPENDIX 


IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


THE CHAMPION PAPER AND FIBRE COMPANY, ) 
Hamilton, Ohio ) 
Plaintiff, ) 

Vv. ) 
) 

) 

) 

) 


NATIONAL ASSOCIATION OF MUTUAL INSURANCE 
AGENTS, 
Investment Building, 
Washington 5, D. C. 
Defendant ) 
Civil Action No. 3062-55 
| [Filed July 13, 1955] 


COMPLAINT 


THE CHAMPION PAPER AND FIBRE COMPANY complaining 
against the defendant alleges: 

1. This is a civil action for trade-mark infringement arising 
under the trade-mark laws of the United States. Title 15 United States 
Code, Section 1051 et. seq. anda related action for unfair competition. 
This Court has jurisdiction under 28 U.S.C. 1338(a) and (b). This 
Court also has jurisdiction under 28 U.S.C. 1332 because of the citizen- 
ship of the parties and the matter in controversy exceeds the sum or 
value of $3,000., exclusive of interest and costs. This Court also has 
jurisdiction because the defendant is within the general jurisdiction of 
this Court. 

2. Plaintiff is a corporation organized and existing under the laws 
of the State of Ohio, having its principal office at Hamilton, Ohio. 

3. Defendant is a corporation organized and existing under the 
laws of the District of Columbia, having its principal place of business 
at Investment Building, Washington 5, D. C. 

4. Plaintiff has been for many years continuously engaged in the 
business of manufacturing and selling paper products and various other 
products under the trade-mark consisting of an armored medieval knight 
on horseback. Facsimiles of said trade-mark are annexed hereto as 
"Exhibit A". 
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5. Plaintiff's products are extensively sold and advertised 
throughout the United States. Plaintiff's advertising is conducted on a 
national scale throughout the country and appears in publications in 
national circulation. Because of the excellence of its craftsmanship 
and the reliability of its products, plaintiff has acquired and now en- 
joys an invaluable good will in the said trade-mark. 

6. Plaintiff is also the owner of United States registrations of 
the trade-mark consisting of an armored medieval knight on horseback 
as follows: 

Registration Number Date 
225, 583 Mar. 22, 1927 
524, 595 May 2, 1950 
513, 605 Aug. 16, 1949 
539, 605 Mar. 20, 1951 
994, 164 Jan. 29, 1952 
595, 541 Sept. 21, 1954 
600, 375 Jan. 4, 1955 

Copies of said trade-mark registrations are annexed hereto as 
"Exhibit B". 

7. Defendant has infringed plaintiff's trade-mark by using, in 
connection with the furnishing of services in interstate commerce and 
without plaintiff's consent, a mark consisting of an armored medieval 
knight on horseback which closely resembles plaintiff's trade-mark. 
A facsimile of defendant's mark is annexed hereto as "Exhibit C". 
Defendant's mark, as it is used in commerce, is a colorable imi- 
tation of plaintiff's trade-mark and is likely to cause confusion or 
mistake as to the source of origin of the services furnished by defen- 
dant and constitutes an infringement of plaintiff's trade-mark. 


8. Defendant is unfairly competing with plaintiff as defendant's 


mark, as it is used in commerce, will destroy the value and distinctive- 
ness of plaintiff's trade-mark and the good will created by plaintiff in 
said trade-mark unless the defendant is enjoined from further use of its 
mark. 
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WHEREFORE, plaintiff prays: 

1. For an injunction restraining defendant, its agents, servants, 
employees, successors, assigns and those in privity with it, from using 
the mark comprising an aromored medieval knight on horseback or any 
other colorable imitation of plaintiff's trade-mark and from otherwise 
infringing upon plaintiff's trade-mark. 

2. For a judgment that defendant deliver up for destruction all 
publications, letterheads, pamphlets, advertising, or other material 
in the possession of the defendant bearing the trade-mark comprising 
an armored medieval knight on horseback or any other colorable imi- 
tation of plaintiff's trade-mark. 

3. Judgment for costs and attorneys’ fees. 

4. For such other and further relief as may appear justand proper. 


PENNIE, EDMONDS, MORTON, BARROWS & TAYLOR, 
425 Thirteenth Street, N. W., 
Washington 4, D. C. 


By /s/ Clarence M. Fisher 
A Member of the Firm 








EXHIBIT A - 





THE CHAMPION PAPER AND FIBRE COMPANY 
Generel Office, HAMILTON, OHIO ; 
3062-59 


MILLS AT HAMILTON OHIO, CANTON WN. C., PASADENA TEXAS 





Scientific research 
results in new 


and better papers 


Modern nsewneh makes the nest of material, man, and machine 
at Champion, A balanced program of reearch and development 
axnunen Champion customer of letter grcks, cuperue qulit iex, 
and new ides to keep pace with the growing demands of our 
modern industrial esunemy. Through such efforta, Champion 
perfested a chemical procwe for pruducing fine white paper from 
Swuther pine... devuluped brand-new mochine-cuiting tevh- 
mques... produced ite man aspevtaculir aevumplishment — 
Kromekote cat coated paper... and mide other important 
contributions to papermaking. 


CHAMPION PAPERS 


TUE CHAMPION PAPER AND FIBRE COMPANY + HAMILTON. OH10 


Deets nt Salee Onpiesa ye Nea! Yur, Chaae Pelods let, Detrnt, Bt bones, 
et te, Alcs te, Badlias, O08 Sean Brats conn, Wrote ahubets 9 tery maser city, 


Cl [AMPION Sets the Pace in Papermaking 


PAPERS 
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RENG woe 


Registered Mar. 22, 1927. Trade-Mark 225,583 


Renewed Mar. 22, 1947, to The Cham 3062-55 
Fibre Company, fanilten, OS aa 


UNITED STATES PATENT OFFICE. 


TEE CHAMPION COATED PAPER COMPANY, OF HAMILTON, OHIO. 
ACT OF VEBRUARY 20, 1906. 
Application fled November 5, 1988. Serial We. £92,858. 


JUL 13 b 





STATEMENT. 


To the Commissioner corer Heats The trade-mark has been continuously 
The Champ ion. On Paper Com y,@ used and applied to said oor in applicant's 
corporation daly organized under the laws business since October 19, 1925. 
of the State of Ohio, and located at Ham- The trade-mark is applied by labels at- 
Ohio, and doing business in the city tached to the goods or the packages contain- 
of i SLA a sooo 
the trade-mark shown in the accom on the drawing, consisting” 
drawing, for PRINTING PAPER. in fn Class of fieakerneds words Sthe _Champion:of ° Orcanize- 
Paper and , and ts here- tion”, Diet a The Foun- 
with r specimens showi trade-mark — Quality” is re dieclatmed excepting 


as used by spplicant u the in the arrangement appearing in the draw- 
poem e that same be regis- ing. 

tered in the United States Patent Office in THE CHAMPION COATED PAPER COMPANY, 
accordance with the act of February 20, By LOGAN G THOMSON, 

1906, as amended. Beoy. & Tress, 








Registered May 2, 1950 


UNITED 


: 





EXHIBIT B 


Registration No. 524,595 


PRINCIPAL REGISTER 
Trade-Mark 


STATES PATENT OFFICE 


The Champion Paper and Fibre Company, 
Hamilton, Ohio 


Act of 1946 
Application July 5, 1947, Serial No. 527,239 


(Statement) 








cozced May 1, 1947, in the Transfer of Patents, 
liber M211, page 47. 


(Declaration) 


believes that said corporation is the owner of 
the trade-mark which is in use in commerce 
among the several] States and that no other per- 











Registored Aung. 16, 1949 


Registration No. 513,605 


PRINCIPAL REGISTER 
Trade-Mark 


UNITED 


STATES PATENT OFFICE 


The Champion Paper and Fibre Company, 
Hamilton, Ohio 


Act of 1946 
Application July 5, 1947, Serial Ne, 527,203 


(Statement) 


The Champion Paper and Fibre Company. a 
corporation duly organized under the laws of the 
State of Ohio, located at Hamilton. Ohio, ::¢ 
doing business at 601 N. “B” Street, Hamilton, 
Ohio. has adopted and used the trade-mark shown 
in the accompanying drawing. for TANNIN EX- 
TRACTS AND LIQUID CAUSTIC SODA in C's 
6. Chemicals. medicines, and pharmaceutical 
preparations. and presents herewith five fac- 
similes showing the trade-mark as actually used 
in connection with such goods. the trade-mark 
being painted upon the tank cars in which the 
goods are shipped in commerce among the sev- 
eral States. and requests that the same be regis- 
tered in the United States Patent Office on the 
Principal Register in accordance with the act of 
July 5, 1946. 

The trade-mark was first used on or about Jan- 
uary 1. 1931, and first used in commerce among 
the several States which may lawfully be regu- 
lated by Congress on or about January 1, 1931, 
by The Champion Fibre Company which, as of 
the date of October 9, 1936, conveyed all of its 
assets, including its entire business, good will and 


Transfers of Patents Liber N 173, page 388. 


The applicant is the owner of the registration 
under the act of February 20, 1905, numbered 
225.583. a mark for use on printing paper. appit- 
cation for renewal of which was fi'ed Septem- 
ber 24, 1946, Serial No. 222.823. 


(Declaration) 


Herbert T. Randall. being duly sworn, deposcs 
and says that he is the vice president of The 
Champion Paper and Fibre Company. the appli- 
cant named in the foregoing statement, that he 
believes that said corporation is the owner of the 
trade-mark which is in use in commerce amonz 
the several States and that no other person. frm, 
corporation or association. to the best of his 
knowledge and belief, has the rizht to use such 
trade-mark in commerce which may lavfully be 
regulated by Congress either in the identical form 
thereof or in such near resemd!ance thereto as 
might be calculated to deceive, that the drawing 
and description truly represent the trade-mark 
sought to be registered, that the specimens show 
the trade-mark as actually used in connection 
with the goods, and that the facts set forth in 








Registered Mar. 20, 1951 


Registration No. 539,605 


PRINCIPAL REGISTER 
Trade-Mark 


UNITED STATES 


PATENT OFFICE 


The Champion Paper and Fibre Company, 
Hamilton, Ohie 





Act of 1946 


Application March 4, 1949, Serial No. 574,395 





STATEMENT 


The Champion Paper and Fibre Company, a 
corporation duly organized under the laws of the 
State of Ohio. located at Hamilton, Ohio. and 
doing business at 601 North “B” Street, Hamil- 
ton, Ohio, has adopted and is using the trade- 
mark shown in the <ccompanring drawing, for 
TALL OIL, in Class i. Raw or partly pr: parcd 
materials, and presents herewith: five photo- 
graphs showing the trade-mark as actually used 
in connection with such soods, the trade-mark 
being painted upon the tank cars in whicn the 
goods are shipped in commerce among the several 
States. and requests that the same be registered 
in the United States Patent Office on the Prin- 
cipal Register in accordance with the act of July 
$, 1946. 

The trade-mark was first used on or about 
January 1, 1931. and first used in commerce 
among the several States which may lawfully be 
regulated by Congress, on or about January 1, 
1931, by The Champion Fibre Company, which, 


as of the date of October 9. 1936. conveyed all of 
its assets, including its entire business, good will 
and trade-marks, to the applicant, The Champion 
Paper and Pibre Company, as evidenced by an 
instrument recorded on January 13, 1938. in the 
transfer of patents, Liber N173. page 388. 

The applicant is the owner of the registration 
under the act of Fobruary 20, 1905, numbered 
225,583. a mark for use on printing paper. re- 
newed July 22, 1947, of application for registra- 
tion Serial No. 527.239, filed July 5, 1947, now 
Rezistration No. 524,595 and of application for 
registration Serial No. 527,203, filed July 5, 1947, 
now Registration No. 513,605, of which the pres- 
ent application is a division reciting use on goods 
named in said application as filed but now can- 
celled therefrom. 





EXHIBIT B 
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Registered Jan. 29, 1952 


EXHIBIT B 
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Registration No. 554,164 


PRINCIPAL REGISTER 
Trade-Mark 


UNITED STATES PATENT OFFICE 


The Champion Paper and Fibre Company, 
Hamilten, Ohie 


Act ef 1946 





Application March 4, 1949, Serial Ne. 574,394 





STATEMENT 


mark shown in the accompanying drawing, for 


are shipped in commerce among the several 
eT RRS mean IR oneal 
in the United States Patent Oiiice on the ae 


Dali esesaert in Secor aancewtsiircesee of July 
5, 1946. 
“The trade-mark was first used on or about 


January 1, 1931, and first used in amaaene 
among the several States which may lawfully be 
regulated by Congress on or about January 1, 
1931, by The Champion Fibre Company, which, as 


of the date of October 9, 1936 conveyed all of its 
assets, including its entire business, good will 
and trade-marks, to the applicant, The Cham- 
pion Paper and Fibre Company, as evidenced by 
an instrument recorded on January 13, 1938 in 
the Transfer of Patents, Liber N173, page 388. 

The applicant is the owner of the registration 
under the act of February 20, 1905, numbered 
225.583, a mark for use on printing paper. re- 
newed July 22, 1947, of application for registra- 
tion Serial No. 527,339, filed July 5, 1947, and of 
application for registration Serial No. 527,203, 
filed July 5, 1947 (now registration No, 513,605, 
under the act of July 5, 1946), of which the pres- 
ent application is a division reciting use on goods 
named in said application ag filed but now can- 
celled therefrom. 








UNITED STATES PATENT OFFICE 


Registered Sept. 21, 1954 


595,541 


PRINCIPAL REGISTER 
Trade-Mark 


Ser. No. €23,256, filed Apr. 18, 1953 





The Champion Paper and Pibre Company (Ohio 
601 N. “B” 8t. 
Hamilton, Ohio 


Yor: PAPER AND PAPER BOARD—NAMELY, 


ANALINE PRINTED 
BOND PAPER, BOX COVER PAPER, COVER 


CLASS 37. 

Pirst used on or about Mar. 31, 1950. and in 
commerce on or about Mar. 31, 1950. 

Owner of Reg. Nos. 225,583, 513,605, and others. 


EXHIBIT B 











EXHIBIT B 





° 600,375 
United States Patent Office 4.4..35..°03% 
PRINCIPAL REGISTER 
Trade-Mark 
Ser. No. 628,255, filed Ape. 18, 1952 





Spi co ea mc bea a i 
601 N. B St. 
Hamiltoa, 


For: PAPER AND PAPER BOARD — NAMELY, 
UNCOATED, COATED, AND CAST COATED 
PAPER SUITABLE FOR PRINTING; UNCOATED, 
COATED, AND CAST COATED BRISTOL BOARD, 
CARDBOARD, AND PAPER BOARD; ANILINE 
PRINTED PAPER, BAG PAPER, BOND PAPER, BOX 
COVER PAPER, COVER PAPER, DRAWING 


PAPER, END LEAF PAPER, ENVELOPE PAPER, 
MIMEOGRAPH PAPER, PAPETERIE PAPER, PRESS 
BOARD, RED PATCH PAPER, STENCIL BOARD, 
WRAPPING PAPER, WRITING PAPER, AND PAPER 

SPECIALTIES — NAMELY, PAPERS MADE WITH 
SPECIAL CHARACTERISTICS AND PROPERTIES 
TO ADAPT THEM TO SPECIAL USES—in CLASS 37. 
joc used Mar. 31, 1950, and in commerce Mar. 31, 

No claim is made to the word “Papers” apart from the 


mark as sr ap 
Owner o} f Reg. Nos. 225,583, 444,048, 513,605, 524,595, 
539,605, 554,164, and 562,247. 








EXHIBIT C 


NATIONAL ASSOCIATION OP 


Mutual Insurance Agents 


SBurhrto;ne @ WASBHMINGTAON s. o. c. 





PoernsPm &. SacOwin + EXECUTIVE SECACTARV 
» 7, 
3 o- 9 


February 23, 1955 


Mr. Henry W. Rigby F | L 
Vice President, Operations E 
The Champion Paper and Fibre Co., JUL 13 
Hamilton, Ohio 1955 


Dear Sir: | MT amy, Grp 


I have your letter of February 17, 1955. Your understanding 
that we were to discontinue use of the emblem you refer to, 

as soon as our supplies of materials bearing the same be- 
came exhausted, is incorrect and directly contrary to my own. 


We have been advised by competent counsel that our use of 
this emblem as it appears on our stationery in no way in- 
fringes upon your rights thereto, and we propose to continue 





its use. 
ry truly yours, 
7 
Philip L. Baldwin | 
Executive Secretary 4 
PLB/ar 


INBSURANCE.AT REDUCES COST FOR HOME ¢ AUTOMOBILE © BUSINESS 





EXHIBIT "“C" 4 








93 


94 


15 

[Filed August 2, 1955] 

ANSWER OF DEFENDANT 

Defendant, for answer to the bill of complaint herein, or to as 
much thereof as he is advised is material or necessary to be answered, 
says: 

FIRST DEFENSE 

The Complaint fails to state a claim against defendant upon which 
relief can be granted. 

SECOND DEFENSE 

1. Defendant admits the averments of paragraph numbered one 
(1) of the Complaint, except that it denies that the matter in controversy, 
exceeds the sum or value of $3, 000.00, exclusive of interest and costs. 

2,3. Defendant admits the averments of paragraphs numbered two 
and three (2 and 3) of the Complaint. 

4,5,6. Defendant is without information sufficient to enable it 
either to admit or deny the averments of paragraphs numbered four, 
five and six (4, 5 and 6) of the Complaint; if the same be deemed 
material, it demands strict proof thereof. 

7,8. Defendant denies the averments of paragraphs numbered 
seven and eight (7 and 8) of the Complaint. 

THIRD DEFENSE 

Defendant incorporates herein by reference all the averments 
heretofore set forth under its "Second Defense" herein. 

Further answering the Complaint, and each and every averment 
thereof, defendant avers that many differences exist as between plain- 
tiff's and defendant's symbols or marks, and said symbols are accom- 
panied by words of different meaning and differentiating indicia of 
origin; that plaintiff's and defendant's goods and services flow and 
operate through entirely different business channe;s that the symbol 
or mark of an armored, medieval knight on horseback, which 


constitutes the only similarity, if any, between defendant's service 
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mark and the alleged trade-marks of plaintiff as set forth in the 
Complaint, has been so extensively and commonly used in connection 
with trade marks in the following classes of goods, to wit: Abrasive, 
detergent and polishing materials; Chemicals, medicines and phar- 
maceutical preparations; Inks and inking materials; Paints and 


painters' materials; Games, toys and sporting goods; Paper and 
stationery; Clothing; Knitted, netted and textile fabrics; Dental, medical 
and surgical appliances; Non-alcoholic beverages; Foods and ingredients 
of foods; Wines; Malt beverages and liquors; Distilled alcoholic liquors 


and Cosmetics and toilet preparations, that it is not subject to exclusive 
appropriation for goods and/or services by plaintiff except in plaintiff's 
immediate field of exclusive use; and said symbol or mark has been 
registered for various products in the United States Patent Office in 
humerous separate and distinct registrations in behalf of producers 
and distributors of goods not in any way related to or connected with 
plaintiff, of which the printed copies of Registration Certificates, on 
file in the United States Patent Office, marked Exhibits 1-44, hereto 
attached and made a part hereof, are examples; that purchasers and 
tradesmen dealing with plaintiff and defendant and the public in general 
are cognizant of the use of the said symbol by numerous different 
proprietors in no way connected with or related to plaintiff, for the 
purpose of identifying their products and the origin thereof, in many 
divergent lines of business; and that plaintiff's action in filing this 
Suit is an unjustified and unwarranted atttempt to restrict defendant 

from the free use of the said symbol to identify its services, and 
to exercise control over the defendant in defendant's field of activity, 
in which plaintiff does not engage. 

Wherefor defendant denies that plaintiff is entitled to the relief 
prayed for, or to any relief, and therefore prays to be hence dismissed 
with its costs and attorneys' fees in this cause sustained. 
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And defendant further prays for such other and further relief as 
to the Court may seem just and the circumstances may require. 


NATIONAL ASSOCIATION OF 

MUTUAL INSURANCE AGENTS, 
DEFENDANT 

By /s/ Hubert G. King 


/s/ James H. Littlepage 
840 Investment Building 
1511 K Street, N. W. 
Washington 5, D. C. 


Its Attorneys 
Dated: August 2nd, 1955 


[Certificate Of Service] 





JUR 
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Republished, under the Act of 1946, July 26, 1949, by 


International Chemical Co., 


Inc., Philadelphia, Pa. 


UNITED STATES PATENT CEE 


GOLOMON D. BENOLIEL, OF PHILADELPHIA, PENNSYLVANIA. 
TRADE-MARE FOR CLEANERS FOR METAL PRIOR TO PLATING. saranwrnlldgsp 


VANIZING. AND ROUGH 


ACT OF FEBRUARY 20, 1906. 





155,619. 


SsNat tte atts orp 





M py, 


Application filed August 17, 1981. Serial Ho. 151.361. 





STATEMENT. 


To all whom it may concern: 

Be it known that I. Sorouox D. Benorrez. 
2 citizen of the United States of America. 
residing at Philadelphia. in the county of 
Philadelphia and the State of Pennsylvania, 
and doing business at Macher Street. below 
ome Avenue. in said city. under the name 
of Ixterxationar. CHesitcat Co.. have 
adopted and used the trade-mark shown in 


the yee pot for cleaners for 
metal prior to ing, japanning. galvaniz- 


ing. and rough cleaning between machine 
operations, in Class 4. Abrasive, detergent, 
and polishing materials. no claim being 
made for the word “Products”. 

The trade mark has been continuously used 
in my business since Dec. 1920. 

The trade mark is applied or affixed to the 
goods, or to the packages containing the 
same. by placing thereon a printed label 
on which the trade mark is shown. 

SOLOMON D. BENOLIEL. 





DECLARATION. 


State of Pennsylvania county of Philadel- 


ia. 

eee D. Bexouret. being duly sworn, 
deppses and says that he is the applicant 
named in the foregoing statement. that he 
helieves the foregoing statement is true: that 
he believes himself to be the owner of the 
trade mark sought to be registered: that 
no other person. firm, corporation, or as- 
sociation, to the best of his knowledge and 
belief, has the right to use said trade mark 
in the United States, either in the identical 
form or in any such near resemblance there- 
to as might be calculated to deceive; that 


said trade mark is used by him in commerce 
among the several States of the United 
States. that the description and draw 

presented truly represent the trade mari 
sought to be registered: and that the speci- 
mens show the trade mark as actually used 


upon the goods. 
SOLOMON D. BENOLIEL. 


Subscribed und sworn to before me a no- 
tary public, this 6th day of June, 1921. 


EFFIE E. PO 
[ue] Notary Pabie 


Defendant's Exhibit #1 





Registered June 6, 1924 LE. 


‘Renewed June 6, 19,2, to International Chemical Company. 
Inte, Philadelphia, Paes, a corporation of Fennsyivania, 
ASZ1ENEC 





Defendant's Exhibit 1 
EE EE LA ee 
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' Defendant's Exhibit #2 


; Registered Jan. 21, 1947 Trade-Mark 426,934 





« Republished, under the “ct of 194.6, Aug. 30, 194.9, by 
Albert F. A. Beck, doing business as Beck Products 

v Company, Pittsburgh, Pa. 

> 

i FILEp 


HARRY wy, HULL, CLERK 
UNITED STATES PATENT OFFICE 


Albert F. se reps oe business as Beck Products 
Comnany rae Pittsburgh, Pa. 


o Act of February 20, 1905 
Application October 23, 1945, Serial No. 490,358 





a STATEMENT 
To the Commissioner of Patents: presents herewith five (5) specimens showing the 
e Albert F. A. Beck, a citizen of the United States mark ag used by petitioner upon the goods. and 
and a resident of Pittsburgh, in the county of requests that the same be registered in the United 
Allegheny and State of Pennsylvania, trading as States Patent Office in accordance with the 
& an individual under the name of Beck Products Trade-Mark Act of February 20, 1905. 


Company. a sole proprietorship wholly owned by The trade-mark has been continuously used 
him, lecated at 29 Mansfield Avenue, Pittsburgh and applied to said Hee in applicant's business 
20. Pennsylvania, has adopted and used the trade- since February 1938. The trade-mark is applied 
~ mark shown in the accdImpanying drawing, for to or affixed to the goods by placing thereon 2 
COLD SORE LOTION, in Class 6, Chemicals, label on which the mark is printed. 
medicines, and pharmaceutical preparations, and ALBERT P. A. BECE. 


Defendant's Exhibit 2 





Ei Defendant's Exhibit #3 


Trade-Mark 332,029 


FILED 


AUG 2 1955 


MARRY M. HULL, Coen, 


UNITED STATES PATENT OFFICE 
Salvatore Rosolis, New York, N. Y. 
ot of Febreazy 20, 1908 
Agghtention:Deseuhecis: 39k Gentel No-t0eete 


To the Commissioner of Patents: 

Salvatore Rosolia, a citizen of the United States, 
residing at New York city, New York, and doing 
business at 17 West 96th Street, New York, N. Y., 


has adopted and used the trade-mark shown in 
the drawing, for MEDICATED 


peintediabelsion whichithe: the mark is shown. 
SALVATORE ROSOLIA. 


Defendant's Exhibit S$ 
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Registered-Agr. 16, 1935 


UNITED STATES 


Trade-Mark 323,516 


PATENT OFFICE 


General Chemical Preducta, Inc., 


Stencham, Mass, 


Act of February 20, 1805 


Application November 21, 1934, Serial No. 358,477 





STATEMENT 


To all whom it may concern: 

Be it known that General Chemical Products, 
Inc., a corporation duly organized and existing 
under the laws of the Commonwealth of Massa- 
chusetts, located in Stoneham, in the county of 
Middlesex and Commonwealth of Massachusetts, 
and doing business at 41 Elm Street in said Stone- 
ham, has adopted and used the trade-mark shown 
in the accompanying drawing, for NON-IN- 
FLAMMABLE AND NON-FREEZING FLUIDS 
POR DISSOLVING CARBON AND RUST, inClass 
No, 6, Chemicals, medicines, and pharmaceutical 
preparations, and presents herewith five speci- 
mens showing the trade-mark as actually used by 
applicant upon the goods, and requests that the 
be registered in the United States Patent 
in accordance with the act of February 
1906, as amended. 
The trade-mark has been continuously used 


and applied to said goods in the business of said 
corporation since October 25, 1934. 

The trade-mark is applied or affixed to the 
goods or to the packages containing the same by 
placing thereon printed labels on which the 
trade-mark is shown. 

The undersigned hereby appoints Robert Cush- 
man, Charles D. Woodberry and Charles 8. Grov- 
er, practicing under the name and style of Roberts. 
Cushman & Woodberry, (Reg. No. 12,202), 31 Milk 
Street, Boston, Massachusetts, its attorneys with 
full power of substitution and revocation, to sign 
its name to the drawing, to prosecute this appli- 
cation, to make alterations and amendments 
therein, to receive the certificate. and to transact 
all business in the Patent Office connected there- 
with. 

GENERAL CHEMICAL PRODUCTS, INC., 
By WILLIAM E. PRECOURT, 
its President. 
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Defendant's Exhibit #4 








| 20] Defendant's Exhibit #3 


~—~-Registered Jan. 28, 1936 Trade-Mark 332,029 


FILEp 


AUG 2 1955 
HARRY M. HULL cre 


UNITED STATES PATENT OFFICE 


Salvatore Eosolia, New York, N. Y. 
Act of Fobruary 20, 1905 


Application December 13, 1934, Serial No. 359,279 
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Registered-Agr. 16, 1935 


UNITED STATES 


General Chemical Preductz, Inc., 
Stencham, Mass. 


Act of February 20, 1806 


Application November 21, 


Defendant's Exhibit #4 





Trade-Mark 323,516 


PATENT OFFICE 


1934, Serial No. 358,477 





STATEMENT 


all whom it may concern: 

Be it known that General Chemical Products, 
Inc., a corporation duly organized and existing 
under the laws of the Commonwealth of Massa- 


accordance with the act of February 
amended. 
The trade-mark has been continuously used 


and applied to said goods in the business of said 
corporation since October 25, 1934. 

The trade-mark is applied or affixed to the 
goods or to the packages containing the same by 


The undersigned hereby appoints Robert Cush- 
man, Charles D. Woodberry and Charles 8. Grov- 
er, practicing under the name and style of Roberts, 
Cushman & Woodberry, (Reg. No. 12,202), 31 Milk 
Street, Boston, Massachusetts, its attorneys with 
full power of substitution and revocation, to sign 
its name to the drawing, to prosecute this appli- 
cation, to make alterations and amendments 
therein, to receive the certificate. and to transact 
all business in the Patent Office connected there- 
with. 

GENERAL CHEMICAL PRODUCTS, INC., 
By WILLIAM E. PRECOURT, 
Its President. 


Defendant's Exhibit 4 
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Registered Nov. 13, 1934 


Trade-Mark 319,109 


UNITED STATES PATENT OFFICE 
we “ 


FILED 


AUG 2 1955 





The Hilex Company, St. Paul, Minn. 
| Act of February 20, 1905 





Application July 16, 1934, Serial No. 353,928 


HARRY M. HULL, CLERK 





STATEMENT 


To the Commissioner of Patents: 
The Hilex Company. a corporation duly or- 


in the accompanying drawing. for a LIQUID 
CLEANING, 


goods or to the package containing the same, by 
placing thereon a printed label on which the 
trade-mark is shown. 

The words “Tub Tested” and “Cleanses” are 


. disclaimed apart from the mark as shown on the 
drawing. 


The applicant is the owner of registered Trade- 
Mark No. 252.576 and Trade-Mark No. 283,239. 
The undersigned hereby appoints Edgar EK. 


- Vaughan, with offices et E-1006 First National 


Bank Building. St. Paul. Minnesota, its attorney. 
to prosecute this application for registration, with 
full power of substitution and revocation, and to 
make alterations and amendments therein, to 
receive the certificate. and to transact all busi- 
ness in the ree Office therewith. 


Defendant's Exhibit § - 
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Defendant's Exhibit #6 


RENEWED 


UNITED STATES PATENT OFFICE. 


NATIONAL MILLING AND CHEMICAL CO., OF PHILADELPHIA, PENNSYLVANIA. 
TRADE-MARKE FOR A BLEACHING AND WATEE-SOFTENING COMPOUND. 


115,786. . Registered Mar. G, 1917. 
Application fled October 18,1916. Serial No. 96.755. 
STATIMINT. 
To all whom it may The trade mark has been continuously 


CORCETR: 

Be it known that the Nationa, Mutino 
axp Crzmicat Co., a corporation duly or- 
and under and by virtue of 

laws of the State of Pennsylvania, and 

in the city of Philadelphia, in the 

county of Philadelphia and State of Penn- 
sylvania, and doing business at Fox Chase 
in said city, under the name and style o 

the Trrcmen Maxcractumse Co, have 
adopted and used the trade-mark shown in 

the accompanying drawing, for a bleaching 

and water-seftening compound, in Class 6. 
Chemicals, medicines, and pharmaceutical 

preparations. 





used in the business of suid corporation and 
by those from whom its tithe is derived since 
August 10th, 1916. 

he trade mark ix applied to the package 
containing the goods by producing the ume 
directly thereon. 


NATIONAL MILLING 
AND CHEMICAL CO., 
By WELLINGTON C. ROSENBRRGER, 


HARRY C. ROSENBERGER, 
Secretary. 


FILED 


AUG 2 1965 
HARRY M. HULL, cuERK 


(t &) 


DBOLARATION. 


State of Pennsylvania county of Philadel- 
hia sz. 


FELLINGTON ©. Rosennexcer, ore duly 
s¥orn, deposes and says that he is the vice 
president of the corporation, the eA Sere 
named in the foregoing statement; that he 
believes the foregoing statement is true; that 
he believes said corporation is the owner of 
the trade-mark sought to be registered ; that 
no other person, firm, corporation or as80- 
ciation, to the best of his knowledge and be- 
lief. has the right to use said trade-mark, 
either in the identical form or in lenis 


near resemblance thereto .as migh 


culated to deceive; that said trade-mark is 
used by said corporation in commerce among 
the several States of the United States, that 
the drawing presented truly represents the 
trade-mark sought to be registered; and that 
the facsimiles show the trnde-mark as ac- 
tually used upon the goods. 
WELLINGTON C. ROSENBERGER. 


Subscribed and sworn to before me, a no- 
7 ara this twelfth day of October, 


CHARLES P. ULME 


[un] 
Notary Public. 


Cepées of this trade-mark may be obtained for five cents each, by addressing the “Commissioner of Patents, 
Washington, 


B.C.” 
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Registered Aug. 19, 1952 Registration No. 563,030 
PRINCIPAL REGISTER 
Trade-Mark 


UNITED STATES PATENT OFFICE 
Imperial Black Knight Corp. New York, N.Y. J 
Application June 15, 1960, Serial Ne. 599,178 





Nmaperial 
Wa cls 
Yigsetulyt 
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CC SSEEESS'SS 











IDY-3-yele bola ae Ob.debleptmeze 





FILED 


AUG 2 1955 


HARRY BM. HULL, CreRK 
Renewed to Graton & Knight Company, a corporation 


of Massachusetts. 


UNITED STATES PATENT OFFICE. 


THE GRATOR & EWIGHT MANUFACTURING COMPANY, OF WORCESTER, MASSA- 
CHUSETTS. 


TRADE-MARK FOR LEATHER BELTING. 


127,615. 


Registered Nov. 18, 1919. 


Appiication fled April $2, 1919. Serial We. 117,065. 
STATEMENT. 


To all whom it may concern: 

Be it known that Taz Gratox & Kwicut 
Masvractcrixne Company, a corporation 
duly organized under the laws of State 
of ch and having its principal 
office at No, 356 Franklin street, in the city 
of Worcester, county of Worcester, and State 
of Massachusetts, has ad and used the 
trade-mark shown in accompenying. 
rewne ee a belting, in Par 35, 

, hose, machinery ng, non- 
motall tires. 

The trade mark bas been continuously used 


in the business of said corporation since 
ea atets prac ia ibiyi rinted, 

e trude mark is 1 v bei i 
stenciled, embossed or atnaoe the 
goods or on labels which nre attached to 
the goods. 

Applicant is the owner of United States 
trade mark registration No. 69.305. dated 
June 2, 1908. 

THE GRATON & KNIGHT 

MANUPACTURING COMPANY, 


By W. VIRGIL SPAULDING, 
Clerk & Asst. Tre. 


{(t- 8.) 





DECLARATION. 


State of Massachusetts, county of Worcester, 


2. 
W. Vincn, Sravitorme being duly sworn, 
says. that he is clerk & asst. 


W. VIRGIL SPAULDING. 


Po cami 2+ moor aa 

0: le 

ined C. A. BARTLETT. 
Notary Public. 


Republished. under the Act of 1946, Jan. 4, 1949, by 
Graton & Enight Company, Worcester, Mass. - 


Defendant! 
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Registered June 16, 1931 Trade-Mark 284,203 


Republished, under the ct of 1946, Aug. 23. 1:° h 
Belicnap Zardvare :°: Manufocturing Compare poco eed 
8 


UNITED STATES PATENT OFFICE 


BELENAP HARDWARE & MANUFACTURING COMPANY, OF LOUISVILLE KENTUCKY 


ACT OF VEBRUARY 290, 1905 





Application Sled January 16, 1831. Serial Be. 310,008. 





Compan “AIN 
organised the laws of the State of DR YEE, COLORS IN OWL AND 
Kentucky, and located in the city of Louies GRAINING COLORS FOR 
AINT, in 
and doing business 2€-No. 111 Rast Main No. 16, Paints and painters’ materials. 
rosere epost Cie eee respon a Bet acon fr perma eh 
i PyLAT 1, 1900. 





: HOUSE 
WALL PAINT, PAINTER’S WALL SIZ- ” The trade-mark is applied or affixed to the 
ING, TRAFFIC (ROAD PAINT, or to the package containing the same 
BLACKBOARD P. E AND placing thereon 6 teinted label on which 
DECK PAINT, PORCH PAINT, CON- the trade-mark is shown. « 
CRETE PAINT, SCREEN PAINT, . 
BRUSHING LACQUER, ¢ UICK-DRY- DOLKRAP MARDUARE & 
ING EN. A CAR- MANUPACTURING COMIPARY, 
RIAGE P BARN AND ROOF Ry CHARLES B. BOTTORIF, ~ 
AINT, GRAPHITE PAINT, STACK President, 


Renewed June 16, 1951, to Belknap Hardware & 
Manufacturing Company, Loulsville, Ky., a “ 
corporation of Kentucky. 
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Registered Nov. 28, 1933 Trade-Mark 308,316 





Republished, under the Act of 19)6, May 17, 1949, by 
Robinson Manufacturing Company, Elizabeth City, N. Cc. 


Renewed agit Be 28, 9 2989 to Robinson Manufacturing 
» Be Cy, @ corporation of 


UNITED “StaTES PATENT OFFICE 


Elizabeth City Hosiery Co., Elizabeth City, N. C. 


Act of February 20, 1905 





Application July 31, 1933. Serial No. 340,254 





STATEMENT 


3 
B 


whom it may concern: Applicant is owner of certificate of registra- 
it known sok the Elizabeth City Hosiery tion No. 87,056 issued June 25th, 1912. 
organized under the laws Your petitioner hereby appoints Jacobi & 
hes rar and located in Jacobi. composed of Herbert J. Jacobi and Wil- 
th City, in the county of liam J. Jacobi, of the National Press Building. 
and State of North Carolina, and Washington, D. C., whose registration number is 
business at Skinner Avenue in said city, 3,322, its attorneys, to represent it in the United 
and used the trade-mark shown in States Patent Office in causing the registration 
. for HOSIERY, in of said trade-mark, with full power of substi- 


dT hee 

it He 
g i 
g 


tution and revocation, to sign the drawing. to re- 

trade-mark has been continuously used in ceive the certificate of registration. and to do 
business of said corporation since July 1, any and all things necessary to be done in con- 
. nection with securing the registration of said 


! 
i 


ay 


The trade-mark is applied or affixed to the trade-mark in the United States Patent Office. 
goods or to the containers for the goods, by ELIZABETH CITY HOSIERY CO., 
Placing thereon a printed label on which the By C. O. ROBINSON, 


trade-mark is shown. Pres. 


Affidavit under Section § accepted. 
Affidavit under Section 15 received, June 7, 195k. 








Registered May 3, 1932 


UNITED STATES 


Trade-Mark 293,747 


PATENT OFFICE 


CHARLES EH BACON COMPANY, OF LENOIR CITY, TENNESSEE 


ACT OF FEBRUARY 20, 1905 


Application fled January 15, 1832. Serial We. 333,080. 


Gallant 
Knight 





AUG 2 
HARpy M, heal 


STATEMENT 


To all whom it may concern: 
ae it known an ae H. eae Sora 
» & corporation organ: under 
aws of the State oeeDilewire? and lo- 
» Tennessee, and doing 
"Grand Street, Lenoir 
‘ennessee, has ado 
shown in panyin g 
inva. , for HOSIERY, in Class 39. Cloth- 
7 coe eet herewith tive specimens or 
the trade-mark as actual- 
and re- 
that registered in the 
nited States Patent Office in accordance 
with the act of F: 
The trade-mark has continuously used 
and applied to said ost in applicant’s busi- 
ness since April 17 


eens ee the LeeW.Mida 


20, 1905, as amended. Office 


The Garris is applied or affixed to the 
goods, or to the pac naa containing 
same by placing thereon a printed label o 
which the trade-mark is shown 

The undersi bere. appoints eed 
ee and Richards, a fi r) 
» Brayton G. Richards an and James 
S. Valentine, whose 1 address is 587 S. 
Dearborn Street. icago, Illinois, its at- 
torneys, to prosecute this application for 
registration. with full powers of substitution 
and revocation, and to make alterations and 
amendments therein, to receive the certificate 
and to transact all business in the Patent 
connected therewith. 

CHARLES H. BACON COMPANY; 
By M. C. JAMES, © 
Seoretery. 
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Registered Aug. 21, 1923. 


UNITED STATES 





Trade-Mark 172,086 


Renewed August 21, 1943, to New England Panama Hat Co., 
Irice, Baltimore, M4. 


PATENT OFFICE. 


MEW ENGLAND PANAMA HAT CO., INC., OF NEW YORK, WN. Y. 





ACT GF VEERUARY 20, 1906. 





Application fled February 28, 1923. Serial We. 176,756. 





STATEMENT. 


To the Commissioner of Patents 

New England Panama Hat Co. Ine.. a 
corporation duly organized under the laws 
of the State of New York. and located at 
New York. and doing business at 26-32 West 
17th Street, city and State of New York, 
has adopted and used the Pubes mark 
shown in the accompanying drawing. for 
WOMEN’S. MEN’ YS’, GIRLS’, 
CHILDREN’S AND INFANTS’ HATS 
MADE OF WOOL, SILK. COTTON, 
FUR, FELT. STRAW. HEMP. RATTAN, 
OSIER, AND PALM LEAF. in Class 39. 
Clothing, and presents herewith five speci- 
mens showing the trade-mark as actually 
used by applicant upon the and re- 
nests that the same be registered in the 
nited States Patent Office in acco 
with the act of February 20, 1905, as 


amended. 
The trade-mark has been continuously used 


and applied to said — in applicants’ 
business since July 1, 

The trade-mark is a es slied or affixed to the 
goods or to the packages containing the 
same, by placing thereon a tag on which the 
trade-mark is shown. Other means of at- 
taching the trade-mark is to impress the 
same on leather sweats and tip stickers. 

The undersigned hereby appoints J. 
Stuart Scharf, register No. 11793, whose 
postal address is 507 Times Building. city of 
New York, State of New York. its attorney, 
to prosecute this application for 
tion, with full powers of substitution and 
revocation. and to make. alterations 
amendments therein, to receive the certifi- 
cate, and to transact all business in the Pat- 


rdance ent Office connected therewith. 
REW ENGLAND 


PARANA BAT CO. INC, 
By MAX BR. LITHAR, 


Defendant's Exhibit 12 


Defendant's Exhibit #12 








Defendant's Exhibit #13 
@ PING ES ba pig) 
conedee: eel is be eo Berberrys Limited, Londo, 


Re 
England, a corporation organized under the laws of 


Great Brita in. 


UNITED STATES PATENT OFFICE. 


BURBEREYS, OF LONDON, ENGLAND. 
TRADE-MARE FOR CERTAIN NAMED WEARING-APPAREL FOR MEN, WOMEN, AND 
CHILDREN. 





93,819. 


Registered Oct. 21,1913. 


Application fled March 23,1912. Serial Wo. €2,360. 


STATIMENT. 


To all whom it may concern: 

Be it known that we, Bcrargrys, 2 firm 
domiciled in London, England, doing busi- 
ness at 15, 16, and 17 Golden Square, W., 
London, England, and composed of the fol- 
lowing mem Tuomas Bursrrey, Tuomas 
Newman Boxszrry, Axruce Micnart Bor- 
perry, and Ratrn Bensamin Rotts, subjects 
of the King of Great Britain, have adopted 
and used fs trade-mark shown in the accom- 
pan rawing. 

; The trade ee has been continuously used 
= nes business of said firm since 23rd July, 





The particular description of goods to 
which said trade mark = appropriated is 
suits, overcoats, shirts, and gaiters for gen- 
eral sporting and military wear for men, 
women and children, in Class 39, Clothing. 

The trade mark is applied or affixed to 
the goods by labels having the trade mark 
woven therein or printed thereon. 


BURBERRYS, 
By T. NX. BURBERRY, 
A Member of the Firm. 


DECLARATION. 


-Kingdom of Great Britain city of Londonss: 
Tuomas Newaan Burserry of 15, 16 and 
17 Golden Square m. the city of London 
woolen merchant and weatherproof manu- 
facturer being duly sworn, deposes and says 
he is a member of the firm of Burserrys 
aati | on business at the above address 
theapplicant named in the foregoing state-. 
ment; that he believes that the foregoing 
statement is true; that he believes said firm 
to be the owner of the trade-mark sought to 
be registered, that no other person, firm, 
corporation, or association, to the best o: 
his inowledge and belief, the right to 
use said trade-mark, either in the identical 
form, or in any such near resemblance there- 
to, as might be calculated to deceive; that 


said trade mark has been registered in 
land on 2rd July 1909 No. 315082 that 
said trade-mark is used by the applicant in 
commerce among the several States of the 
United States, that the drawing presented 
truly represents the trade-mark sought to 
be regi and that the specimens (or 
facsimiles) show the trade-mark as a ly 
used upon the goods. 


T. N. BURBERRY. 


Subscribed and sworn to before me, a no- 
an public, this nineteenth day of February 


[us] H. PETER VENN, 
Not. Pub. 


Copies of this trade-mark may be obtained for five cents each, by addressing the “Commissioner of Patents, 
ashingtex, 


wi 


2.0.” 
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<a 


Regustered Jan. 28, 1941 





Trade-Mark 384,685 


UNITED STATES PATENT OFFICE 
Gallant Knight, Ine, Chicago, IL 
Act of Fobraary 20, 1905 
Application September 21, 1940, Serial Ne, 436213 





Gallant Knight 





STATEMENT 


trade-mark is applied or affixed the goods, 
or to the packages containing the same, by plac- 
Se a a ako aaa 


ness in the Patent Office connected therewith. 


GALLANT ENIGHT, INC., 
By PAUL J. SCHLUNDT, 
Secretary. 
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Registered Feb. 5, 1935 Trade-Mark 321,569 


UNITED STATES PATENT OFFICE 


The Victer Safe & Equipment Company, 
Nerth Tenawanda, N. Y. a 





hot of Fubrmary Bi, 1506 





STATEMENT 


To the Commissioner of Patents: as actually used by applicant upon the goods, and 
Safe & Equipment Company. Inc., requests that the same be registered in the United 
&@ corporation duly organized under the laws of States Patent Office in accordance with the act 
New York, and located at North of February 20, 1905. The trade-mark has been 
and doing business at continuously used and applied to said goods in 
Payne Avenue, North Tonawanda, New York, has appiicant’s business since June 15, 1933. 
adopted and used the trade-mark shown in the The trade-mark is applied or affixed to the 
accompanying drawing. for BLANE AND PAR- goods by affixing a label bearing the mark to the 
TIALLY PRINTED CARDS, SHEETS. GUIDE packages containing the goods. 
CARDS, INSERTS. LABELS. TABS, AND FOLD- Applicant is the preserrt owner of trade-mark 
ERS, ALL, FABRICATED FOR INDEXES, AND yeti 26,528, registered May 7, 1395. 
CONSISTING OP BLANE AND PAR- And applicant hereby appoirts Reland T. 
TIALLY PRINTED CARDS, SHEETS, GUIDE Booth, 465 Washington Street, Buffalo, New York, 


TRAYS, DRAWERS, . revocation, to prosecute this application, to make 
PRAMES, PANELS, STRIPS alterations and amendments therein, to receive 

AND THEREFOR, IN AND OUT IN- the of to transact all 

DICATORS, SIGNALS business in the Patent Office in connection 

ERS, BLANE OR PARTIALLY with. 

RECIPE INDEXES AND THE VICTOR SAPE & 

FILES, AND TICKET FILES AND BINDERS, in EQUIPMENT COMPANY, INC., 

Class 37, Paper and stationery, and presents By REGINALD Z 

herewith five specimens showing trade-mark- President. 


Defendant's Exhibit 15 
aaa aaa sit 





Defendant's Exhibit #16 


Trade-Mark $53,406 


UNITED STATES PATENT OFFICE 


The Victor Safe & Equipment Company, 
Nesth Tonawanda, N. Y. — 


Act ef February 20, 1995 


STATEMENT 


To the Hon. Commissioner of Patents: goods by printing on the box containing the goods 
The Victor Safe & Equipment Company, Inc., and on the stencil heading. 
Applicant is the owner of the following U. S. 
trade-mark registrations: 26.528 registercd May 
7, 1895—renewed May 7, 1925, 159.567 registered 
Sept. 26, 1922, 319,105 registered Nov. 13, 1934, 
$21,569 registered Feb. 5, 1935, 325,348 registcred 
June 18, 1935. 
And applicant hereby appoints Roland T. 
Booth, 465 Washington Street, Buffalo, New York, 
its attorney, with full power of substitution and 
revocation, to prosecute this application, to make 
alterations and amendments therein, to receive 
the certificate of registration and to transact all 
business in the Patent Office in connection there- 


with. 
THE VICTOR SAFE & EQUIP- 


MENT COMPANY, INC., 
By W. PF. BLOCE, 


Defendant's Exhibit 16 
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RENEWED ; 


Registered Dec. 7, 1926. Trade-Mark 221,747 
Renewed Lec. 7, 1946, to Monument Mills, Housatonic, 
Masse 


UNITED STATES PATENT OFFICE. 


MONUMENT MILLIS, OF HOUSATONIC, MASSACHUSETTS, AND NEW YORK, N. Y. 





ACT OF FVEBRUARY 20, 1905. 





Application filed September 18, 1925. Serial Ho. 220,415. 





AUG 2. 1955 
HARRY M. HULL, CLERK “ 
STATEMENT. 
To alt whom it may concern: trade-mark is appropriated is Class 42, 
Be it known that Mouament Mills, 2 cor- Knitted, netted. and textile fabrics, and the = 


poration duly Si ay and existing under particular description of goods on which 
i the-laws of the Common- said mark is aa is BEDSPREADS 


wealth of Massachusetts, and located at AND COUNTERPANES COMPOSED 

Housatoni of Berkshire, Massachu- USUALLY OF COTTON See 

setts, and doing business at No. 88 Worth FICIAL SILK, OR A DES COM- 

St., New York city, N. Y., has adopted for BINATION OF MATERIALS, 

Daren yatanrtag 7 Woicxibantret ighiiesithekcaln aa scketibast amet edtasiateoepcnaeie : 
i i ° ive ri in usiness of sai tion 

potd “Mills” is*claimed in the trade-mark’ since August 18, 1925. , 

shown. The mark is shown ons beckground The trade-mark is applied or affixed to the 

of color, with the banner and armor goods by placing thereon 2 printed label on 

in but it is to be understood that the which the trade-mark is shown. 


eolors be modified or at MONUMENT 
= — By JOHN HC. CHURCH, 
The class of merchandise to which this President and Treasurer. 
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RENEW 


Registered July 8, 1924, Trade-Mark 186,473 


Renewed July 8, 194, to Fruit of the Loom. Inc.. 
Providence, R. I, 


UNITED STATES PATENT OFFICE. 


3.23 &B. ENIGHT, INC., OF PROVIDENCE, EXODE ISLAED, AND NEW YORK, N. Y. 


— 





ACT OF FEBRUARY 20, 1905. 


Application fled February 29, 1934. Serial Wo. 193,080. 


FILED 





AUG 2 1955 
HARRY M. HULL, CLERK 
STATEMENT. 
To all whom it may concern: The trademark has been in continuous 


Be it known that B. B. & R. Knight, Inc., used by the applicant corporation and its 
corporation duly organized and existing predecessors since 1876. 
under and by virtue of the laws of the Com- The trademark is applied to the goods by 
of Massachusetts, and located in affixing labels bearing the mark thereto, or 
and ty of Providence and State to the containers in which the wie aes are 

i packed, or by stenciling the mark on the 
cases, boxes or other receptacles in which 
, and State of New the goods are packed in bulk. 
the accompanying a veanin B, B, & R, KNIGHT, INC 

, Mm L. 8. - 2, aw, 
is for the of = By HENRY B. STIMSON, 
COTTON PIECE Secretary. 
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ne 
iy 
Te 
HE 
54 
£% 


: 
PE 
i 
B 


Defendant's Exhibit 18 


ES! ~SS~—CC 


Defendant's Exhibit #18 

















UNITED STATES PATENT OFFICE. 





A. GASTUN & COMPANY, INC., OF NEW YORK, N. Y. 
TRADE-MAREK FOR COTTON GOODS IN THE PIECE—NAMELY. SHEETINGS. 





ACT OF YEBRUARY 20, 1906. 





140,388. Registered Mar. 15, 1921. 
Application ‘led March 13, 1980, Serial Wo. 129,681. 
STATEMENT. 
To al whom it may concern: The trade-mark has been continuously used 
oe known that A. Gasrow & Comprar, in its business since December 4th, 1919. 


F) 


& corporation duly o ized under 
the laws of the State of New York, located 
and doing business in the city of New York, 
county of New York, State of New York. at 
No, 15 South William street, in said city, 
has heretofore adopted and used the trade- 
mark shown in the waitress drawing, 
for cotton goods in lece—namely, 
sheetings—in Class No. eo itted, netted, 


q 
alt 


The trade-mark is applied or affixed to 

tho by stamping it directly upon the 

or — the wrapper in which the 
goods are sold 


A. GASTUN & COMPANY, INC, 
By ANASTASIOS GASTUNIOTIS, 
Secretary. 





eeepc seenoas 


that the drawing presented swale Sonat 
the trade-mark sought to be registered, and 
that the specimens a the trade-mark as 


tos ASTUNIOTIS. 
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Registered Apr. 20, 1954 


. Defendant's Exhibit 


Registration No. 588,869 


SUPPLEMENTAL REGISTER 
Trade-Mark 


UNITED STATES PATENT OFFICE 


Hijos de Jose Maria Legarda, §. A., Bilbao, Spain 





Act of 1946 





Original filed, act of 1946, Principal 
March 19, 1951; amended to application, Sup- 


611,519 





Register, 
8 


STATEMENT 


Hijos de Jose Maria Legarda, 8. A., a corpora- 


being applied to the containers for the goods, and 
requests that the same be registered in the United 
States Patent Office on the Supplemental Reg- 
ister in accordance with the act of July 5, 1946. 

Such trade-mark has been registered in Spain, 
Registration No. 188,904, dated November 6, 1946, 
and said registration is now in force and effect. 

HIJOS DE JOSE MARIA 8. A. 
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Registered Feb. 12, 1952 Registration No. 554,573 


PRINCIPAL REGISTER 
Trade-Mark 


UNITED STATES PATENT OFFICE 


Lance, Inc., Chariette, N. C. 


Act of 1946 
Application February 1, 1949, Serial Ne. 573,131 








Lance, Inc., a corporation duly organized and June 1, 1939, and first used on the other goods 
the described on May 21, 1921, and the word “Lance” 
of North Carolina, having its principal was first used in commerce atmmong the several 
of business at Charlotte, county of Meck- States of the United States which may lawfully 
Jenburg. and State of North Carolina. and do- be regulated by Congress for the goods named on - 
ing business at 1304 South Boulevard, Charlotte, the same dates recited above. The entire trade- 
North Carolina, has adopted and is using the mark was first used on peanut butter sand- 
trade-mark shown in the accompanying drawing, wiches on September 1, 1948, and first used on the 
for SALTED PEANUTS. PEANUT BUTTER other goods named on December 1,.1948, and the 
SANDWICHES, CAKES. COOKIE SAND- entire mark was first used in commerce among 
WICHES. FIG BARS, OAT CAKES, MALT the several States of the United States which may 
SANDWICHES, SODA CRACKER SAND- lawfully be regulated by Congress on the same 
WICHES WITH SUITABLE PILLING. CANDY dates above recited. 
SUCKERS, FUDGE BARS, COCOANUT BARS, Applicant disclaims that portion of the mark 
PEANUT BARS, AND POTATO CHIPS, in Class comprising “The House of” apart from the mark 
46, Foods and ingredients of foods, and presents as shown. 
herewith five specimens showing the trade-mark The drawing is lined to indicate the color red; 
as actually used in connection with such goods. however, no claim to color is made. 
the trade-mark being applied to the containers Applicant claims ownership of Certificates of 
for the goods, and requests that the same be Registration Nos. 170,701; 245,233: 245,234; 273,- 
remeron cee —on.cnhorri serean a a io 377; 273,458; 280,194; 364,577; and 334,299. 


the accordance with the act The word “Lance” has become distinctive of 

of July 5, 1946, and claims the bene- applicant's goods in commerce, having been in 

fits of section 2(f/) of said act for the word substantially exclusive and continuous use in 

“Lance” of said mark. commerce among the several States of the United 
The word “Lance” of the trade-mark was first States for five years next preceding the filing of 

used on candy suckers and fudge bars on June the application. 

1, 1926, and first used on cookie sandwiches on LANCE, INC.. 

June 1, 1929, and first used on cakes and fig bars By JACE D. PARR, 

on June 1, 1938, and first used on cat cakes on Assistant Treasurer. 
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Registered Aug. 22, 1950 Registration No. 529,290 
PRINCIPAL REGISTER 
Trade-Mark 


UNITED STATES PATENT OFFICE 











(Statement) States which sa me i mare Nocae 
Reeves Parvin & Co., a corporation duly or- seas in October 1907. 
and existing by virtue of the laws of the Applicant is the owner of 
74,483, dated July 13, 1909, and renewed, and 
State of Delaware, located and business at dondeo. z 
106-108 8. Fourth Street, in the city and county Registra 280,894, 1931. 
of Philadelphia, and — of hair mare (Declaration) 
adopted and is using trade-mark shown FP. X Wood, cadiaee 
drawing, for CO TEA, he is t ery nnd nas rene in the 


TABLES UPS, BARLEY, 
CANNED SPAGHETTI, TABLE SYRUP,  S{206% Bnd tte et ieee ence ince 1907, 
CANNED MUATARDIG MAYO.» “s-er nny emeense end eontionoes cenaiace 


with five specimens (or facsimiles) the near might 

trade-mark as actually used in connection with eased ltaldeceratitas theare mariana redirect 
mare scimnerictets per hre on econ oes 
the same, by means of labels or printing on car- 105 the trade-mark as actually tn comneo- 
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Registered Jan. 9, 1951 Registration No. 535,979 


PRINCIPAL REGISTER 
Trade-Mark 


FILEp 


AUG 2 1955 


UNITED STATES PATENT OFFICE 


Eskimo Pie Corporation, Bloemfield, N. J. 
Act of 1946 


Application April 17, 1948, Serial No. 554,888 


2 RNIGHT 


STATEMENT 


goods, and requests that the same be registered 
in the United States Patent Office on the Prin- 
cipal Register in accordance with the act of July 
5, 1946. 

The trade-mark was first used on November 
2, 1946, and first used in commerce interstate 
which may who be regulated by Congress on 
December 6 


ESKIMO PIE CORPORATION, 
REDFIELD, 


By F. S. 
mark being applied to paper bags containing the Assistant Secretary. 
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Registered June 16, 1942 Trade-Mark 395,933 


Republished, under the Act of 1946, Mar. 22, 1949, by 
Fred W. Rush Company, Los Angeles, Calif. 


UNITED STATES PATENT OFFICE 


Fred W. Eaush, doing business Ww. 
Rush Co, Loe Angeles Galil = 


Act of February 20, 1905 
Application February 13, 1942, Serial No. 450,943 


: 
s 
gg 


i 


hy and 
111 Sutter Street, San Prancisco, Calif 
attorneys, with full power of substitution 
revocation, to prosecute this application, to 
alterations and amendments therein, to sign 
name to the drawing, and to transact all business 
in the United States Patent Office connected 


therewith. - 
FRED W. RUSH. 
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Regutered Nov. 28, 1939 Trade-Mark 373,147 ‘ 


UNITED STATES PATENT OFFICE 


Checelaterie Jacqucs Société Ancnyme, Verviers 
and Eupen. Belgtum 


Act of February 20, 1905 
Application May 13, 1939, Serial Ne. 419,369 





To all whom it may concern: 
Be it known that Chocociaterie Jacques Société to 
Anonyric, a company organized under the Belgian same by placing thereon a printed label upon 
laws, located at 117 rue Crapaurue, Verviers (Bel- which the trade-mark is shown. 
sium), dcing business at Eupen (Belgium), has Said trade-mark has been registered in Bel- 
ium 


States Patent Office in accordance with the act CHOCOLATERIE JACQUES 
of 20, 1906, as ANONYME, 
The trade-mark has been By W. J. A. M. ZURSTRASSEN, 
and applied to said goods in the business of said Managing Director. 
company since July 1, 1937. XN. J. LL. HANNOTTE, 
No claim is made to the words “Made in Bel- Director. 
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Registered July 11, 1939 


UNITED STATES 
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Trade-Mark 368,974 


PATENT OFFICE 


The Midiand Fleer Milling Company, doing besi- 
mess as Newten Miliing & Elevater Co., Kan- 


sas City, Me. 





Act of February 20, 1905 
Application April 21, 1938, Serial Ne. 405,543 





STATEMENT 


To the Commissioner of Patents: 
Midland 


goods by printing, stenciling, or otherwise im- 

pressing the same upon bags, barrels, cartons, of 

other receptacles containing the goods, and in 

divers other ways. 
The 


Thomas L. Mead, Jr., 850 
Washington, D. C., its attorneys to this 


application for registration, with full powers of 
substitution and revocation, to make alterations 
and amendments therein, to receive the certifi- 
cate, and to transact all business in the Patent 
Office therewith connected. 

THE MIDLAND 


Republished. under the Act of 1946, Dec. 14, 1948, by 
The Midland Flour Milling Co., North Kansas City, Mo. 
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Registered Jan. 11, 1938 


UNITED STATES 


Trade-Mark 353,448 


PATENT OFFICE 


William H. O'Neil, doing business as National 
Banana Ripening Company. San Francisco, 


Calif. 





Act of February 20, 1905 





Application July 31. 1936, Serial No. 381.686 





STATEMENT 


To ail whom it may concern: ' 

Be it known that I, William H. O'Neil, a citi- 
zen of the United States of America, residing at 
San Francisco. in the county of San Prancisco 
and State of California. and doing business under 
the name and style of the Nationa] Banana Rip- 
ening Company, at 508 Matson. San Francisco, 
Californin, have adopted and used the trade- 
mark shown in the accompanying drawing, for 
PRUITS, PARTICULARLY CANNED BANANAS, 
Class 46, Foods and ingredients of foods. 





The trade-mark has been continuously used in 
my business since April 28, 1936. 

No claim is made to the representation of the 
goods, apart from the mark as shown in the 
drawing. 

The trade-mark is applied or affixed to the 
packages containing the goods by placing thereon 
& printed label, upon which the trade-mark is 
shown. 


WILLIAM H. O'NEIL 


Defendant's Exhibit #27 








o 














Registered Apr. 27, 1937 


UNITED STATES 


Trade-Mark 345,489 


PATENT OFFICE 


Earle-Chesterfield Mill Co., Asheville, N. C. 





Act of February 20, 1905 





Application December 8, 1936, Serial No. 386,486 





STATEMENT 


To the Commissioner Of Patents: 
Earle-Chesterfield Mill Co.. a firm domiciled 
in Asheville. North Carolina. doing business at 
532 Hayward Street, Asheville. North Carolina. 
and composed of the following members: John 
Daniel Earle and Howard C. Smith, citizens of 
the United States of America. has adopted and 
used the trade-mark shown in the accompanying 
drawing, for WHEAT FLOUR, in Class 46, Foods 
and ingredients of foods, and presents herewith 
five specimens showing the trade-mark as actu- 
ally used by applicant upon the goods, and re- 
Quests that the same be registered in the United 
States Patent Office, in accordance with the act 
of February 20, 1905. The trade-mark has been 
continuously used and applied to said goods in 
applicant’s business since February 1935. The 


Defendant's Exhibit 28 


trade-mark is applied or affixed to the goods or 
to the packages containing the same by printing 
or stenciling the said trade-mark on the bags 
or other containers in which the goods arc mar- 
keted. The undersigned appoints Henry Hanson 
McKenney, whose postal address is 508 Evesham 
Avenue, city of Baltimore, State of Maryland. 
its attorney, to prosecute this application for 
registration, with full powers of substitution and 
revocation, and to make alterations and emend- 
ments therein, to receive the certificate. and to 
transact all business in the Patent Office con- 
nected therewith. 


EARLE-CHESTERFIELD MILL CO., 
By JOHN DANIEL EARLE, 
A Member of the Firm. 
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Trade-Mark 326,786 


Registered Aug. 6, 1935 


. under the Act of 1946, Apr. 12, 1945, by 


Repudlished 


Cleveland, Ohio. 


UNITED STATES PATENT OFFICE 


The Weideman Company, 





No. 82,408, dated June 27, 1911, issued to The 
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Registered Mar. 13, 1934 


UNITED STATES 


Trade-Mark 310,871 


PATENT OFFICE 





Wiliam Francis Burke, deing bustnuss as Gen- 
sales Packing Company, Gensalea, Call. 


Act of February 20, 1905 





Application April 14, 1930, Serial Ne. 296,785 





STATEMENT 


To the Commissioner of Patents: 
Be it known that William Francis Burke, a 


Office in accordance with the act of February 20, 
1905, as amended. used 
trade-mark has been continuously 
and applied to said goods in applicant’s business 


and in the business of his predecessors since on or 
about August 1, 1927. the 
The trade-mark is applied or affixed to 
is, or to the packages containing the same, 
by means of @ label bearing reponse Print 
printing or impressing the same thereon in di 
other ways. 
The undersigned hereby appoints Minier & 


WILLIAM PRANCIS BUREE. 
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Registered Mar. 3, 1931 





Trade-Mark 280,894 


Feput.iehed. under the 4ct of 1946, June 22, 1948, by 
Reeves, Parvin & Co., Philadelphia, Pa. 


UNITED STATES 


PATENT OFFICE 





REEVES, PARVIN & CO., OF PHILADELPHIA, PENNSYLVANIA 





ACT GF VEBRUARY 20, 1905 





Application filed May 22, 19808. Serial He. 904,483. 





STATEMENT 
or to the packages containing the same 
= ateliog bearieeithe 


To the Commissioner of Patents: 
Parvin & a corporation duly 
ized and existing by virtue of the laws 
of the State of Delaware, and located and 
doing business at 21 N. Water Boia in the 
city and county of Philadelphia State 


means of a wrapper bearing 
mark or by printing or impressing the same 
ae = in ae other mare 
applicant is the owner of registration 
No. 74.485, dated July 13, 1909. 


an 
“and used the — “The undersigned hereby appoints the firm 


trade-mark shown in accom i 
drawing, forCATSUP: HONEY. ALIMEN- 
TARY PASTE. CANNED VEGE- 


8 
tat 


905, as amended. The 


been contin y used and applied to said. 


Or edemerk Dane eae ed or allied tothe 


of Mason, Fenwick & Lawrence, of 600 F 
Street N. W., Washington, D. Cc. (E. bs Fen- 
wick, Edward G. Fenwick and Charles R. 


E: -Fenwick-constituting ‘suid firm). registered 


attorneys, No. 393, its attorneys, with full 


power of substitution and revocation, to 


prosecute this application, to make altera- 
tions and ame nts therein, to its 
name to the drawing, and to transact all busi- 
ness in the United States Patent Office con- 


nected therewith. 
has 


REEVES, PARVIN & CO., 
By F. X. WOOD, 
Assistant Sect. and Treas. 


Affidavit under Section 8 accepted. 


Affidavit under Section 


enewed March 1951, to Reeves Farvin Ocs 
Philadelphia, ag corporation of Delaware. 
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received, Oct. 27, 1953. 
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CAN 
Registered Feb. 12, 1929. Trade-Mark 252,610 


Republished. under the Act of 1946, June 29. 1948, by 
Associated Food Distributors, Inc., Coldwater, Mich. 





Renewed Ped. 12, 1949, to Associated Food Distributors, 
Inc., Coldwater, Mich. 


UNITED STATES PATENT OFFICE. 


JORBERS SEBVICE INCORFORATRED, OF COLDWATER, MICHIGAN. 








A0T OF PEBRVARY 20, 1905. 





Application GieG'Fobruary 18, 1088. Geriai Be. 961,434. 





STATEMENT. 


To the Commissioner of Patents: February 20, 1905, as amended. The lini 
Jobbers Service Incorporated, a corpora- appearing in the drawing is to indicate - 
tion duly organized under the laws of the ing only. 
State of Michigan, and located and doing he trade-mark has been continuously 
business at Coldwater. Branch County, Mich- used and applied to said goods in applicant's 
igan, has adopted and used the trade-mark business since April 12, 1927. 
own in the accompanying drawing, for The trade-mark is applied to the goods by 
COFFEE, in Class 46, Foods and i ients printing it on wrappers or cartons contain- 
of foods, and presents herewith five (5) speci- ing the goods. 
mens showing the trade-mark as actually used 


by applicant on the goods, and requests that JOBBERS SERVICE INCORPORATED, 
thelanmoibeiregiotescalin therCaltad tStates By HARRY L. MILNES, 
Patent Office in with the act of Seorstery. 
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Registered June 30, 1925. | Trade-Mark 200,272 


RENEWED 


UNITED STATES PATENT OFFICE. 


SANDE, TAYLOR & WOOD COMPANY, OF SOMERVILLE, MASSACHUSETTS. 
ACT OF FEBRUARY 20, 1905. 


Application filed February 2, 1985. Serial No. 909,003. 








STATEMENT. 


To the Comméseioner of Patents: plied or affixed to the goods, or the pack- 
Sends, Taylor & Wood Company, a cor- ages containing the same, by placing therv- 
poration duly organized under the laws of on a printed label on which the trade mark 
the State of Massachusetts, snd located at is shown and by printing the mark on the 
Somerville, Massachusetts, and doing busi- or containers. 
ness at 38 Fitchburg Street, Somerville, undersigned hereby appoints Ellis 
Maenachusetts, has adopted and used the Spear, Jr., whose posta! address is 625 Tre- 
trade-mark shown in the serra eon mont Building, city of Boston, State of 
drawing, for WHEAT FLOUR, in Class Masrachusetts its attorney, to prosecute this 
46, Foods and oy sees of foods, and pre- spplication for registration, with full pow- 


sents herewith five ——— showing the ers of substitution xnd revocation, and to 
trade mark as actually used by “pp icant make alterations and o-.endments therein, 
upon the and requests that the same to receive the certificate, and to transact all 
be registered in the United States Patent business in the Patent Office connected there- 
Office in accordance with the act of Feb- with. 
a 20, 1905, as amended. 

eam eed Ler SANDS, TAYLOR & WOOD COMPANY, 
plied to said in app "s business By FRANK E. SANDS, 
since October, 1896. The trade mark is ap- President. 


Renered June 30, 1955, to Sands, Trrior & Vood Compuny, 
Somerville, lMasse 


Republiched, under the Act of 1946, Sept. 21, 1948, by 
Sands, Taylor & Wood Co., Somerville, Mass. 
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Defendant's Exhibit #34 


RENEWED 


UNITED STATES PATENT OFFICE. 





OTTO ROTH, OF NEW YORK, NH. Y. 











FOR CHEESE. 

120,682. Registered Feb. 26, 2918. 
Application fled August 31,1917. Serial Wo. 105,906. 
STATEMENT. 

To all whom it may concern: ‘The trade-mark has been continuously used 


Be it caownitiat I, Orro Born, a citizen 
of the Republic of Switzerland, and a resi- 
‘lent of the borough of Brooklyn, city of 
New York, and doing business under the 
name and style of Orro Rorn & Co., and 
doing business at No. 15 Jay St, New York 
city, in said city, has adopted for his use , 
the trade-mark shown in the accompanying 
drawing, for cheese, in Class No. 46, Foods 
and ingredients of foods. 





in the business of said Ror since Jan- 
a! 2nd, 1916. 
he trade-mark is upplied or affixed to 
the goods, or to the packages containing the 
e, by placing thereon a printed label on 
which the trade-mark is shown. 


OTTO ROTH. 


FILED 


AUG 2 1955 
HARRY M. HULL, CLERK 


DECLARATION. 


State of New York, county of New York, ss. 

Qrro Koru, being dake sworn, deposes 
and says that he is the applicant named in 
the foregoing statement; that he believes 
the foreyzoing statement is true; that he be- 
lieves himself to be the owner of the trade- 
wark sought to he registered; that no other 
person. firm. corporation, or association, to 
the best of his knowledge und _ belief, has 
the right to use said trade-mark, either in 
the identical form or in any such near re- 
semblance thereto as might be calculated to 
deceive; that said trade-mark is used by him 
in commerce among the several States of the 


Tnited States. and between the United 
States and foreign nations or Indian tribes; 
and particularly with New Jersey; that the 
drawing presented truly represents the 
trade-inark sought to he registered; and that 
the specimens show the mark as actually 
usd upon the goods. 


OTTO ROTH. 
Subscribed und sworn to before me, a no- 
tary public. this 27th day of August, 1917. 


: F. G, HENRY. 
ee Notary Public. 


2G” 


Copies of this trade-mark may be obtained for dive cents each, by addressing the “Commissioner of Patents, 
Wailingies, 








4 
| 


TRADE-MARE. 
Ho. 68,406. REGISTERED APR. 7, 1908. 
H. J. McGRATH COMPANY. 
CABNED FRUITS AND VEGETABLES, AND — OYSTERS. 
APPLICATION FILED OCT. 219, 190 





Audet Can as 


* LIM, 





Defendant's Exhibit #35 


a 

v 

| Renewed to 

r The He Je McGrath Company, a corporation of liaryland. 

ca 

. UNITED STATES PATENT OFFICE. 
a H. J. McGRATH COMPANY, OF BALTIMORE, MARYLAND. 

te TRADE-MARK FOR CANNED FRUITS AND VEGETABLES, AND CANNED OYSTERS. 





Zo. 68,406. Statement and Declaration. Registered April 7, 1908. 
Application filed Octeder 19, 1907. Serial No. 30,068. 


STATIMENT. 

To all whom it may concern: trade-mark is appropriated is Class 46, Foods 

Be it known that H. J. McGratu Com- | and ingredients of foods, and the particular 
PANY, & corporation organized under the | description of goods comprised in such class 
laws of the State of Delaware, located at ! upon which said trade-mark is used is canned 
Baltimore city, in the State of Maryland, and ! fruits and vegetables, and canned oysters. 
doing business at said Baltimore city, Mary-! The trade-mark is usually applied or af- 
land, has adopted for its use the trade-mark ; fixed to the goods, bv placing on the recep- 
shown in the accompanying drawing. ' tacles containing the same a printed label on 

The trade-mark has been continuously | which the trade-mark is shown. 
used in the business of this corporation, and ! 
in the business of H. J. McGrath, its predeces- ; H. J. McGRATH COMPANY, 
sor, since about July 1, 1871. By BENJ. HAMBURGER, 

The class of merchandise to which the Secy. Treas 


DBCLARATION. 

State of Maryland county of Baltimore City : ceive; that said trade-mark is used by said 
88: _ corporation in commerce among the several 
Bens. Hamncroer, being duly sworn, de- , States of the United States: that the Sremene 

poses and says that he is secy. treas. of the : presented truly represents the trade-marh 

corporation the applicant named in the fore- | sought to be registered: and that the speci- 
going statement: that he believes the fore- | mens show the trade-mark as actually used 
going statement owe ses that rae eeree ; upon the goods. 

id corporation to be the owner of the trade- | ° 
mark sought to be registered: that no‘ other ' BENJ. HAMBURGER. 


person, firm, corporation. or association, tO, becribed and sworn to before me this 
the best of his knowledge and belief, has the . 514), day of October A. D. 1907. 


ight to use said trade-mark, either in the , 
identical. form or in any such near resem- | [u. 3.] HOWARD S. SHELDS. 
blance thereto as might be calculated to de- Notary Pubtic. 


Renewed April 7, 1 to The H.J. McGrath C 
Baltimore, kary ae ompany, of 


Kerublisned, uncer the Act of 19:6, July 19h, by 
H.°J. keGrath Company, Caltimore, ne Pie 
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TRADE-MARE. 
REGISTERED JAN. 16, 1906. 





Ro. 48,975. 
ACME MILLING COMPANY 
WHEAT FLOUR. 
APPLICATIO“ LILED JUEE 36, 1906. 
AUG 2 1855 
HARRY M. HULL, CLERK 
< 
PROPRIETOR: : 
<" 
Acme MILtins COMPANY, 
waqno) ensvi 
| ewok oF .2dCL BPL msl bowers: : 
 etasenene 
ATTORNEYS: s 
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Trade-Mark 313,809 


Registered June 12, 1934 


UNITED STATES 





PATENT OFFICE 





Stanley G. Boone, doing business as Boone Drug 
Sundries Company, Cincinnati, Ohie 


Act of February 20, 1905 





FILEp 


Application December 6, 18933, Serial Ne. 344,560 






Ar Tested ++ 


RED ICUGHT| ARR M Huu, cea. 


AUG 2 1955 





* Sterrliopd 


STATEMENT 


EASES, in Class #44, Dental, medical, and sur- 


words, 
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Registered Sept. 5, 1933 Trade-Mark 306,117 " 


Renewed Sept. 5, 1953, to Holsten-Brauerei, Hamburg- 


Alto 
Taman - mimo 6 @ corporation organized under the 


UNITED STATES PATENT OFFICE 


Belsten-Brazerel, Altens, Germany 
Act of February 20, 1905 


Application April 13, 1933. Serial Ne. 236,719 


FILED 


AUG 2 1955 
HARRY M. HULL, CLERK 





STATEMENT 


To the Commissioner of Patents: 

The firm of Holsten-Brauerei, located at Hol- 
stenstrasse 224, Altona (Elbe). Germany. and do- 
ing business at Holstenstrasse 224. Altona (Elbe). 
Germany, has adopted and used the trade-mark 
shown in the accompany drawing, for MALT 
BEVERAGES WITH NOT MORE THAN THE 


“Schutz Marke.” 
Seid trade-mark has been registered in Ger- 


many, No. 4055 dated March 15, 1895 on an ap- 
plication filed December 13, 1894, renewed De- 
cember 11, 1924, and Herbert R. Kerslake, whose 
postal address is 531 14th Street, Washington, 
D. C., is designated, on whom process or notice of 
proceedings affecting the right to ownership of 
said trade-mark brought under the laws of the 
United States may be served. 
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Registered Sept. 17, 1929 


Trade-Mark 261,615 


Republished under the Act of 1946, June 22. 1948, by 
Reeves, Parvin & Co., Philadelphia, Pa. 


UNITED STATES 


PATENT OFFICE 


REEVES, PARVIN & CO., OF PHILADELPHIA, PENNSYLVANIA 





4CT OF FEBRUARY 20, 1905 





Application fled May 18, 1929. Serial Wo. 284,278. 





STATEMENT 


To the Commissioner of Patents: 

Reeves, Parvin & Co., a corporation duly 
organized and existing by virtue of the laws 
of see of Sata and Se and oc: 
ing business.at 21 N. Water pe, jn.the city anc 
county of Phitadelphigand Gated Pern - 
vania, has adopted and used the.trad@mark 
shown in the accompanying drawing, for 


GRAPE JUICE AND R@OT-BEER EX: 


TRACT, in Class 45, BevefnSes;ponalcehalic, 
and presents herewith five specimens showing 
the trade-mark as actually uséd by applicant 
upon the goods, and requests that the same 
be registered in the United States Patent Of- 
fice in accordance with the act of February 20, 
1905, as amended. The’ has been 
continuously used and applied_to said goods 
in applicant’s business since 1907. The trade- 

is applied or affixed to the goods or to 


Affidavit under Section 
Affidavit under Section 


the packages containing the same by cans of 
a label or wrapper bearing the mark or by 
printmg or imuressing the same thereon and 
in divers other ways. 

The undersigaed hereby appoints the firm 
vf Mason, Fenwick & Lawrence. of 600 F 
Street, N. W., Washington. D.C. (E. T. Fen- 
wick, Edward G. Fenwick and Charles R. 
Fenwick constituting said firm), registered 
wtorneys, No. 393, its attorneys, with full 
power of substitution and revocation, to, 
prosecute this application, to make-fltera> 
tions and amendments therein, to 3 its 
name to the drawing, and to transact all basi- 
ness in the United States Patent Office eon- 
nected therewith. 

REEVES, PARVIN & CO., 
By F. X. WOOD, 
Assistant Sect. & Treas. 


8 accepted. 
15 received, Oct. 27, 1953. 


enewed Septe 17, 1949, to Reeves, Parvin & Co., 


Philacelp » Pa. 


Defendant's Exhibit 39 


Defendant's Exhibit 439 





Registered Aug. 21, 1934 


UNITED STATES 





58 Defendant's Exhibit #40 


Trade-Mark 316,271 


PATENT OFFICE 





Naamieese Venneotschap Branderij-Distilleer- 
Gerij A. Dealmeyer, Schiedam, Netheriands 


Act of February 20, 1905 





Application January 31, 1934, Serial No. 346,782 





ing. for WINES, in Class 47, Wines, and presents 
herewith five specimens showing the trade-mark 


member of the firm), whose postal address is 274 
Madison Avenue, Borough of Manhattan, county 
of New York, city of New York, State of New 
York, U. 8. A., is designated. on whom process 
or notice of proceedings affecting the right to 
ownership of said trade-mark brought under the 
laws of the United States may be served. 

The undersigned hereby appoints Richards & 
Geier (Oscar A. Geier), sole surviving member 
of the firm), (Reg. 11,271, whose postal address is 
274 Madison Avenue, Borough of Manhattan, 
county of New York, city of New York, State of 
New York, U. S. A., its attorneys, to prosecute 
this application for registration, with full powers 
of substitution and revocation, and to make al- 
terations and amendments therein, to receive the 
certificate, and to transact all business in the Pat- 
ent Office connected therewith. 

NAAMLOOZE VENNOOTSCHAP 
BRANDERIJ-DISTILLEER- 
AALMEYER. 


Defendant's Exhibit 40 
ee 
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Trade-Mark 326,029 


Registered July 9, 1935 


UNITED STATES PATENT OFFICE 


Seciedade dos Vinhos Santhiago, Limitada, 
Villa Nova de Gaia, Portugal 





Act of February 26, 1905 


Application January 30, 1935, Serial No. 360,861 





STATEMENT 





To the Commissioner of Patents: 

Sociedade dos Vinhos Santhiago, Limitada, a 
joint-stock company organized and existing un- 
der the laws of the Republic of Portugal, of Villa 
Nova de Gais, Portugal, and doing business at 
83 Rua de Serpa Pinto, Villa Nova de Gaia, has 
adopted and used the trade-mark shown in the 
accompanying drawing, for WINES, in Class 47, 
Wines, and presents herewith five specimens 
showing the trade-mark as actually used by ap- 
plicant upon the goods, and requests that the 
same be registered in the United States Patent 
Office in accordance with the act of February 20, 
1905, as amended. The trade-mark has been 
continuously used and applied to said goods in 
applicant’s business as in the business of its 
predecessors: Cabral & Santhiago and Almeida 
Santhiago & Companhia, since 1903. 

The trade-mark is applied by stencilling or 
stamping same on the casks or barrels contain- 
ing the wine or on the packages containing the 
bottles; it is also applied or affixed to bottles con- 
taining the wine by placing thereon a printed 
label an which the trade-mark is shown. 

Said trade-mark has been registered in Portu- 
gal No. 5438, dated February 21, 1903, on an 
application filed September 22, 1902, renewed on 
March 4, 1918, January 25, 1923, and February 
27, 1933. 


The notation “Marca Regist.” is disclaimed. 

The undersigned hereby appoints Alexander & 
Dowell (Reg. No. 446): members Arthur E. 
Dowell (Reg. No. 1784) and Arthur E. Dowell, 
Jr., (Reg. No. 11,915) whose postal address is 
Munsey Building, Washington, D. C., its attor- 
neys, to prosecute this application for registra- 
tion, with full powers of substitution and revoca- 
tion and to make alterations and amendments 
therein, to receive the certificate and to transact 
al] business in the Patent Office connected there- 
with. 

The undersigned hereby constitutes and ap- 
points the said firm of Alexander & Dowell, as 
its representative in the United States upon 
whom notice of proceedings affecting the right 
of ownership of the trade-mark forming the sub- 
ject matter of the above entitled application, 
brought under the act of Congress of the United 
States, approved February 20, 1905, and amend- 
ments thereto or under other laws of the United 
States of America, may be served with the same 
force and effect as if served upon the undersigned 
im person. 
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Registered Nov. 1, 1938 Trade-Mark 361,784 


UNITED STATES PATENT OFFICE 


Helsten-Brazerei, Altona, Germany 
Act of February 20, 1905 
Application March 31, 1938, Serial Ne. 404,713 
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Registered Nov, 21, 1933 


UNITED STATES 


Defendant's Exhibit #43 


Trade-Mark 308,102 


PATENT OFFICE 





Grierson, Oldham & Co., Ltd, Lenden, England 





Act of February 20, 1905 





Application July 19, 1933. Serial Ne. 339,396 


LiF! 





STATEMENT 


The Honorable Commissioner of Patents: 


pac ah arr 
No. 523,061, in pursuance of an application filed 
poco 1931. 


Pian essai ots aaa rrp 
(register No. een of 3625 {Lowell 
Street, Washington, D.C ~ attorney with full pow- 


. ceeds affecting the right of ownership of the 


trade-mark brought under the laws of the United 
States may bo served. 
GRIERSON, OLDHAM & CO., LTD. 
BRIGHT, 


H. G. ° 
Managing Director. 








—_—_ 


Registered Oct. 12, 1926. 


Defendant's 1 Dp.debleytamez- 2. 


RENEWED 


Trade-Mark 219,094 


Renewed Oct. 12, 1946, to Paristyle Novelty Co., 


Inc., New York, N. Y. 


UNITED STATES 


PATENT OFFICE. 


PARISTYLE NOVELTY Co. INC., OF NEW YORK, W. Y. 





ACT OF FEBRUARY 20, 1908. 


Application filed May 12, 1936. Serial Wo. 231,487. 





STATEMENT. 


To the Commissioner of Patents: 

Paristyle Novelty Co. Inc., a corporation 
duly organized under the laws of the State 
of New York, and located at New York city, 
N. ¥., and doing business at 455 Seventh 
Avenue, borough of Manhattan, city of New 
York, N. Y.. has adopted and used the trade- 
mark shown in the accompanying drawing. 
for FACE CRESMS. CLEANSING 
CREAMS, VANISHING CREAMS, 
MASSAGE CREAMS. MASSAGE LO- 
TIONS. FACE LOTIONS. ROUGES, 
LIP STICKS, HAIR TONICS,. HAIR 
LOTIONS. HAIR SHAMPOOS, DE- 
PILATORY, TOILET WATERS, NAIL 
POLISHES. NAIL BLEACH, NAIL 
WHITENER, NAIL-POLISH REMOV- 
ER. BRILLIANTINES, FACE POW- 
DERS, TALCUM POWDERS, HENNA 
HAIR DYES. HENNA SHAMPOOS, 
HAIR WHITENERS, HAIR POMADES, 
LIQUID HAIR DYES, EYEBROW AND 
EYELASH COLORING, AND CUTICLE 


OIL, in Class #6, Chemicals, medicines, and 

harmaceutical preparations, and presents. 
verewith five specimens showing the trade- 
mark as actually used by the applicant upon- 
the goods, and requests that the same be reg- 
istered in the United States Patent Office 
in accordance with the act of February 20, 
1905. 
The trademark has been continuously used 
and applied to said goods in applicant's 
business since on or about and prior to May 
1, 1918. Applicant disclaims the worc 
“New York” as a part of its trade-mark. 

The trademark is applied or affixed to the 
ay or to the packages containing the same 

y placing thereon a printed or lit phed 
or em label on which the trademark 
is shown, printed, lithographed or impressed 
in the distinctive manner shown on fac- 
similes submitted. 

{us.] PARISTYLE WOVELTY CO. INC. 

HERBERT ML AUSTERK, 
V. Pres. 


Defendant's Exhibit 44 


SETS 
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Deposition of the defendant, by and through one of its officers, 
Phillip L.Baldwin, taken by the plaintiff pursuant to notice dated 
November 10, 1955, held on Tuesday, November 22, 1955, at 10 a.m., 
at the offices of Pennie, Edmonds, Morton, Barrows & Taylor, Esqs., 
247 Park Avenue, New York 17, N. Y., before Jack Greenberg, notary 
public of the State of New York. | 


APPEARANCES: 
PENNIE, EDMONDS, MORTON, BARROWS & TAYLOR, ESQS., 
Attorneys for Plaintiff; 
W. V. Morton, Esq., and Stanton T. Lawrence, Esq., 
Of Counsel. 
Tr 2 HUBERT G. KING, ESQ., and JAMES H. LITTLEPAGE, ESQ., 
Attorney for Defendant. 


* * x 


PHILLIP L. BALDWIN (residing at 4616 Morgan Drive, 


Chevy Chase, Maryland), called as a witness, having 
been first duly sworn by the notary public, testified 


as follows: 
DIRECT EXAMINATION BY MR. LAWRENCE: 

Q. What is your office, Mr. Baldwin, with the defendant? A. I 
am executive secretary. 

Q. The defendant, I understand, is a District of Columbia 
corporation, is that correct? A. That is correct. 

Q. What is the nature of its function? Do you understand what I 
am driving at? What is the function of the National Association of Mutual 
Insurance Agents? I realize that is quite a broad question, but, in an 
effort to save time -- A. It is a service trade association whose 
function is to promote the education and benefit of its members. 

Q. You mentioned "members." What is the membership of the 

Tr 3 Association made up of? A. The membership is comprised of 
insurance agents who are selling mutual fire and casualty insurance. 


They are known as local agents. 
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Q. Are they independent agents? A. They are independent 
contractors. 

Q. Being a patent lawyer, I know very little about the insurance 
business. Are these agents local, small town insurance agencies that 
write such things as automobile insurance? A. They are in varying 
sizes. They are in all communities regardless of size. But you are 
correct that they are agents who sell fire and casualty and general 
lines of insurance. 

Q. An agency where I might, for example, buy a fire insurance 
policy --- A. That's right. 

Q. --on my home? A. That is right. 

Q. Approximately how many members do you have throughout 
the United States? A. Approximately 6, 000. 

Q. Do you have any idea how many independent insurance agencies 
there are in the United States? A. I could only hazard a guess. 


Tr 4 Q. Could we have your best guess? A. 100, 000. 


tr 5 


Q. Where are your members located? A. In practically every 
State in the United States and a few in Puerto Rico and Canada. 

Q. I note that you are a national association. Are there any 
other associations with which the defendant association is affiliated? 
A. No. 

Q. There are no other associations with which the defendant 
association is connected in any way? A. We have State associations 
that are affiliated with us. Is that what you meant? 

Q. That is what I was driving at. I understand there are State 
associations of practically the same name. A. That is correct. 

Q. What function do these State associations serve? A. A 
similar function to the national; only they are limited in scope to the 
State in which they are confined. 

Q. This would be in the nature of a parent corporation and sub- 
sidiary corporation if it was a business set-up? A. Well, we might be 

likened unto the parent organization in that we came first and the 


others followed, but we have no control over our State groups. 





65 

Q. They are independent organizations? A. That is right. 

Q. Legally speaking, they are independent. A. Legally and 
otherwise. 

Q. What connection is there between the national association and 
the State association? A. Well, their representatives are represented 
on our National Board, and we have an Advisory Board which is a part 
of our set-up comprised of the presidents of each of the State associations. 

Q. What means do you use to educate, I believe was the word you 
used, Mr. Baldwin, these 6,000 members that you have throughout the 
United States? A. We have two monthly publications, one a printed 
magazine and the other a lithographed 4-page bulletin. 

Q. Both of these publications are monthly publications? A. That 
is right. 

Q. Are they mailed to each of the 6,000 members? A. Mailed 

Tr 6 to each of the 6,000 members. 

Q. Are they mailed to the officers of the State associations ? 

A. Insofar as they are members. We don't differentiate. They are 
mailed directly to each member. 

Q. Would these State associations perhaps have their own publi- 
cations? A. They do. 

Q. Each of them has a type of publication which they send out to 
their members? A. Well, they are expected to have. I wouldn't say 
that each State does actually have a publication, but they are expected 
to have. 

Q. How many State associations are there? A, Twenty-six, 
State and territorial associations. 

Q. I wouldn't expect you tobe able to name the States, but is 
there any particular locality in the United States? I Mean are the 26 
State organizations located in the east, in the west, or are they sprinkled 
all over the United States? A. We cover practicaly each State in the 


Union with the emeption of, I would say, six. 
Q. So that there would be an overlapping of the State boundary 
lines so far as the State organizations to which I have been referring. 
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Tr 7 A. I don't understand your word "overlapping". 

Q. Well, there are 26 State organizations, you say, and you are 
represented in every State except six.I gather that some of the State 
organizations would cover more than one territorial State. A. That is 
right. 

Q. To go back to these two publications of the National Association, 
do these publications have names? A. Thy do. 

Q. What are the names? A. Mutual Review is the name of our 
printed monthly publication, and Mutual Mirror is the name of the more 
bulletin type of publication. 

Q. The Mutual Review, I presume, is like a magazine; is that 
right? A. Printed, that's right. 

Q. The other publication that you have referred to was a litho- 
graphed -- A. 4-page. 

Q. --letter, I gather, in the nature of gn informational letter that 
goes out to the members? A. That is correct. 

Q. Could you give me a general idea of the type of information 

Tr 8 that would be included in this lithographed publication? I have 
forgotten the name of it. A. Mutual Mirror. 

Q. Mutual Mirror, yes. A. Well, that includes notice of any 


particular legislation that might be pending in Congress and might be 


of interest to our members; it includes announcements of coming events; 
it includes announcements of any new benefits that we may have derived 
for our members and material of that nature. 

Q. Is that one of the functions of the National Association, to 
represent the membership so far as doing what you can, seeing that 
favorable legislation to the insurance business comes along through the 
various legislatures? A. That is an indefinite word that you used 
there. I would charactrize it as being alert for the benefit of our 
members to the type of legislation that may be introduced in Congress 
in order that we may make them aware of any legislation that might be 
detrimental. 
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Q. Your function, I gather, primarily is to keep your member- 

ship informed as to what is happening in Washington? A. That would 
Tr 9 be a good characterization. 

Q. Do you recognize that letter, Mr. Baldwin? A. I do. 

Q. I would like to call your attention to the Knight on horseback 
in the top left-hand corner of that letter. 

First, is that the letterhead of the defendant, National Association 
of Mutual Insurance Agents? A, It is. 

Q. How long has your Association been using that letterhead ? 
A. Approximately since May or June of the year 1949. 

Q. Are you still using it today? A. Weare. 

Q. Does your Association have any other symbols that they use 
other than the Knight on horseback? A. Wedo. We have one shown 
right at the bottom of the same letter (indicating). 

Tr 10 Q. You referred to two publications before, the Mutual Review 


and the Mutual Mirror. Does the symbol of the knight on horseback 
appear in either of those publications, or both? A. As close asIam 


to both of them, you embarrass me. I can't say positively, but I don't 
think the knight appears on Mutual Review. I believe it does on Mutual 
Mirror. 

Q. Is the Mutual Mirror on the letterhead of the Association ? 
A. It is similar in type. 

Q. I think you have already testified as to this, that the Mutual 
Mirror is mailed each month -- is is a monthly publication -- A. That 
is correct. 

Q. ---to each one of your 6,000 members. A. To each member, 
that's right. 

Q. Do any of the State associations to which you have referred 
make use of the symbol of a knight on horseback? 

MR. KING: I object to the question on the ground that it is 
not relevant or material to the issues in this suit. 
Go ahead and answer, Mr. Baldwin. 
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Tr il A. I believe that they do. 
Q. Every State association makes use of the symbol? 
MR. KING: Same objection. 

A. I can't say positively that they do. 

Q. But some of them do, to your knowledge. A. Some of them do. 

Q. Do you remember the circumstances under which you adopted 
this symbol back in 1949? A. Ido. 

Q. What were those circumstances? A. Our Association under- 
took to raise a fund for purposes of advertising or creating advertising 
benefits for our members. After we had raised a small sum, we em- 
ployed an advertising agency in Indianapolis and instructed them to pro- 
ceed to develop ideas. One of the first ideas that they came up with was 
a symbol which they recommended for our adoption. 

Q. That was an advertising agency? A. An advertising agency. 

MR. MORTON: Is that agency still functioning ? 
THE WITNESS: I believe they are still in existence. 
MR. MORTON: What is their name? 
THE WITNESS: Fred W. Lahr. 
Tr 12 Q. Are they located here in New York? A. Indianapolis, Indiana. 
Q. Were you actively connected with the National Association at 
that time? A. I was. 
Q. I gather you have been with them for some years. A. Sixteen 
years. 
MR. MORTON: Did they come up with this knight on horse- 
back ? 


THE WITNESS: It was entirely their creation. 
MR. MORTON: That was their creation ? 
THE WITNESS: Entirely their creation. 
Q. Would you recollect the names of the publications of any of 
the various State associations? A. DolI recollect the names? 
Q. Yes. A. Yes, I do. 
Q. Could you name the State organization and the publication? 
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MR. LITTLEPAGE: Objection; immaterial. Proceed. 

A. The New York association uses the name The Triangle. 

Q. Where is the headquarters of the New York association? A. 

Tr 13 In Syracuse. 

BY MR. MORTON: 

Q. Are there any other items besides your letterhead and the 
Mirror on which this knight on horseback symbol appears? A. Yes. 
We have dies made up that include the mounted warrior on them. We 
have blotters and other advertising material that contain the use of the 
mounted warrior. | | 

Q. Do your members also use the knight on horseback symbol 
on some of their literature, so far as you know? 

MR. KING: I object on the ground that the question is not 
relevant or material to the issues presented in this suit. 

A. They are privileged to use them. 

Q. Do you haye any part in furnishing dies or electrotypes or 
other matter of that kind that might assist them in using the knight on 

Tr 14 horseback? A. We do. | 

Q. By "you, " of course I mean the Association. A. Yes. 

Q. Have you any rough idea of how many of the members actually 

. use the knight on horseback on their letterheads or other printed matter ? 
MR. KING: Objection on the same ground; irrelevant and 
immaterial. aa 

A. I couldn't guess the number. 

Tr 15 Q. Mr. Baldwin, going back to the origin of the thing, all you 
know is that this advertising agency came up with it as a suggestion and 
it was adopted by the Association, is that right? A. That's not alll 
know. 

Q. I nean about the origin of the item. A. I know what they told 
us about the origin of the mark. 

Q. What did they tell you? A. They told us that the young man 
representing the advertising agency went to the public library in 
Indianapolis and then made up a composite picture from the drawings he 
looked at in the Indianapolis Public Library. 
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NATHI@NAL ASSOCIATION OF 


SBuitdoina 2) WASHINGTON 3. 





Mutual Insurance Agents 


oO. Cc. 


PHILIP &. BALOWIN + EXECUTIVE BSECMETARY 


February 23, 1955 


Mr. Henry W. Rigby 

Vice President, Operations 

The Champion Paper and Fibre Co., 
Hamilton, Ohio 


Dear Sir: 


I have your letter of February 17, 1955. Your understanding 
that we were to discontinue use of the emblem you refer to, 

as soon as our supplies of materials bearing the same be- 
came exhausted, is incorrect and directly contrary to my own. 


We have been advised by competent counsel that our use of 
this emblem as it appears on our stationery in no way in- 
fringes upon your rights thereto, and we propose to continue 


its use. 
p truly yours, 
Philip L. Baldwin 
Executive Secretary 
PLB/ar 


INSURANCE AT REOUCEO COST FOR HOME. AUTOMOBILE e BUSINESS 
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Washington, D. C., 
Tuesday, February 5, 1957. 

The above-entitled case came on for trial at 2:30 o'clock p.m., 
on Tuesday, February 5, 1957, in the United States District Court for 
the District of Columbia, in the Court House, at Washington, D. C. 

BEFORE: 

HONORABLE ALEXANDER HOLTZOFF, Judge of the United 
States District Court for the District of Columbia. 

APPEARANCES: 

CLARENCE M, FISHER, Esquire, W. BROWN MORTON, Sr., 
Esquire, of New York, and STANTON T. LAWRENCE, Esquire, of 
New York, on behalf of the plaintiff; and 

HUBERT KING, Esquire, and JAMES LITTLEPAGE, Esquire, 
on behalf of the defendant. | 

* * * * * * 

ELSA M. WEHR 
was called as a witness by the plaintiff and, being first duly sworn, was 
examined and testified as follows: 
DIRECT EXAMINATION 
BY MR, LAWRENCE: 

* *« 1% * ca ae 

Q. Will you please state your name. and where you reside ? 

A. My name is Elsa M. Wehr. I reside in Hamilton, Ohio, at 48 North 

McKinley Avenue. 


* * * * x * 


Q. By whom are you employed? A. Iam employed by the 


Championpaper & Fibre Company, also at Hamilton, Ohio. 

Q. What is your position with that company? A. I am assistant 
advertising manager. 

Q. How long have you been employed by that company? A. Since 
May 20, 1924; between 32 and 33 years. 

Q. Have you been in the advertising department ? 
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THE COURT: Well, suppose you proceed to the point. I 
think you have enough preliminaries. 
MR. LAWRENCE: Yes, Your Honor, but I want to bring 
out that she has been in the advertising department. 
me xe aK ae x * Mm ze 
Q. Now, do you recollect the origin of the Champion Knight on 
Horseback trademark ? 
K ae a * * 4 
Q. Will you briefly state the facts surrounding the adoption of 
that mark? A. Yes. It was an assignment to the department in which 
I worked, and the man under whom I worked specifically, to have a 
trademark symbol designed for the company. 
Previous to that we had -- he went to New York and consulted 
with an artist, who developed this distinctive mark for us. . 
It was submitted and approved by the management and has been 
the trademark of the company. 
BY THE COURT: 
Q. Now, when was all this? A. When was it? 
Q. Yes. A. The year 1925. 
xe * * me x a 
THE COURT: The registration of the mark that you intro- 
duced in March 22, 1927; Exhibit 1. 
MR. LAWRENCE: Yes; but first when the application was 
filed, Your Honor, November 5, 1925. 
* * * * * * 
Q. Now, I show you a Champion News, dated October, 1926, 
and does that show the Knight on Horseback? A. That is the Knight, 
yes. This is a reproduction of that drawing that I just referred to. 


* He * me * * 


(The document was received in evidence and marked 
Plaintiff's Exhibit No. ‘2.) 


MR. LAWRENCE: That is the Champion News of October, 
1926. 


4 
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Now, I would like to hand these -- these are direct mailing 
pieces -- to the witness and ask her when they were used and to whom 
they were mailed, speaking of the class of customers. 

THE COURT: Very well. 

THE WITNESS: These are all direct mail advertising pieces 
sent to the Graphic Arts Trade, which would consist of printers, ad- 
vertising managers, and advertising agencies throughout the United 
States. 

BY MR. LAWRENCE: 

* * a * x 

Q. Could you state the approximate date at which the top one 
was sent out to that trade? A. This has a date printed on it and so it 
speaks for itself. 

THE COURT: Well, if the date is printed on it, just put it 
in evidence, if you consider it relevant. 

BY MR. LAWRENCE: 

Q. Is that true for the second one? A. Yes. This has the 
dates also, 1926. This one does not. This is 1930. 

Q. I wonder if you would wait a minute, so we can mark these. 

I offer this as Plaintiff's Exhibit 3. 


* * * * * 

MR. LAWRENCE: I offer this as Plaintiff's Exhibit 4, Your 
Honor. 

* 5 x * * 

MR. LAWRENCE: * * = 

I offer this in evidence as Plaintiff's Exhibit 4. 

* * P * * 


It is a direct mail piece in a black envelope consisting of two 


booklets, one entitled Champion Advertising, and the other entitled, 
the Foundation of Quality. 


(The documents were received in evidence and marked 
Plaintiff's Exhibit No. 4.) 
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MR. LAWRENCE: I offer another direct mail piece in evidence 
as Plaintiff's Exhibit 5, which consists of an envelope showing the 
Knight on Horseback, the Champion, with a booklet inside, entitled 
The Champion, and the witness has identified this as having been sent 
out in 1930. 


(The document was received in evidence and marked 
Plaintiff's Exhibit No. 5.) 


BY MR. LAWRENCE: 

Q. Now, can you date the next one, Mrs. Wehr, please? A. 
These two are part of a series that we distributed during the years 
1931 and 1932. There were 22 different folders in the series spread 

over a period of two years. These are representative of that 
group. 

Q. Now, I note these relate to different types of paper, one 
makes reference to Hamilton Enamel, and the other to Parian Dull 
Coated Postcard. 

Were there other booklets of this general type? A. Each one, 
yes, sir; each one on a different grade of paper. 

* * * * * 

MR. LAWRENCE: I offer in evidence a pink covered book- 
let entitled Parian Dull Coated Postcard as Plaintiff's Exhibit 6 in 
evidence. 


(The document was received in evidence and marked Plaintiff's 
Exhibit No. 6.) 


MR. LAWRENCE: And a Similar booklet entitled Hamilton 
Enamel, as Plaintiff's Exhibit 7 in evidence. 


(The document was received in evidence and marked Plaintiff's 
Exhibit No. 7.) 


BY MR. LAWRENCE: 
Q. Now, Mrs. Wehr, what is the next one as far as the date is 
concerned? A. This one is a booklet copywrited in 1931 and dis- 
tributed that same year. It is also a direct mail advertising piece. 
MR. LAWRENCE: I offer a booklet entitled Red Tape as 
Plaintiff's Exhibit 8 in evidence. 
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(The document was received in evidence and marked Plaintiff's 
Exhibit No. 8.) 


BY MR. LAWRENCE: 


Q. What is the next one, Mrs. Wehr? A. This is an advertis- 
ing broadside introducing a new grade of paper, which was in 1938; 
distributed throughout the country to the same group of people that I 


previously mentioned. 
MR. LAWRENCE: I offer the booklet entitled Namelo as 
Plaintiff's Exhibit 9. 


(The document was received in evidence and marked Plaintiff's 
Exhibit No. 9.) 


BY MR. LAWRENCE: 

Q. What is the next one, Mrs. Wehr? A. There are two issues 
of a monthly publication, Stet, which originally was published October, 
1940, and has continued since to this day. 

It goes to art magazine editors and printers. 

MR. LAWRENCE: I offer the two issues of Stet, one is January, 

1947, and the other April, 1950, in evidence as Plaintiff's Ex- 
hibit 10-A and 10-B. 


(The documents were received in evidence and marked Plaintiff's 
Exhibits Nos. 10-A and 10-B, respectively.) 


BY MR. LAWRENCE: 

Q. What is the next one, Mrs. Wehr? A. This is a direct mail 
folder as an example of what was distributed during the year 1944 and 
1945. It also went out in the mail to the various people. 

MR. LAWRENCE: I offer the mailing piece bearing on the cover: 
"If you didn't like 1944, Remember 1945 brings--" as Plaintiff's Ex- 
hibit 11 in evidence. 


(The document was received in evidence and marked Plaintiff's 
Exhibit No. 11.) 


BY MR. LAWRENCE: 
Q. What is the next one, Mrs. Wehr? A. This is an example of 
the sample material we Sent out, have over a period of years, and this 
particular one went out in 1945, and we are continuing this program, and 
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goes out to the people that are interested in buying or printing print 
papers, distributed in quantities of eighteen to twenty thousand on each 
grade of Champion paper. 

Q. Now, how many grades of Champion paper are there? A. In 
the printing paper class, 30. 

Q. Is there a little booklet like this for each one? A. Yes, sir. 

MR. LAWRENCE: I offer the little booklet entitled Champion. 

BY MR. LAWRENCE: 

Q. I call your attention to the date at the bottom of this, Ariel 
Bond. I believe you said 1945. Was that correct? A. I am sorry if 
Idid. It is 1949. Iam sorry, sir. 

MR. LAWRENCE: I offer the little booklet entitled, Champion, 
Ariel Bond, as Plaintiff's Exhibit No. 12. 


(The document was received in evidence and marked Plaintiff's 
Exhibit No. 12.) 


BY MR. LAWRENCE: 

Q. What is next, Mrs. Wehr? A. This is a dated folder of 
1949, displaying the program of advertising for 1949. It has the dates 
on it; an exhibit of what were the planned programs for 1949. 

Q. To whom was that mailed? A. That was mailed to the sales- 
men who sell Champion paper throughout the country; in the neighbor- 
hood of a thousand to eleven hundred men. 

MR. LAWRENCE: I offer the envelope, bearing Good News upon 
it, and the enclosure, bearing the same two words, in evidence as 
Plaintiff's Exhibit 13, Your Honor. 

THE COURT: It will be admitted. 


(The document was received in evidence and marked Plaintiff's 
Exhibit No. 13.) 


BY MR. LAWRENCE: 

Q. What is next, Mr. Wehr? A. This is a group of folders 
representing the type of advertising we have been distributing since 
1949 through the present time. The last of these is dated 1957, January; 
each on a different grajie of paper. These two are mailed to about 
10, 000 printers, buyers of printing and advertising agencies throughout 
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the country. 

MR. LAWRENCE: I offer the mailing pieces that the witness just 
referred to in evidence as Plaintiff's exhibit 14. I might as well put a 
letter on them, 14-A, B, C. D, and F, Your Honor. 


(The documents were received in evidence and marked Plaintiff's 
Exhibits Nos. 14-A through 14-F, respectively.) 


BY MR. LAWRENCE: 

Q. Now, Mrs. Wehr, are these all the direct mailing pieces 
sent out by the Champion Paper Company? A. No, sir; those are 
representative of the type of thing we do. There are so many of them 
we would not pretend to burden you with them, sir. 

Q. They are selected? A. Yes; selected over the period of years. 

Q. What do you have in your hand now? A. These are two bound 

volumes, in a limited addition of 1500 copies, that contain our 
magazine advertising, what we class the trade group. 

These were distributed to the top ranking advertising agencies in 
the United States. 

MR. LAWRENCE: I offer in evidence the two Kromecote books 
as Plaintiff's Exhibit 15, the book containing publications that were 
published during 1952 and 1953, as 15-A, and the booklet containing 
publications of 1954 and 1955 as Plaintiff's Exhibit 15-B. 


(The documents were received in evidence and marked Plaintiff's 
Exhibits Nos. 15-A and 15-B, respectively.) 


BY MR. LAWRENCE: 

Q. Now, has Champion done any trade magazine advertising ? 

A. Yes, sir, we have done extensive trade advertising from 1930 up to -- 
THE COURT: Do not you think you have enough exhibits in 
evidence? How many more of them do you have? 

MR. LAWRENCE: Well, Your Honor, we have one line of 
advertising. This is, all you have seen so far, has been directed to 
direct mail advertising. 

THE COURT: Now, how many more do you wish to introduce ? 

MR. LAWRENCE: Now, we would like to prove a selected group 

or a selective group of trade magazine advertising. 
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THE COURT: Suppose you put in a couple. 

MR. LAWRENCE: All right, sir. 

ok a a * a 

MR. LAWRENCE: Ihave asummary, Your Honor, that I 
prepared. 

THE COURT: Very well; that is even better. 

MR. LAWRENCE: I offer in evidence as Plaintiff's Exhibit 16 a 

photostat and a proof sheet of a publication that was published in 
the Inland Printer in October, 1947, as an example of the Plaintiff's 
Trade Magazine advertising. 


(The document was received in evidence and marked Plaintiff's 
Exhibit No. 16.) 


MR. LAWRENCE: And as another example of the same, I offer 
in evidence a photostat of an advertisement that was published in 
Modern Packaging, in April, 1949, together with the proof sheet. 


(The document was received in evidence and marked Plaintiff's 
Exhibit No. 17.) 


THE COURT: You may proceed, Move right along. 

MR. LAWRENCE: Now I offer in evidence as Plaintiff's Exhibit 
18, A, B, andC tear sheets of an advertisement that was published in 
the American Paper Convention Daily, on October 28, 29 and 30th of 
1948. 

THE COURT: They will be admitted. 


(The documents were received in evidence and marked Plaintiff's 
Exhibits Nos. 18, A, B andC.) 


* * * * * 

BY MR. LAWRENCE: 

Q. Do these three tear sheets, which have been marked Plain- 
tiff's Exhibits 18 A, B andC, are they the first advertisements that 


showed the Knight on Horseback with the banner? A. Yes, sir, they are. 


THE COURT: Now, what is the date of that? 


MR. LAWRENCE: October 28th, is the first one, Your Honor, 1948. 


THE COURT: Very well. 
MR. LAWRENCE: Now, I have asummary here, Your Honor, 
which cites a great number of advertisements that show practically the 
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same thing as Plaintiff's Exhibits 18 A, BandC. We have all the 
original publications here. 
* * * * % 
MR. LAWRENCE: I offer in evidence the summary as Plaintiff's 
Exhibit 19. 


(The document was received in evidence and marked Plaintiff's 
Exhibit No. 19.) 


MR. LAWRENCE: Now, I have another summary here, Your 
Honor, which sets forth, beginning 1938: through 1956, the various trade 
journals in which the Champion advertisements disclose the Knight on 
Horseback and have been published and ask, if we can agree to this, and 
I offer it in evidence. 

THE COURT: It may be admitted. 


(The document was received in evidence and marked Plaintiff's 
Exhibit No. 20.) 


BY MR. LAWRENCE: 

Q. Now, Mrs. Wehr, has Champion done any advertising in 
general circulation magazines? A. Yes, sir, we have. Since 1949, 
January, 1949, in such magazines as Time and Fortune. 

MR. LAWRENCE: I offer in evidence as Plaintiff's Exhibit No. 21 
a Fortune Magazine for February, 1949, which contains a Champion 
advertisement. 


(The document was received in evidence and marked Plaintiff's 
Exhibit No. 21.) 


THE COURT: How many more of those do you have? I notice 
you have a file of them. 

MR. LAWRENCE: I just have a couple of proof sheets here, 
Your Honor, which I would like to offer also. 

THE COURT: Very well. 

MR. LAWRENCE: I offer in evidence as Plaintiff's Exhibit 22, 
a proof sheet of a Champion advertisement that appeared in Time 
Magazine of November 28, 1949. 


(The document was received in evidence and marked Plaintiff's 
Exhibit No. 22.) 
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MR. LAWRENCE: I offer in evidence as Plaintiff's Exhibit 23 a 
proof sheet of an advertisement that appeared in Time for September 
11, 1950, and Fortune, October, 1950, and Printer's Ink, October 6, 
1950. 
THE COURT: That is very attractive. 
MR. LAWRENCE: Yes, it is. 


(The document was received in evidence and marked Plaintiff's 
Exhibit No. 23.) 


THE COURT: How many more magazines do you have that you 
are going to offer? 

MR. LAWRENCE: I think this just about ends it, Your Honor. 

THE COURT: I was going to suggest that if you want to offer a 

great many, instead of doing that, just offer a list. 

Is this the last one? 

MR. LAWRENCE: Yes, Your Honor. I think we can just cover 
this generally, then. 

THE COURT: Yes. 

MR. LAWRENCE: I offer the March 7, 1949, issue of Time 
Magazine, which contains a Champion advertisement at page 73. 

THE COURT: I assume that defense counsel are willing to con- 
cede that you have used your advertising trademark in connection with 
advertising of your goods for many years. 

MR. KING: We have admitted that in the pleadings. 

THE COURT: Is there any question about that ? 

MR. LITTLEPAGE: If Your Honor please, we are willing to admit 
that readily with this clarification: We want it clear that the use of the 
banner in advertising apparently came about at the close of the end of 
1948, and that its trademark use did not begin actually until about 
March, 1950. This is advertising use we are talking about. 

THE COURT: Very well. I think that saves you from introducing 
a lot of voluminous evidence. 

MR. LAWRENCE: Yes, Your Honor. 
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BY MR. LAWRENCE: 

Q. Now, could you give us a general idea how long you have been 
advertising, say, for example, in Fortune Magazine? A. Since 1949. 
I think the first issue -- I should not say Ithink. The first issue of 
Fortune that carried the Champion advertising was 1949, and the first 
issue of Time Magazine that carried ours was January 24, 1949. 

Q. Now, approximately how many issues a year for Fortune? 

A. Ten issues of Time for that year; six issues of Fortune; six issues 
in all Fortunes in subsequent years; most of the subsequent issues of 


Time were 13 pages -- 13 times a year. 

Since 1953, we also used U. S. News and World Reports with the 
same material. 

MR. LAWRENCE: Now, I offer in evidence -- 

THE COURT: Now, how many more exhibits are you going to 


offer in evidence ? 

MR. LAWRENCE: I have a summary of Champion's fiscal year 
net sales. 

THE COURT: Very well. 

MR. LAWRENCE: And asummary of Champion's fiscal year 
advertising budget, which I will hand defense counsel a copy of each. 

THE COURT: Very well. Show it to the other side. 

MR. LAWRENCE: I ask that the summary of net sales be marked 

as Plaintiff's No. 25 in evidence. 


(The document was received in evidence and marked Plaintiff's 
Exhibit No. 25.) 


MR. LAWRENCE: And the advertising budget summary as 
Plaintiff's Exhibit 26. 


(The document was received in evidence and marked Plaintiff's 
Exhibit No. 26.) 


BY MR. LAWRENCE: 
Q. Now, Mrs. Wehr, these figures disclosed in the summary of 
the advertising budget for the years beginning 1933 through 1957, how 
was that total spent, for what different types of advertising? 
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A. Entirely in advertising, no part of operation of the department; but 
it would include all the direct mail type of advertising, as well as the 


magazine advertising,such as we have displayed; and incidental things, 


Such as I might class as souvenir or remembrance advertising that we 
used in distributing at conventions or to guests at our mill. 
* x * * % 
BY MR. LAWRENCE: 

Q. Mrs. Wehr, when Court adjourned yesterday afternoon, I 
believe we were discussing incidental advertising, and you were referr- 
ing to certain gifts that had been given away to the general public by the 
Championpaper Company. 

I show you a book of matches and a box of playing cards, anda 
little notebook with the Champion Knight on the cover, and a calender, 
and ask you if these are examples of what you are referring to? A. 
Those are examples that are being used. 

THE COURT: Just answer the question yes or no. 

THE WITNESS: Yes, sir. 

MR. LAWRENCE: I offer these in evidence as Plaintiff's Exhibits 
27, Your Honor, in evidence, A, B, C, and D, respectively. 

THE COURT: They may be admitted. 


(The documents were received in evidence as Plaintiff's 
Exhibit Nos. 27, A, B, C, and D, respectively.) 


* x * cd ed 

MR. LAWRENCE: I offer the letter of July 26, 1949 from 
Raymond D. Parker, president of the Parker- Allston Associates, 
Incorporated, a New York advertising agency, to the Championpaper 
& Fibre Company together with the two annexed sheets, as Plaintiff's 
Exhibit No. 28 in evidence, the letter as 28-A; and page 5 of the June, 
1949, Mutual Review as 28-B; and page 9 of the Mutual Review -- 

ad * * * * 

As 28-C. 


(The documents were received in evidence as Plaintiff's 
Exhibits 28, 28-A, 28-B, and 28-C, respectively. ) 
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Q. Do you remember receiving that letter, Mrs. Wehr? A. I 
do. 

Q. What did you do with the letter when you receivedit? A, I 
acknowledged it to the writer and passed it on to our Patent Department 
for handling. 

Q. Were the two sheets annexed to the letter, annexed to the 
letter at the time you received it? A. They were. 

aK ok * * 

CROSS EXAMINATION 
BY MR. LITTLEPAGE: 

Q. Mrs. Wehr, I would like to ask you about the differences in 
the Champion mark that has been advertised. 

Now, isn't it true that up until the latter part of 1948 the Champion 
mark was one of a Knight in Armor on a Horse with a Lance but no 
banner? A. Yes, sir. 

Q. And is it true that starting on January 24 of 1949, your first 

advertisement appeared in Time Magazine showing the mark of 
the Championpaper Company of a Knight with the banner? A. I am not 
sure that I understand that question. 


Q. Well, let me rephrase it then. Following your advertisements 


of the Knight without a banner, is it true that Champion changed its 
mark, and then started advertising a mark of a Knight with a banner 
and the words Championpaper written on the banner? A. Not a change; 
an addition, I would say. 

Q. Now, when did that change take place? A. It took place in 
the latter half of 1948. 

Q. Could you state that more specifically, Mrs. Wehr? A. The 
change, the addition, I mean, was submitted to us by our advertising 
agency in September. The first appearance of the advertisement con- 
taining the trademark with the addition appeared in October of 1948. 

Q. In what publication? A. The American Paper Convention 
Daily and the Paper and Paper Products Convention Daily. 
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Q. And those publications are trade publications, circulated in 
the trade? A. They are classed as trade publications. 
Q. But your first national advertisement in Time or Fortune 
occurred in the January 24thissue of Time; is that correct? A. The 


first in the general circulation publication, not trade. 

Q. And substantially all of your advertising since that time has 
been with the banner and with the words Championpaper written on it? 
A. Yes, sir. 

MR. LITTLEPAGE: That is all. 

THE COURT: You may step down. 

(Thereupon the witness was excused. ) 

MR. LAWRENCE: I offer in evidence as Plaintiff's Exhibit 
29 the 1949 Annual Report of the Championpaper & Fibre Company. 

THE COURT: It may be admitted. 


(The document was received and marked Plaintiff's Exhibit 
No. 29.) 


MR. LAWRENCE: I offer in evidence, Your Honor, as Plaintiff's 
Exhibit 30, a bound book containing labels, wrapping paper, a decal, 
invoices, and the letterhead, I believe, of the Championpaper Company, 
as Plaintiff's Exhibit No. 30. 

THE COURT: It may be admitted. 


(The document was received in evidence and marked Plaintiff's 
Exhibit No. 30.) 


x x * * ae 

MR. LAWRENCE: As Plaintiff's Exhibit 31 in evidence, a letter 
dated August 16, 1949, as 31-A; a letter dated September 2, 1949, as 
31-B; a letter dated November 1, 1949, as Plaintiff's 31-C; and a letter 
dated November 8, 1949, as 31-D; a letter dated February 17,1955, as 
31-E; and a letter dated February 23, 1955, as 31-F. 


(The documents were received in evidence and marked Plaintiff's 
Exhibit Nos. 31, 31-A through 31-F, respectively. ) 


* ok a * * 
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MR. LAWRENCE: May I have the original Baldwin deposition? 

x * * 2 * 

THE COURT: Are you offering the entire deposition ? 

MR. LAWRENCE: The entire Baldwin deposition, Your Honor; 
yes, sir. 

* x * * * 

THE COURT: It may be admitted. Do you want the whole 
deposition ? 

MR. LAWRENCE: Yes, Your Honor. 

* aK * * *x 

MR. KING: Your Honor, on page 10 of the deposition, at the 
bottom of the page, question by Mr. Lawrence addressed to Mr. 
Baldwin: 

"Do any of the State associations to which you have referred 
make use of the symbol of a Knight on Horseback ? 

"Mr. King: I object to the question." 

THE COURT: The objection is sustained. 

MR, KING: Very well, sir. 


THE COURT: Any other objections? - 


MR. KING: On the next page, if Your Honor please, the question: 


“Every State association makes use of the symbol?" 
THE COURT: The objection is sustained. 
MR. KING: And again on page 12, near the bottom of the page, 


the question: "Could you name the State Organization and the publication ?" 
THE COURT: Well, I cannot rule on that unless I have the context. 


Well, I will sustain the objection. I think what other people have 
done is irrelevant. That is the reason why I sustained the objections 
that have been made. 

* * * * x 

MR. KING: On page 13, Your Honor, the question was asked, 
also near the bottom of the page, question: 

"Do your members also use the Knight on Horseback symbol on 
some of their literature, as far as you know?" 
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Then there is objection. 

THE COURT: The objection is sustained. 

* aE ae * ak 

MR. LAWRENCE: I offer the original Baldwin deposition in 
evidence as Plaintiff's Exhibit 32. 

THE COURT: The exhibit is considered read into the record. It 
has been read into the record. 

* * cs ms * 

MR. LITTLEPAGE: We will concede that the Association has, 
the defendant has furnished mats to its members to print the Association 
service mark on whatever it is. 

THE COURT: Then all you need is one mat, so the Court can see 
what the design is like. 

MR. LAWRENCE: Yes, Your Honor. 

THE COURT: In view of the statement just made. 

MR. LAWRENCE: I would like to offer in evidence as Plaintiff's 
Exhibit 32, Your Honor, as one group, a document bearing advertising. 

THE COURT: What is it? 

MR. LAWRENCE: A document bearing advertising on the front 
page, and the name National Association of Mutual Insurance Agents, 
as 32-A. 

THE COURT: Well, is it conceded that that is issued by the 
defendant ? 

Have you shown all these exhibits to the other side yesterday 
afternoon? 

oe ae ca » * 

MR. LITTLEPAGE: It is conceded that this was published by 
the defendant. | 

THE COURT: Very well; it may be admitted. 


(The document referred to was marked in evidence as 
Plaintiff's Exhibit No. 32-A.) 
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MR. LAWRENCE: And a letterhead of the defendant as 32-B. 
MR. LITTLEPAGE: No objection. 


(The document referred to was marked in evidence as Plaintiff's 
Exhibit No. 32-B.) 


MR. LAWRENCE: And an envelope of the defendant as 32-C. 


(The document referred to was marked in evidence as Plaintiff's 
Exhibit No. 32-C.) 


MR. LAWRENCE: And an example of the type releases issued by 
the defendant, bearing good news, on the first sheet, as 32-D. 


(The document referred to was marked in evidence as Plaintiff's 
Exhibit No. 32-D.) 


* * * x * 

57 MR. LITTLEPAGE: If Your Honor please, on behalf of the 
defendant, I should like to present a motion to dismiss on the ground 
that the plaintiff has not made out a prima facie case of unfair compe- 
tition or trademark infringement. 

a * ak *K * 

66 THE COURT: Do you claim any right to recover under the 

Lanham Act? 

MR. MORTON: No, sir. 

THE COURT: Or do you proceed under general equitable 
principles. 

MR. MORTON: We do not claim any damages, or any right to 
recover under the Lanham Act, but it is just on the general equitable 
principles, on the doctrine of dilution, which has become law in several 





States. 
* * * * * 
, 73 Under the circumstances, the Court is of the opinion that the 
< plaintiff has not established any right to recover, and the motion to 
i dismiss will be granted. 
MR. LITTLEPAGE: If Your Honor please, the defendant has 





asked for costs and counsel fees in connection with this case. 
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THE COURT: Well, I am disinclined to grant counsel fees 
because I think, and of course, that is within the discretion of the 
Court, but I think counsel fees are appropriately granted only when 
there is no reasonable basis for the suit. In view of the Tiffany de- 

cision, I do not think I can justly say that there was no reasonable 
basis for it. There was a debatable question which the Court had to 
decide one way or the other. 

aK 4 ss aK ae 

JUDGMENT OF DISMISSAL [Filed Feb. 8, 1957] 

This cause having regularly come on for trial before the Court, 
without a jury, upon the pleadings and the testimony adduced in open 
Court upon the part of plaintiff; and the defendant, upon conclusion of 
plaintiff's case, having orally moved the Court to dismiss this cause 
upon the ground that plaintiff had failed to establish a prima facie 
case; and the said motion having been fully argued by counsel for the 
respective parties hereto and considered by the Court, it is, by the 
Court, this 8th day of February, 1957, 

Adjudged: That the defendant's said motion to dismiss be and 
hereby is granted, and that the plaintiff's cause against defendant be 
and the same hereby is dismissed, with prejudice, and that defendant 
be, and hereby is awarded its costs to be taxed against the plaintiff. 


By the Court: 


/s/ Alexander Holtzoff 
Judge 
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[Acknowledgement of Service] 


[Filed February 27, 1957] 
ORDER 

IT IS HEREBY ORDERED that the exhibits filed in behalf of 
Plaintiff during the trial of the above-titled cause, which have been 
filed with the Clerk of the Court, may be withdrawn by the attorney 
for the Plaintiff for use in connection with a pre-trial hearing in the 
case of The Champion Paper and Fibre Company v. Guardian Glass 
Company, Inc., pending in the United States District Court for the 
Eastern District of Michigan, Southern Division, and for subsequent 
filing in the United States Court of Appeals for the District of Columbia 
in connection with any appeal which may be filed in the above-titled 
cause. 


/s/ Alexander Holtzoff 
Judge 


The granting of this ORDER is consented to: 


/s/ James H. Littlepage 
Attorney for Defendant 


February 27, 1957 


[Filed February 28, 1957] 
OPINION 
Clarence M. Fisher, Esq., of Washington, D. C.; W. Brown 
Morton, Sr., Esq., and Stanton T. Lawrence, Esq., both of New 
York, N. Y., for the plaintiff. 
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Hubert King, Esq., and James Littlepage, Esq., both of Washington, 
D. C., for the defendant. 


This is an action for an injunction to restrain the infringement 


of a trademark and unfair competition. Defendant moves to dismiss the 
complaint at the close of the plaintiff's case. 

Plaintiff is a manufacturer of paper and paper products and has 
been using continuously since 1925 a trademark containing an arbitrary 
picture of a knight in armor on horseback and the word "Champion" in 
connection with it. This trademark was registered on March 22, 1927. 
In 1948 it was modified by the addition of an banner on which the word 
"Champion" was inscribed. The evidence is ample to the effect that 

this trademark has been employed continuously since 1925 in 
connection with the plaintiff's products and its advertising, both direct 
advertising and advertising in various trade papers and magazines of 
general circulation; and further that a great deal of money has been 
spent on popularizing the trademark. 

The defendant is an association of insurance agents, and during 
the past few years has been using as its trademark a similar reproduc- 
tion of a knight in armor on horseback, although in this instance the 
banner carried by the knight has inscribed upon it the words "Mutual 
Insurance". Assuming, however, that the two trademarks are similar, 
the question arises whether the defendant's use infringes the plaintiffs 
rights. 

The statutory rights as to trademarks are now governed by the 
Lanham Act (Act of July 5, 1946), which is found in Title 15 of the 
United States Code. The remedies for infringement of a trademark 
are provided by Section 1114 of Title 15, which subjects to an action 
for an injunction any person who uses without the consent of the regis- 
trant any registered trademark in connection with the sale, offering 
for sale, or advertising of any goods or services on or in connection 
with which such use is likely to cause confusion or mistake or to 


deceive purchasers as to the source of origin of such goods or services. 
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In other words, the statutory remedy is limited to cases in which the 
infringer of the trademark is likely to cause confusion or mistake or to 
deceive purchasers as to the source of origin of the goods or services. 
Obviously, there is no possibility of any member of the public of 
average intelligence being so misled in this instance. No one is likely 

to think that because the defendant, an association of insurance 
agents, is using a trademark similar to that of the plaintiff, which is a 
manufacturer and dealer in paper products, it is affiliated with the 
plaintiff, or that the plaintiff is engaged also in selling insurance. 


It was pointed out by Judge Minton when he was a United States 
Circuit Judge for the 7th Circuit, in California Fruit Growers Exch. v. 
Sunkist Baking Co., 166 F.(2d) 971, that the foregoing provision of the 
Lanham Act has narrowed to some extent the rules of law bearing on 


this point under the preceding statutes. In that case it was held that the 
trademark "Sunkist" used on fruit and fruit products was not infringed 
by the use of the same name on bread. 

Plaintiff, however, relies upon general equitable principles 
rather than any statutory provisions, and claims a right to recover on 
the theory of a doctrine of so-called dilution, namely, that one who 
employs the trademark of another, even though not on competing goods 
or services, detracts from its value. In support of this contention the 
plaintiff relies on the case of Tiffany & Co. v. Tiffany Productions, Inc., 
147 N. Y. Misc. 679; 264 N. Y. Supp. 459, a decision of the New York 
Supreme Court which was affirmed on appeal. While that decision may 
sustain plaintiff's theory, the doctrine has not been adopted by the Federal 
courts. 

In American Foundries v. Robertson, 269 U.S. 372, 380, the 
Supreme Court in an opinion written hy Mr. Justice Sutherland enunc- 
iated the following principles: 

"The mere fact that one person has adopted and used 

a trade-mark on his goods does not prevent the adoption 

and use of the same trade-mark by others on articles of a 

different description. There is no property in a trade-mark 
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apart from the business or trade in connection with 

which it is employed. . . . 'The law of trade-marks 

is but a part of the broader law of unfair competition’. 

. the general purpose of which is to prevent one 

person from passing off his goods or his business as 

the goods or business of another." 

As far as this Court is aware, the Supreme Court has never departed 
from this formulation of the applicable principle of law. 

Originally this doctrine was limited to a situation in which the 
infringer was using the trademark or an imitation of the trademark on 
competing goods or products. Later it was broadened to cover a use of 
a trademark belonging to another by which the infringer impliedly re- 
presents that what he sells emanates from the owner of the trademark. 
Such use obviously may do much harm to the owner of the trademark, 
especially if the goods sold by the infringer are of an inferior quality. 

I am not aware of any Federal case in which this principle was extended 
to a situation where there can be no implication and no inference can be 
drawn by any member of the public of reasonable intelligence that the 
infringer is selling goods or services that are emanating from the owner 
of the trademark. 

Judge Learned Hand in Yale Electric Corp. v. Robertson, 26 F. 


(2d) 972, at pages 973-4, discussed this question in his usual inimitable 


manner. He said: 
"The law of unfair trade comes down very nearly 
to this -- as judges have repeated again and again -- 
that one merchant shall not divert customers from 
another by representing what he sells as emanating 
from the second." 

Then he continues: 
"However, it has of recent years been recognized 
that a merchant may have a sufficient economic 
interest in the use of his mark outside the field of 
his own exploitation to justify interposition by a 
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court. His mark is his authentic seal; by it he 
vouches for the goods which bear it; it carries 
his name for good or ill. If another uses it, 
he borrows the owner's reputation, whose 
quality no longer lies within his own control, 
This is an injury, even though the borrower 
does not tarnish it, or divert any sales by its 
use; for a reputation, like a face, is the 
symbol of its possessor and creator, and 
another can use it only as a mask." 

But Judge Hand added a significant qualification. He goes on to say: 
"And so it has come to be recognized that, 
unless the borrower's use is so foreign to 
the owner's as to insure against any identi- 
fication of the two, it is unlawful." 

This Court is of the opinion that the case at bar involves a 
situation that is within the exception indicated by Judge Hand, namely, 
that the borrower's use is so foreign to the owner's as to insure against 
any identification of the two. 

To summarize this discussion, uses of another's trademark may 
fall into either one of three categories; 

1. The borrower's use may be in connection with competing goods 
or services. 

2. The borrower's use may be in connection with non-competing 
goods or services, but under circumstances giving rise to the reasonable 
possibility of an inference on the part of the public that these goods or 
services emanate from the owner of the trademark. 

3. The borrower's use may be in connection with non-competing 
goods or services, the use being so foreign to the owner's as to preclude 
any identification or confusion between the two. 

In the first two cases, an action for an infringement will lie, but 
not in the third case. 
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Under the circumstances, the Court is of the opinion that the 
es plaintiff has not established any right to recover, and the motion to 
dismiss will be granted. 


/s/ Alexander Holtzoff 
United States District Judge 


February 6, 1957. 
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NOTICE OF APPEAL 


NOTICE IS HEREBY GIVEN that the Champion Paper and Fibre 
Company, the plaintiff named herein, hereby appeals to the United 
States Court of Appeals for the District of Columbia from the judgment 
of the United States District Court for the District of Columbia entered 
on February 8, 1957, dismissing this action. 


/s/ Clarence M. Fisher 
Attorney for the Champion Paper & 
Fibre Company 

* * ae 


» March 11, 1957 


James H. Littlepage 
* * * 
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The Question Presented 
The question presented by this appeal is: 


Should not the District Court for the District of 
Columbia enjoin defendant, a resident of the District of 
Columbia, from using plaintiff’s trade-mark consisting of 
an original, fanciful picture which is well known to the 
public through long continued exclusive use and advertis- 
ing by plaintiff, even though the defendant’s use is ‘‘in 


connection with non-competing goods or services, the use 


being so foreign to the owner’s as to preclude any identifi- 


cation or confusion between the two’’ (Opinion, App., 
p. 91)? 
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In THE 


Yuiteh States Cant of Appeals 


FOR THE DISTRICT OF COLUMBIA 





Appeal No. 13826 
—————— 


Tse CuHampion Paper anp Fispre Company, 
Hamilton, Ohio, 7 
Plaintiff-Appellant, 


Vv. 


Nationau Association or Mutrvuat InsurANCcE AGEnts, 
Investment Building, Washington, D. C., 3 


Defendant-Appellee. 


NS eee 


JURISDICTIONAL STATEMENT 


Plaintiff’s Complaint, filed in the District Court for the 
District of Columbia on July 13, 1955, alleges a cause of 
action in trade-mark infringement (Complaint, par. 7; Ap- 
pendix, p. 2) and a cause of action in unfair competition 
arising out of the same facts which give rise to its action 
for trade-mark infringement (Complaint, par. 8; ; Appendis, 
p. 2). ! 

The basis for the jurisdiction of the District Court! as 
pleaded in the Complaint (par. 1; Appendix, p. 1) Ww as 
founded upon Title 28 U. S. C. 1338 (a) and (b) which 
gives the District Court jurisdiction in civil actions aris- 
ing under the trade-mark laws and in actions for unfair 
competition when joined with a substantial and related 
claim under the trade-mark laws. This case arises under 
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the trade-mark laws of the United States, Title 15 U.S. C., 
Section 1051 et seg. (Complaint, par. 1; Appendix, p. 1). 


‘The District Court also had jurisdiction of this cause 
under Title 28 U. S. C. 1332 because of diversity of citizen- 
ship and the amount in controversy exceeding the sum of 
$3,000 (Complaint, par. 1; Appendix, p. 1). 


The District Court also had jurisdiction of this cause 
because it has jurisdiction of all civil cases arising within 
the District of Columbia. 


Defendant filed its Answer on August 2, 1955 in which 
it pleaded three defenses: first that the complaint fails 
to state a claim against the defendant; second a general 
denial except as to jurisdiction under the trade-mark laws 
and Title 28 Section 1338 (a) and (b); third the usual 
affirmative defense of non-similarity and no confusion of 
origin between plaintiff’s and defendant’s marks (Answer; 
Appendix, pp. 15-16). 


A final judgment of dismissal of plaintiff’s Complaint 
was filed in the District Court on February 8, 1957 (Ap- 
pendix, p. 88). This court has jurisdiction of the case on 
appeal under Title 28 U. S. ©. Section 1257. 


STATEMENT OF THE CASE 


By this action the plaintiff-appellant, The Champion 
Paper and Fibre Company, seeks an injunction restraining 
the defendant, the National Association of Mutual Insur- 
ance Agents, from further use of its trade-mark. 


The case was tried before Judge Holtzoff on February 
5 and 6, 1957. At the conclusion of plaintiff’s prima facie 
ease, defendant moved to dismiss the complaint on the 
ground that plaintiff had failed to establish a prima facte 
ease. The motion was granted following an opinion in 
which the Court briefly outlined the facts and expressed 
its view as to the law applicable thereto. 





( 


3 


No formal findings of fact were made, but the Court’s 
Opinion accurately and concisely states the facts on which 
appellant’s prayer for relief is based. | 


‘‘Plaintiff is a manufacturer of paper and geben 
products and has been using continuously since 1925 
a trade-mark containing an arbitrary picture of a 
knight in armor on horseback and the word ‘Champion’ 
in connection with it. This trade-mark was registered 
on March 22, 1927. In 1948 it was modified by the 
addition of a banner on which the word ‘Champion’ 
was inscribed. The evidence is ample to the effect that 
this trade-mark has been employed continuously since 
1925 in connection with the plaintiff’s products and 
its advertising, both direct advertising and advertising 
in various trade papers and magazines of general 
circulation; and further that a great deal of money 
has been spent on popularizing the trade-mark. i 

“‘The defendant is an association of insurance 
agents, and during the past few years has been using 
as its trade-mark a similar reproduction of a knight 
in armor on horseback, although in this instance the 
banner carried by the knight has inscribed upon it the 
words ‘Mutual Insurance’ ’’ (Opinion, evene Dp. 
90). ! 


Specimens of the advertisements, labels, etc., bearing the 
picture of the mounted knight are in evidence and several 
such advertisements were attached to the complaint as Ex- 
hibit A (Appendix, pp. 46). The trade-mark was first 
registered in 1927 and as other products were added to the 
Champion line, additional registrations were obtained. 
Copies of the registration were attached to the complaint 
as Exhibit B (Appendix, pp. 7-13). 


The defendant has 6,000 members distributed Sem 
the United States (Baldwi in Appendix, p. 64). The Asso- 
ciation adopted its symbol of a knight on horseback in 
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May or June, 1949 (Baldwin Appendix, p. 67). Since 
that time the Association has used the symbol on its letter- 
heads and on the various items of printed matter which 
are gotten out from time to time. It also supplies its 
members with electrotypes of the picture so that they can 
use the knight on their letterheads and advertising liter- 
ature (Baldwin Appendix, p. 69). 


When plaintiff learned of defendant’s use of its knight 
on horseback it requested defendant to discontinue such 
use and understood that defendant would do so when 
the then supply of printed matter on which the picture 
appeared was exhausted. In February, 1955, plaintiff 
noted that the picture was still being used by the de- 
fendant, so plaintiff wrote defendant stating the under- 
standing it had previously obtained. Defendant answered, 
as appears from Exhibit C attached to the complaint 
(Appendix, p. 14). This action was commenced July 13, 
1955. 


The Lower Court’s Opinion 


Judge Holtzoff refused to grant the injunction asked 
for, on the stated grounds that in the Federal Courts, 
the owner of a trade-mark would be granted injunctive 
relief against the use of his trade-mark by another only 
where the inference can be drawn by a ‘‘member of the 
public of reasonable intelligence that the infringer is sell- 
ing goods or services that are emanating from the owner 
of the trademark’’ (Opinion, Appendix, p. 92). 


It is the position of plaintiff-appellant that its right to 
relief against the unauthorized use of its trade-mark is 
not limited to those cases where the infringer’s product 
is of such nature that the purchasing public might assume 
its origin was with plaintiff but extends to all uses of 
its trade-mark which if continued will result in damage 
to plaintiff. 
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Before the Lower Court plaintiff cited the well known 
ease of Tiffany v. Tiffany Productions, Inc. (147 N. Y. 
Mise. 679, 264 N. Y. Supp. 459), sGuaned without opinion 
by the New York Court of Appeals. 


The Lower Court did not question the npipeesbilites of 
the Tiffany case to the facts of the case at bar, but took 
the position that the Federal Courts had not recognized 
the doctrine of the Tiffany case in granting relief against 
trade-mark copying, but had restricted the grant of relief 
against use of the mark ‘‘in connection with non-competing 
goods or services’’ to those cases where the circumstances 
were such as to give ‘‘rise to the reasonable possibility 
of an inference on the part of the public that these goods 
or services emanate from the owner of the trade-mark”? 
(Opinion, Appendix, p. 93). | 


The Court in its opinion quotes at some length foes 
the opinion of Judge Learned Hand in Yale Electric Corp. 
v. Robertson, 26 F. (2d) 972. It will be noted, however, 
that the portion of Judge Hand’s opinion on which the 
Lower Court relied for its refusal to grant the relief 
prayed for is merely dictum—a statement of a theoretical 
situation not presented by the facts of the case, in which 
the use of another’s trade-mark might not be unlawful. 
The judgment of the Court of Appeals of the Second 
Cireuit in Yale Electric Corp. v. Robertson, supra, was 
that the use of the word ‘‘Yale’’ as a trade-mark for 
flash lights and batteries would be wm conflict with the 
prior use of that word as a trade-mark for locks. 


While the Lower Court may feel that its oe in 
eases of this kind are prescribed by what it believes 
to be the weight of authority of the Federal Appellate 
Courts, there is no reason why this Court should be 
so restrained. And what we ask this Court to decide 
is whether one who has adopted a fanciful, original 
trade-mark and has by long and extensive use and ad- 


vertising established the trade-mark in the minds of 
| 
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the public as the symbol and seal of its business, is 
not entitled to the aid of a court of equity to prevent 
the destruction of the good will in the trade-mark so 
created. 


SUMMARY OF ARGUMENT 


J. THE PLAINTIFF’S TRADE-MARK IS AN ARBITRARY, FANCIFUL 
MARK IN WHICH PLAINTIFF HAS AN ESTABLISHED GOOD WILL 
OF GREAT VALUE. 


II. THE USE BY DEFENDANT OF PLAINTIFF’S TRADE-MARK WILL, 
IF NOT RESTRAINED, ULTIMATELY DESTROY PLAINTIFF’S TRADE- 
MARE. 


Ill. THe *‘pmvuTIon’’ OF A TRADE-MARK CONSTITUTES UNFAIR 
COMPETITION WHICH MAY BE RESTRAINED UNDER THE GENERAL 
PRINCIPLES OF EQUITY. 


IV. THe Lower CovurT was IN ERROR IN HOLDING THE 
OPINION OF THE SECOND Circuit Court or APPEALS IN YALE 
Exectric Corporation v. Ropertson, 26 F. (2d) 972 as a 
CONTROLLING AUTHORITY IN THIS CASE. 


ARGUMENT 


Foreword 


The acts of trade-mark ‘‘dilution’’ was first held to 
present grounds for injunctive relief some thirty years 
ago in Germany. We have been unable to obtain at this 
writing a transcript of the entire opinion of the German 
Court, but it is discussed in an article entitled ‘‘The 
Rational Basis of Trademark Protection’’ in the Harvard 
Law Review of April, 1927 by Frank I. Schechter, pages 
831-832. The trade-mark in the German case was the 
eoined word ‘‘Odol’’ adopted as the name of a mouth 
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wash and publicized by extensive use and advertising. 
The defendant used the same word as its trade-mark for 
various Steel products. In the Schechter article, the 
German Court is quoted as saying, ‘‘complainant has, the 
utmost interest in seeing that its mark is not diluted 
(Verwasserung) ; it would lose its selling power if every- 
one used it as the designation of his goods.”’ | 


Following the article in the Harvard Law Review, there 
have been numerous discussions of this question in’ the 
Law Reviews of our universities, in the text books, and 
the encyclopedias, such as: Callmann, Unfair Competi- 
tion and Trademarks, sec. 84-2—Dilution of Trademarks, 
pages 1642, et seq.; American Law Reports, Vol. 148, pages 
7d, et seq. 


These several writers, while urging the esac of 
anti-dilution statutes by the State and Federal Govern- 
ments, also express the view that the use of a purely 
fanciful trade-mark on totally unrelated goods so as to 
thereby destroy its distinctiveness constitutes unfair com- 
petition subject to restraint by courts of equity jurisdic- 
tion to the same extent as a trade-mark infringement 
which may cause confusion as to the origin of the goods. 


The most recent of these articles of which we are aware 
appears in the California Law Review of July, 1956, 
pages 439-488". In this article, page 449, Mr. Derenberg 
quotes from the testimony of Mr. Schechter before a Con- 
gressional Committee? in support of the so-called Perkins 
Bill, H. R. 11592, 72nd Congress, 1st Session (1932) : 


‘‘T think there is not only the question of deception 
of the public, but I believe from the reasoning of this 


1The Problem of Trade-mark Dilution and the Anti-dilution 
Statutes by Walter J. Derenberg, Professor of Law, New York 
University Law School. 


2 Hearings before the House Committee on Patents, 72nd Con- 
gress, Ist Session 15 (1932). 
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German court I have quoted, the person who has the 
trade-mark should be able to prevent other people 
from vitiating the originality, the uniqueness of that 
mark. If you take Rolls Royce—for instance, if you 
allow Rolls Royce restaurants and Rolls Royce cafe- 
terias, and Rolls Royce pants, and Rolls Royce candy, 
in 10 years you will not have the Rolls Royce mark 
any more. That is the point.”’ 


If this defendant and others who copy the plaintiff’s 
picture are not restrained, the Champion Knight will cease 
to be a trade-mark. 


I. 


The plaintiff’s trade-mark is an arbitrary, fanciful 
mark in which the plaintiff has an established good 
will of great value. 


In the article by Derenberg, above referred to, page 7 
it is pointed out that the doctrine of dilution applies only 
to trade-marks which are arbitrary and distinctive in their 
nature and which have an established good will as the 
trade symbol of the proprietor. The mark in question is 
just such a mark. Nothing could be more distinctive than 
an original picture, even though the subject-matter is 
commonplace. For example, there are in our history books 
numerous reproductions of portraits of our founding 
fathers which all represent mature men in Colonial attire, 
but no one would regard these pictures as confusingly 
similar. Mounted knights are not uncommon in trade- 
marks and plaintiff is not seeking to restrain defendant 
from using a mounted knight as a symbol for its Asso- 
ciation. Plaintiff asks only that defendant be required 
to desist from using plaintiff’s particular mounted knight 
with respect to which the Court found: 


“*The evidence is ample to the effect that this trade- 
mark has been employed continuously since 1925 in 
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connection with the plaintiff’s products and its ad- 
vertising, both direct advertising and advertising in 
various trade papers and magazines of general cir- 
culation; and further that a great deal of money has 
been spent on popularizing the trademark’’ (Opinion, 
Appendix, p. 90). : 


II. 


The use by defendant of plaintiff’s trade-mark will, 
if not restrained, ultimately destroy its value as a 
trade-mark. 


In our foreword to this argument we have quoted the 
example of damage by trade-mark dilution used by Mr. 
Schechter in advocating the passage of a federal anti- 
dilution statute. 


In a diseussion of the doctrine of dilution in ae 
Law Reports Annotated, Vol. 148 A. L. R., pages 75, et #64. 
the following appears: 


““(e) ‘Whittling away’ or ‘dilution’ of trade-mark 
or trade-name. | 


Where the goods, services, or businesses of the 
litigants are not in actual competition, the right to 
injunctive relief has been rested by some courts upon 
the necessity of preventing ‘the gradual whittling 
away’ or ‘dilution’ of the complaining party’s trade- 
mark or trade-name, or the ‘dispersion’ of its identity 
and hold upon the public mind. 

Under this theory, the owner of a beeneriee or 
trade-name is regarded as possessed of an interest in 
not having another destroy the distinctiveness of on 
mark by borrowing it. 

‘A mark, it has been pointed out, is more than a 
symbol of existing good will or a mere commercial 
signature; it has a creative function; it serves as a 
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‘‘silent salesman’’ to attract custom. The dilution of 
its selling powers and ‘‘the whittling away of its 
uniqueness’? by use on noncompeting products con- 
stitutes a real injury for which there should be re- 
dress.’ 

It will be observed that the theory above considered 
does not rest upon, and is applicable irrespective of, 
confusion or likelihood of confusion as to source or 
origin of goods or services.”’ 


If the judgment of the Lower Court is upheld it would 
not be unreasonable to expect the next issue of True or 
Fortune to contain not one, but several advertisements 
illumined with plaintiff’s knight, each one associated with 
a different commodity or service, and the millions of 
dollars spent by plaintiff in making its particular knight 
the familiar symbol of its own particular business and no 
other will be a total loss. This defendant is, of course, 
responsible only for its own acts, but one must not con- 
fuse the fact of infringement with the extent of the in- 
fringement, and if this Court finds that the appropriation 
of plaintiff’s trade-mark by defendant is a wrong for 
which the Court as a court of equity having jurisdiction 
of the defendant may provide a remedy, an injunction 
restraining the continuance of that use should be granted 
even though the extent of use by the defendant may be 
regarded as not of itself sufficient to completely destroy 
the value of plaintiff’s mark. 


It is not plaintiff’s position that defendant or its agent 
who selected plaintiff’s mounted knight as the symbol for 
the Association did so with the intent of trading on plain- 
tiff’s reputation or damaging plaintiff in any way. It 
would seem quite likely that the young man who made 
the first drawing of the knight for defendant (Baldwin 
Appendix, p. 69) copied plaintiff’s knight because he 
thought it would make an attractive symbol for the de- 
fendant. 
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But the intent of defendant is not material to the right 
of plaintiff to the injunction asked for. Plaintiff is asking 
only that defendant be restrained from using plaintiff’s 
particular knight. Defendant’s answer has appended ;to 
it copies of some 44 trade-mark registrations containing 
pictures of knights on horseback. Many of these registra- 
tions expired without renewal, indicating that the trade- 
mark was no longer in use. Defendant’s agent could have 
copied one of these pictures without possible damage” to 
anyone. 


Ill 


The dilution of a trade-mark constitutes unfair com- 
petition which may be restrained under the general 
principles of equity. | 


At the trial of the case counsel for plaintiff stated ilet 
it did not rest its case on the Lanham Act (Appendix, 


p. 87) but on the general principle that courts of equity 
may restrain as unfair competition any action with re- 
spect to the unauthorized use of another’s property which 
causes damage to the property owner or destroys the 
value of his property. This case is in this Court not 
because plaintiff has registered its trade-mark under the 
Federal trade-mark acts and because the defendant has 
used the trade-mark in interstate commerce. The case 
is here because the defendant is a resident of the District 
of Columbia and the acts complained of were committed 
largely within the District of Columbia. Unfair compe- 
tition is an offense at common law, as is also trade-mark 
infringement, and courts of general jurisdiction in ad- 
ministering the common law are not concerned with whether 
the nature of the act complained of falls within the scope 
of the language used in a statute to describe the act 
prohibited. Such courts are concerned primarily with 
whether the act complained of is damaging to the com- 
plaining party, and whether it constitutes an invasion 
of the complaining party’s property rights. 
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Most of the cases of trade-mark infringement which 
reach the Supreme Court of the United States are actions 
under the Federal statutes. The Supreme Court of the 
United States has not specifically upheld the dilution doc- 
trine as expressed by the various text writers, nor has it 
refused such relief in any case where the specific question 
has been presented for decision. In fact we know of no 
ease of the Supreme Court where the question has arisen 
since the dilution doctrine was first advanced. The case 
referred to by the lower Court, American Steel Foundries 
v. Robertson, 269 U. S. 372, does not deal with a trade- 
mark of the character with which we are here concerned. 


In that case the trade-mark in question was ‘‘SmmpLex’”’ 
and the Court noted that the word ‘‘Simplex’’ ‘‘comprises 
the whole or a part of about sixty registrations by nearly 
as many different parties upon many kinds of merchan- 
dise’’. The Court went on to say: 


‘‘The word involved in this case is one of a large 
class of words which have for a great many years 
been much used because of their peculiarly suggestive 
meaning. . . . It would be a serious matter if the 
law actually permitted anyone who chose to do so to 
organize a series of corporations with names con- 
taining these words, respectively, and thereupon vir- 
tually withdraw these words from public use as trade- 
marks and monopolize them by preventing their regis- 
try as such.’’ 


It would be difficult to imagine a trade-mark case pre- 
senting a factual situation more different from that of 
the case at bar. 


In the more recent case of Old Dearborn Distributing 
Co. v..Seagram Distillers Corpn., 279 U. S. 183, the Su- 
preme Court, in discussing the nature of trade-mark rights 
at pages 119, 120, had the following to say: 


‘We are here dealing not with a commodity alone, 
but with a commodity plus the brand or trade-mark 
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which it bears as evidence of its origin and of the 
quality of the commodity for which the brand or 
trade-mark stands. Appellants own the commodity; 
they do not own the mark or the good will that; the 
mark symbolizes. And good will is property in a 
very real sense, injury to which, like injury to any 
other species of property, is a proper subject for 
legislation. Good will is a valuable contributing’ aid 
to business—sometimes the most valuable contribut- 
ing asset of the producer or distributor of commodi- 
ties. And distinctive trade-marks, labels and brands, 
are legitimate aids to the creation or enlargement of 
such good will. It is well settled that the proprietor 
of the good will ‘is entitled to protection as against 
one who attempts to deprive him of the benefits’ re- 
sulting from the same, by using his labels and trade- 
mark without his consent and authority.’ McLean v. 
Fleming, 96 U. S. 245, 252, 24 L. ed. 828, 831. ‘Courts 
afford redress or relief upon the ground that a party 
has a valuable interest in the good-will of his trade or 
business, and in the trade-marks adopted to maintain 
and extend it.’ Hanover Star Mill. Co. v. Metcalf, 240 
U.S. 403, 412, 60 L. ed. 713, 717, 36 S. Ct. 357. The own- 
ership of the good will, we repeat, remains unchanged, 
notwithstanding the commodity has been parted with. 
Sec. 2 of the act does not prevent a purchaser of the 
commodity bearing the mark from selling the com- 
modity alone at any price he pleases. It interferes 
only wheu he sells with the aid of the good will of the 
vendor; and it interferes then only to protect that 
good will against injury. It proceeds upon the theory 
that the sale of identified goods at less than the price 
fixed by the owner of the mark or brand is an assault 
upon the good will, and constitutes what the statute 
denominates ‘unfair competition.’ See Liberty Ware- 
house Co. v. Burley Tobacco Growers’ Co-op. Market- 
ing Asso. 276 U. S. 71, 91, 92, 96, 97, 72 L. ed. 473, 
480483, 48 S. Ct. 291. There is nothing in the act to 
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preclude the purchaser from removing the mark or 
brand from the commodity—thus separating the phys- 
ical property, which he owns, from the good will, 
which is the property of another—and then selling the 
commodity at his own price, provided he can do so 
without utilizing the good will of the latter as an aid 
to that end.’’ 


In this case, which dealt with the constitutionality of 
the Illinois Fair Trade Statutes, the Supreme Court clearly 
recognized as actionable unfair trade the use of another’s 
trade-mark in a manner which involved no confusion as 
to the origin of the goods. The Court clearly recognized 
that courts should afford relief where necessary for a 
party to maintain the value of the good will of his trade 
or business and the trade-marks adopted in connection 
therewith. 


The fundamental principle of equity jurisprudence is 
that there shall be no wrong without a remedy and it 
is self evident that the use complained of necessarily 
results in damage to plaintiff. A trade-mark is an iden- 
tifying symbol. It identifies its owner—not by what it 
means, but solely by the exclusive use of the trade-mark 
by its owner. A trade-mark which itself is meaningless— 
which is a distinctive original creation of its owner, is 
the most valuable so long as it is used exclusively by 
its creator and the least valuable if used by others. 


If the defendant is entitled to use plaintiff’s trade- 
mark at all it is entitled to use it to any extent it 
chooses. It is entitled to advertise the advantages of 
buying insurance from its members in the same magazines 
that plaintiff advertises the superior quality of its products 
and to illumine its advertisements with plaintiff’s knight 
on horseback. If defendant is not enjoined it may fur- 
nish each of its 6,000 members with electrotypes of plain- 
tiff’s knight on horseback. Also if the Lower Court’s 
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ruling is upheld others whose business is unrelated ‘to 
plaintiff’s may likewise illumine their advertisements with 
plaintiff’s picture, and it will not take many such infringe- 
ments to destroy entirely the distinctiveness of plaintiff's ’ 
trade-mark. | 


IV. 


The lower Court was in error in holding the opinion 
of the Second Circuit Court of Appeals in Yale Elec- 
tric Corporation v. Robertson, 26 F. (2d) 972 as a 
controlling authority in this case. : 


In the first place, as pointed out above, the portion 
of the decision relied upon is mere dictum and at best 
reflects the views of that distinguished jurist, Judge 
Learned Hand, on the academic question of whether or 
not there should be an exception to the rule sustained 
by the Court in that case that the use of another’s trade- 
mark on unrelated goods may be unlawful. | 


In the second place, the case deals entirely with Federal 
trade-mark law. The case in question was an action against 
the Commissioner of Patents under Revised Statute 4915 
seeking to set aside his refusal to register the trade-mark 
‘‘Yarr’’ for flashlight lamps and batteries, on the ground 
of a prior registration of that trade-mark for locks. | 


Also, it will be noted that Judge Hand’s opinion was 
handed down in 1928 before the decision of the Supreme 
Court of New York in Tiffany Products Co. v. Tiffany 
and before there had been any general recognition of the 
doctrine of trade-mark dilution. Had the question de- 
cided in Tiffany v. Tiffany been presented to Judge Hand 
we are inclined to believe he would have approved that 
decision, as did the Court of Appeals of the State of 
New York. 
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CONCLUSION 


The appellant seeks by this appeal a ruling on the 
broad question of whether or not the doctrine of trade- 
mark dilution affords grounds for equitable relief in ab- 
sence of statutory enactment. As this Court is doubtless 
aware, four states have passed anti-dilution statutes, 
namely, New York, Dlinois, Massachusetts and Georgia. 
There have to date been few decisions under these stat- 
utes and in most of these cases the statute has been 
found not applicable to the facts presented. 


As stated by Prof. Derenberg in his recent article re- 
ferred to above, the statute is applicable only where the 
infringer’s goods or services are so unrelated to those 
of the trade-mark owner as to give no rise to likelihood 
of confusion of origin. It is also applicable only in the 
ease of fanciful and distinctive trade-marks whose identity 
with the owner’s goods has been well established in the 
mind of the purchasing public. But although the cases 
to which the doctrine of trade-mark dilution is applicable 
are few in number, the resulting damage of that dilution, 
if unrestrained, is inealeulable. 


We submit that the opinion of the lower Court 
should be reversed and defendant should be enjoined 
from the continued use of a knight on horseback 
symbol which is unmistakably a copy of appellant’s 
trade-mark. 


CuarENcE M. FisHer, 

Stanton T. Lawrence, 

W. Brown Morton, 
Attorneys for Plaintiff-Appellant. 


New York, N. Y., June 13, 1957. 
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The Question Presented 






The question presented by this appeal is: 
Should not the District Court for the District of 


Columbia enjoin defendant, a resident of the District of 






Columbia, from using plaintiff’s trade-mark consisting of 





an original, fanciful picture which is well known to the 






public through long continued exclusive use and advertis- 






ing by plaintiff, even though the defendant’s use is ‘‘in 






connection with non-competing goods or services, the use 






being so foreign to the owner’s as to preclude any identifi- 






cation or confusion between the two’’ (Opinion, App., 
p. 91)? 
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JURISDICTIONAL STATEMENT 


Plaintiff’s Complaint, filed in the District Court for the 
District of Columbia on July 13, 1955, alleges a cause of 
action in trade-mark infringement (Complaint, par. 7; Ap- 
pendix, p. 2) and a cause of action in unfair competition 
arising out of the same facts which give rise to its action 
for trade-mark infringement (Complaint, par. 8; Appendix, 

p. 2). 


The basis for the jurisdiction of the District Court as 
pleaded in the Complaint (par. 1; Appendix, p. 1) was 
founded upon Title 28 U. 8. C. 1838 (a) and (b) which 
gives the District Court jurisdiction in civil actions aris- 
ing under the trade-mark laws and in actions for unfair 
competition when joined with a substantial and related 
claim under the trade-mark laws. This case arises under 
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the trade-mark laws of the United States, Title 15 U. S. C., 
Section 1051 e¢ seg. (Complaint, par. 1; Appendix, p. 1). 


The District Court also had jurisdiction of this cause 
under Title 28 U. S. C. 1332 because of diversity of citizen- 
ship and the amount in controversy exceeding the sum of 
$3,000 (Complaint, par. 1; Appendix, p. 1). 


The District Court also had jurisdiction of this cause 
because it has jurisdiction of all civil cases arising within 
the District of Columbia. 


Defendant filed its Answer on August 2, 1955 in which 
it pleaded three defenses: first that the complaint fails 
to state a claim against the defendant; second a general 
denial except as to jurisdiction under the trade-mark laws 
and Title 28 Section 1338 (a) and (b); third the usual 
affirmative defense of non-similarity and no confusion of 
origin between plaintiff’s and defendant’s marks (Answer; 
Appendix, pp. 15-16). 


A final judgment of dismissal of plaintiff’s Complaint 
was filed in the District Court on February 8, 1957 (Ap- 
pendix, p. 88). This court has jurisdiction of the case on 
appeal under Title 28 U. S. ©. Section 1257. 


STATEMENT OF THE CASE 


By this action the plaintiff-appellant, The Champion 
Paper and Fibre Company, seeks an injunction restraining 
the defendant, the National Association of Mutual Insur- 
ance Agents, from further use of its trade-mark. 


The case was tried before Judge Holtzoff on February 
5 and 6, 1957. At the conclusion of plaintiff’s prima facie 
ease, defendant moved to dismiss the complaint on the 
ground that plaintiff had failed to establish a prima facie 
ease. The motion was granted following an opinion in 
which the Court briefly outlined the facts and expressed 
its view as to the law applicable thereto. 
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No formal findings of fact were made, but the Court’s 
Opinion accurately and concisely states the facts on which 
appellant’s prayer for relief is based. 


‘*Plaintiff is a manufacturer of paper and paper 
products and has been using continuously since 1925 
a trade-mark containing an arbitrary picture of a 
knight in armor on horseback and the word ‘Champion’ 
in connection with it. This trade-mark was registered 
on March 22, 1927. In 1948 it was modified by the 
addition of a banner on which the word ‘Champion’ 
was inscribed. The evidence is ample to the effect that 
this trade-mark has been employed continuously since 
1925 in connection with the plaintiff’s products and 
its advertising, both direct advertising and advertising 
in various trade papers and magazines of general 
circulation; and further that a great deal of money 
has been spent on popularizing the trade-mark. 

‘“‘The defendant is an association of insurance 
agents, and during the past few years has been using 
as its trade-mark a similar reproduction of a knight 
in armor on horseback, although in this instance the 
banner carried by the knight has inscribed upon it the 
words ‘Mutual Insurance’’’ (Opinion, Appendix, P- 
90). 


Specimens of the advertisements, labels, etc., bearing the 
picture of the mounted knight are in evidence and several 
such advertisements were attached to the complaint as Ex- 
hibit A (Appendix, pp. 46). The trade-mark was first 
registered in 1927 and as other products were added to the 
Champion line, additional registrations were obtained. 
Copies of the registration were attached to the aa 
as Exhibit B (Appendix, pp. 7-13). 

The defendant has 6,000 members distributed Hentetie 


the United States (Baldwin Appendix, p. 64). The Asso- 
ciation adopted its symbol of a knight on horseback in 
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May or June, 1949 (Baldwin Appendix, p. 67). Since 
that time the Association has used the symbol on its letter- 
heads and on the various items of printed matter which 
are gotten out from time to time. It also supplies its 
members with electrotypes of the picture so that they can 
use the knight on their letterheads and advertising liter- 
ature (Baldwin Appendix, p. 69). 


When plaintiff learned of defendant’s use of its knight 
on horseback it requested defendant to discontinue such 
use and understood that defendant would do so when 
the then supply of printed matter on which the picture 
appeared was exhausted. In February, 1955, plaintiff 
noted that the picture was still being used by the de- 
fendant, so plaintiff wrote defendant stating the under- 
standing it had previously obtained. Defendant answered, 
as appears from Exhibit C attached to the complaint 
(Appendix, p. 14). This action was commenced July 13, 
1955. 


The Lower Court’s Opinion 


Judge Holtzoff refused to grant the injunction asked 
for, on the stated grounds that in the Federal Courts, 
the owner of a trade-mark would be granted injunctive 
relief against the use of his trade-mark by another only 
where the inference can be drawn by a ‘‘member of the 
public of reasonable intelligence that the infringer is sell- 
ing goods or services that are emanating from the owner 
of the trademark’’ (Opinion, Appendix, p. 92). 


It is the position of plaintiff-appellant that its right to 
relief against the unauthorized use of its trade-mark is 
not limited to those cases where the infringer’s product 
is of such nature that the purchasing public might assume 
its origin was with plaintiff but extends to all uses of 
its trade-mark which if continued will result nm damage 
to plaintiff. 
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Before the Lower Court plaintiff cited the well known 
ease of Tiffany v. Tiffany Productions, Inc. (147 N.Y. 
Mise. 679, 264 N. Y. Supp. 459), affirmed without opencn 
by the New York Court of Appeals. 


The Lower Court did not question the applicability of 
the Tiffany case to the facts of the case at bar, but took 
the position that the Federal Courts had not recognized 
the doctrine of the Tiffany case in granting relief against 
trade-mark copying, but had restricted the grant of relief 
against use of the mark ‘‘in connection with non-competing 
goods or services’’ to those cases where the circumstances 
were such as to give ‘‘rise to the reasonable possibility 
of an inference on the part of the public that these goods 
or services emanate from the owner of the ena aaa 
(Opinion, Appendix, p. 93). 


The Court in its opinion quotes at some length from 
the opinion of Judge Learned Hand in Yale Electric Corp. 


v. Robertson, 26 F. (2d) 972. It will be noted, however, 
that the portion of Judge Hand’s opinion on which the 
Lower Court relied for its refusal to grant the relief 
prayed for is merely dictum—a statement of a theoretical 
situation not presented by the facts of the case, in which 
the use of another’s trade-mark might not be unlawful. 
The judgment of the Court of Appeals of the Second 
Cireuit in Yale Electric Corp. v. Robertson, supra, was 
that the use of the word ‘‘Yale’’ as a trade-mark for 
flash lights and batteries would be in conflict with the 
prior use of that word as a trade-mark for locks. : 


While the Lower Court may feel that its rulings in 
eases of this kind are prescribed by what it believes 
to be the weight of authority of the Federal Appellate 
Courts, there is no reason why this Court should be 
so restrained. And what we ask this Court to decide 
is whether one who has adopted a fanciful, original 
trade-mark and has by long and extensive use and ad- 
vertising established the trade-mark in the minds of 
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the public as the symbol and seal of its business, is 
not entitled to the aid of a court of equity to prevent 
the destruction of the good will in the trade-mark so 
created. 


SUMMARY OF ARGUMENT 


I. THE PLAINTIFF’S TRADE-MARK IS AN ARBITRARY, FANCIFUL 
MARK IN WHICH PLAINTIFF HAS AN ESTABLISHED GOOD WILL 
OF GREAT VALUE. 


II. THE USE BY DEFENDANT OF PLAINTIFF’S TRADE-MARK WILL, 
IF NOT RESTRAINED, ULTIMATELY DESTROY PLAINTIFF’S TRADE- 
MARK. 


Ill. THe ‘‘pmLUTION’’ OF A TRADE-MARK CONSTITUTES UNFAIR 
COMPETITION WHICH MAY BE RESTRAINED UNDER THE GENERAL 
PRINCIPLES OF EQUITY. 


IV. THE LOWER CoURT WAS IN ERROR IN HOLDING THE 
OPINION OF THE SECOND Cracuir Court or APPEALS IN YALE 
Exectric Corporation v. Ropertson, 26 F. (2d) 972 as a 
CONTROLLING AUTHORITY IN THIS CASE. 


ARGUMENT 


Foreword 


The acts of trade-mark ‘‘dilution’’ was first held to 
present grounds for injunctive relief some thirty years 
ago in Germany. We have been unable to obtain at this 
writing a transcript of the entire opinion of the German 
Court, but it is discussed in an article entitled ‘‘The 
Rational Basis of Trademark Protection’’ in the Harvard 
Law Review of April, 1927 by Frank I. Schechter, pages 
831-832. The trade-mark in the German case was the 
eoined word ‘‘Odol’’ adopted as the name of a mouth 
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wash and publicized by extensive use and advertising. 
The defendant used the same word as its trade-mark for 
various Steel products. In the Schechter article, the 
German Court is quoted as saying, ‘‘complainant has the 
utmost interest in seeing that its mark is not diluted 
(Verwasserung) ; it would lose its selling power if every- 
one used it as the designation of his goods.”’ 


Following the article in the Harvard Law Review, there 
have been numerous discussions of this question in the 
Law Reviews of our universities, in the text books, and 
the encyclopedias, such as: Callmann, Unfair Competi- 
tion and Trademarks, sec. 84-2—Dilution of Trademarks, 
pages 1642, et seg.; American Law Reports, Vol. 148, pages 
7d, et seq. | 


These several writers, while urging the adoption of 
anti-dilution statutes by the State and Federal Govern- 
ments, also express the view that the use of a purely 
fanciful trade-mark on totally unrelated goods so as to 
thereby destroy its distinctiveness constitutes unfair com- 
petition subject to restraint by courts of equity jurisdic- 
tion to the same extent as a trade-mark infringement 
which may cause confusion as to the origin of the goods. 


The most recent of these articles of which we are aware 
appears in the California Law Review of July, 1956, 

pages 439-488". In this article, page 449, Mr. Derenberg 
quotes from the testimony of Mr. Schechter before a Con- 
gressional Committee? in support of the so-called Perkins 
Bill, H. R. 11592, 72nd Congress, 1st Session (1932): 


‘‘T think there is not only the question of deception 
of the public, but I believe from the reasoning of this 


2The Problem of Trade-mark Dilution and the maton 
Statutes by Walter J. Derenberg, Professor of Law, New ‘York 
University Law School. 


2 Hearings before the House Committee on Patents, 72nd | Con- 
gress, Ist Session 15 (1932). 
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German court I have quoted, the person who has the 
trade-mark should be able to prevent other people 
from vitiating the originality, the uniqueness of that 
mark. If you take Rolls Royce—for instance, if you 
allow Rolls Royce restaurants and Rolls Royce cafe- 
terias, and Rolls Royce pants, and Rolls Royce candy, 
in 10 years you will not have the Rolls Royce mark 
any more. That is the point.’’ 


If this defendant and others who copy the plaintiff’s 
picture are not restrained, the Champion Knight will cease 
to be a trade-mark. 


I. 


The plaintiff’s trade-mark is an arbitrary, fanciful 
mark in which the plaintiff has an established good 
will of great value. 


In the article by Derenberg, above referred to, page 7 
it is pointed out that the doctrine of dilution applies only 
to trade-marks which are arbitrary and distinctive in their 
nature and which have an established good will as the 
trade symbol of the proprietor. The mark in question is 
just such a mark. Nothing could be more distinctive than 
an original picture, even though the subject-matter is 
commonplace. For example, there are in our history books 
numerous reproductions of portraits of our founding 
fathers which all represent mature men in Colonial attire, 
but no one would regard these pictures as confusingly 
similar. Mounted knights are not uncommon in trade- 
marks and plaintiff is not seeking to restrain defendant 
from using a@ mounted knight as a symbol for its Asso- 
ciation. Plaintiff asks only that defendant be required 
to desist from using plaintiff’s particular mounted knight 
with respect to which the Court found: 


‘*The evidence is ample to the effect that this trade- 
mark has been employed continuously since 1925 in 
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connection with the plaintiff’s products and its ad- 
vertising, both direct advertising and advertising in 
various trade papers and magazines of general cir- 
culation; and further that a great deal of money has 
been spent on popularizing the trademark’’ (Crimion, 
Appendix, p. 90). 


II. 


The use by defendant of plaintiff’s trade-mark will, 
if not restrained, ultimately destroy its value asa 
trade-mark. | 


In our foreword to this argument we have quoted the 
example of damage by trade-mark dilution used by Mr. 
Schechter in advocating the passage of a federal anti- 
dilution statute. 


In a discussion of the doctrine of dilution in American 


Law Reports Annotated, Vol. 148 A. L. R., pages 75, et seq., 
the following appears: ! 


““(e) ‘Whittling away’ or ‘dilution’ of Misa fade 
or trade-name. 


Where the goods, services, or businesses of the 
litigants are not in actual competition, the right to 
injunctive relief has been rested by some courts upon 
the necessity of preventing ‘the gradual whittling 
away’ or ‘dilution’ of the complaining party’s trade- 
mark or trade-name, or the ‘dispersion’ of its identity 
and hold upon the public mind. 

Under this theory, the owner of a trade-mark or 
trade-name is regarded as possessed of an interest in 
not having another destroy the distinctiveness of his 
mark by borrowing it. 

‘A mark, it has been pointed out, is more fin a 
symbol of existing good will or a mere commercial 
signature; it has a creative function; it serves as a 
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‘‘silent salesman’’ to attract custom. The dilution of 
its selling powers and ‘“‘the whittling away of its 
uniqueness’’ by use on noncompeting products con- 
stitutes a real injury for which there should be re- 
dress.’ 

It will be observed that the theory above considered 
does not rest upon, and is applicable irrespective of, 
confusion or likelihood of confusion as to source or 
origin of goods or services.”’ 


If the judgment of the Lower Court is upheld it would 
not be unreasonable to expect the next issue of Tm or 
Fortune to contain not one, but several advertisements 
illumined with plaintiff’s knight, each one associated with 
a different commodity or service, and the millions of 
dollars spent by plaintiff in making its particular knight 
the familiar symbol of its own particular business and no 
other will be a total loss. This defendant is, of course, 
responsible only for its own acts, but one must not con- 
fuse the fact of infringement with the extent of the in- 
fringement, and if this Court finds that the appropriation 
of plaintiff’s trade-mark by defendant is a wrong for 
which the Court as a court of equity having jurisdiction 
of the defendant may provide a remedy, an injunction 
restraining the continuance of that use should be granted 
even though the extent of use by the defendant may be 
regarded as not of itself sufficient to completely destroy 
the value of plaintiff’s mark. 


It is not plaintiff’s position that defendant or its agent 
who selected plaintiff’s mounted knight as the symbol for 
the Association did so with the intent of trading on plain- 
tiff’s reputation or damaging plaintiff in any way. It 
would seem quite likely that the young man who made 
the first drawing of the knight for defendant (Baldwin 
Appendix, p. 69) copied plaintiff’s knight because he 
thought it would make an attractive symbol for the de- 
fendant. 
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But the intent of defendant is not material to the right 
of plaintiff to the injunction asked for. Plaintiff is asking 
only that defendant be restrained from using plaintiff’s 
particular knight. Defendant’s answer has appended to 
it copies of some 44 trade-mark registrations containing 
pictures of knights on horseback. Many of these registra- 
tions expired without renewal, indicating that the trade- 
mark was no longer in use. Defendant’s agent could have 
copied one of these pictures without possible damage to 
anyone. : 


Iil 


The dilution of a trade-mark constitutes unfair com- 
petition which may be restrained under the general 
principles of equity. 


At the trial of the case counsel for plaintiff stated that 
it did not rest its case on the Lanham Act (Appendix, 


p- 87) but on the general principle that courts of equity 
may restrain as unfair competition any action with re- 
spect to the unauthorized use of another’s property which 
causes damage to the property owner or destroys the 
value of his property. This case is in this Court not 
because plaintiff has registered its trade-mark under the 
Federal trade-mark acts and because the defendant has 
used the trade-mark in interstate commerce. The case 
is here because the defendant is a resident of the District 
of Columbia and the acts complained of were committed 
largely within the District of Columbia. Unfair compe- 
tition is an offense at common law, as is also trade-mark 
infringement, and courts of general jurisdiction in ad- 
ministering the common law are not concerned with whether 
the nature of the act complained of falls within the scope 
of the language used in a statute to describe the act 
prohibited. Such courts are concerned primarily with 
whether the act complained of is damaging to the com- 
plaining party, and whether it constitutes an een ce 
of the complaining party’s property rights. 
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Most of the cases of trade-mark infringement which 
reach the Supreme Court of the United States are actions 
under the Federal statutes. The Supreme Court of the 
United States has not specifically upheld the dilution doc- 
trine as expressed by the various text writers, nor has it 
refused such relief in any case where the specific question 
has been presented for decision. In fact we know of no 
ease of the Supreme Court where the question has arisen 
since the dilution doctrine was first advanced. The case 
referred to by the lower Court, American Steel Foundries 
v. Robertson, 269 U. S. 372, does not deal with a trade- 
mark of the character with which we are here concerned. 


In that ease the trade-mark in question was ‘‘Srpiex’’ 
and the Court noted that the word ‘‘Simplex’’ ‘‘comprises 
the whole or a part of about sixty registrations by nearly 
as many different parties upon many kinds of merchan- 
dise’’. The Court went on to say: 


‘‘The word involved in this case is one of a large 
elass of words which have for a great many years 
been much used because of their peculiarly suggestive 
meaning. . . . It would be a serious matter if the 
law actually permitted anyone who chose to do so to 
organize a series of corporations with names con- 
taining these words, respectively, and thereupon vir- 
tually withdraw these words from public use as trade- 
marks and monopolize them by preventing their regis- 
try as such.”’ 


It would be difficult to imagine a trade-mark case pre- 
senting a factual situation more different from that of 
the case at bar. 


In the more recent case of Old Dearborn Distributing 
Co. v. Seagram Distillers Corpn., 279 U. S. 183, the Su- 
preme Court, in discussing the nature of trade-mark rights 
at pages 119, 120, had the following to say: 


‘*We are here dealing not with a commodity alone, 
but with a commodity plus the brand or trade-mark 
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which it bears as evidence of its origin and of the 
quality of the commodity for which the brand or 
trade-mark stands. Appellants own the commodity; 
they do not own the mark or the good will that the 
mark symbolizes. And good will is property in a 
very real sense, injury to which, like injury to any 
other species of property, is a proper subject for 
legislation. Good will is a valuable contributing’ aid 
to business—sometimes the most valuable contribut- 
ing asset of the producer or distributor of commodi- 
ties. And distinctive trade-marks, labels and brands, 
are legitimate aids to the creation or enlargement of 
such good will. It is well settled that the proprietor 
of the good will ‘is entitled to protection as against 
one who attempts to deprive him of the benefits re- 
sulting from the same, by using his labels and trade- 
mark without his consent and authority.” McLean v. 
Fleming, 96 U. S. 245, 252, 24 L. ed. 828, 831. ‘Courts 
afford redress or relief upon the ground that a party 
has a valuable interest in the good-will of his trade or 
business, and in the trade-marks adopted to maintain 
and extend it.’ Hanover Star Mill. Co. v. Metcalf, 240 
U. S. 403, 412, 60 L. ed. 713, 717, 36 S. Ct. 357. The own- 
ership of the good will, we repeat, remains unchanged, 
notwithstanding the commodity has been parted with. 
Sec. 2 of the act does not prevent a purchaser of the 
commodity bearing the mark from selling the com- 
modity alone at any price he pleases. It interferes 
only when he sells with the aid of the good will of the 
vendor; and it interferes then only to protect that 
good will against injury. It proceeds upon the theory 
that the sale of identified goods at less than the price 
fixed by the owner of the mark or brand is an assault 
upon the good will, and constitutes what the statute 
denominates ‘unfair competition.” See Liberty Ware- 
house Co. v. Burley Tobacco Growers’ Co-op. Market- 
ing Asso. 276 U. S. 71, 91, 92, 96, 97, 72 L. ed. 473, 
480483, 48 S. Ct. 291. There is nothing in the act to 
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preclude the purchaser from removing the mark or 
brand from the commodity—thus separating the phys- 
ical property, which he owns, from the good will, 
which is the property of another—and then selling the 
commodity at his own price, provided he can do so 
without utilizing the good will of the latter as an aid 
to that end.’’ 


In this case, which dealt with the constitutionality of 
the Illinois Fair Trade Statutes, the Supreme Court clearly 
recognized as actionable unfair trade the use of another’s 
trade-mark in a manner which involved no confusion as 
to the origin of the goods. The Court clearly recognized 
that courts should afford relief where necessary for a 
party to maintain the value of the good will of his trade 
or business and the trade-marks adopted in connection 
therewith. 


The fundamental principle of equity jurisprudence is 


that there shall be no wrong without a remedy and it 
is self evident that the use complained of necessarily 
results in damage to plaintiff. A trade-mark is an iden- 
tifying symbol. It identifies its owner—not by what it 
means, but solely by the exclusive use of the trade-mark 
by its owner. A trade-mark which itself is meaningless— 
which is a distinctive original creation of its owner, is 
the most valuable so long as it is used exclusively by 
its creator and the least valuable if used by others. 


If the defendant is entitled to use plaintiff’s trade- 
mark at all it is entitled to use it to any extent it 
chooses. It is entitled to advertise the advantages of 
buying insurance from its members in the same magazines 
that plaintiff advertises the superior quality of its products 
and to illumine its advertisements with plaintiff’s knight 
on horseback. If defendant is not enjoined it may fur- 
nish each of its 6,000 members with electrotypes of plain- 
tiff’s knight on horseback. Also if the Lower Court’s 
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ruling is upheld others whose business is unrelated to 
plaintiff’s may likewise illumine their advertisements with 
plaintiff’s picture, and it will not take many such infringe- 
ments to destroy entirely the distinctiveness of pleas ; 
trade-mark. 


IV. 


The lower Court was in error in holding the opinion 
of the Second Circuit Court of Appeals in Yale Elec- 
tric Corporation v. Robertson, 26 F. (2d) 972 as a 
controlling authority in this case. 


In the first place, as pointed out above, the poson 
of the decision relied upon is mere dictum and at best 
reflects the views of that distinguished jurist, Judge 
Learned Hand, on the academic question of whether or 
not there should be an exception to the rule sustained 
by the Court in that case that the use of another’s trade- 
mark on unrelated goods may be unlawful. 


In the second place, the case deals entirely with Federal 
trade-mark law. The case in question was an action against 
the Commissioner of Patents under Revised Statute 4915 
seeking to set aside his refusal to register the trade-mark 
‘‘Yare’’ for flashlight lamps and batteries, on the ground 
of a prior registration of that trade-mark for locks. 


Also, it will be noted that Judge Hand’s opinion ‘was 
handed down in 1928 before the decision of the Supreme 
Court of New York in Tiffany Products Co. v. Tiffany 
and before there had been any general recognition of the 
doctrine of trade-mark dilution. Had the question’ de- 
cided in Tiffany v. Tiffany been presented to Judge Hand 
we are inclined to believe he would have approved that 
decision, as did the Court of Appeals of the State of 
New York. 
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CONCLUSION 


The appellant seeks by this appeal a ruling on the 
broad question of whether or not the doctrine of trade- 
mark dilution affords grounds for equitable relief in ab- 
sence of statutory enactment. As this Court is doubtless 
aware, four states have passed anti-dilution statutes, 
namely, New York, Illinois, Massachusetts and Georgia. 
There have to date been few decisions under these stat- 
utes and in most of these cases the statute has been 
found not applicable to the facts presented. 


As stated by Prof. Derenberg in his recent article re- 
ferred to above, the statute is applicable only where the 
infringer’s goods or services are so unrelated to those 
of the trade-mark owner as to give no rise to likelihood 
of confusion of origin. It is also applicable only in the 
ease of fanciful and distinctive trade-marks whose identity 
with the owner’s goods has been well established in the 
mind of the purchasing public. But although the cases 
to which the doctrine of trade-mark dilution is applicable 
are few in number, the resulting damage of that dilution, 
if unrestrained, is incalculable. 


We submit that the opinion of the lower Court 
should be reversed and defendant should be enjoined 
from the continued use of a knight on horseback 
symbol which is unmistakably a copy of appellant’s 
trade-mark. 

CLARENCE M. FisHEr, 

Stanton T. LawkREnce, 

W. Brown Morton, 
Attorneys for Plaintiff-Appellant. 


New York, N. Y., June 13, 1957. 
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Hamilton, Ohio, 7 
Plaintiff-Appellant, 
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Investment Building, Washington, D.C., ! 


Defendant-Appellee. 


en P  , 


APPELLANT’S REPLY BRIEF 


Appellee’s “Question Presented” 


Appellee’s statement of ‘‘The Question Presented’’ does 
not state the question decided by the lower Court. On the 
contrary, it states no question at all. If appellant’s trade- 
mark is not ‘‘an arbitrary picture of a knight in armor on 
horseback’’ as found by the lower Court (App. 93) and if 
appellee’s trade-mark is not ‘‘a similar reproduction of a 
knight in armor on horseback’’, there is obviously no dilu- 
tion of appellant’s trade-mark. In order for a trade-mark 
to be ‘‘diluted’’ the trade-mark must be an arbitrary and 
fanciful trade-mark and its arbitrary and fanciful features 
must have been copied by the infringer. 
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The fact that another name is used with the trade-mark 
by the infringer does not lessen the dilution. In fact, it 
aggravates and contributes to the dilution to prominently 
identify the arbitrary and fanciful trade-mark of the origi- 
nal user with the wares of a different user. 


It is appellant’s position, with which the lower Court 
apparently agreed, that the appellant’s knight in armor . 
on horseback was a fanciful picture that had been copied 
in all its distinctive characteristics by the appellee. This, 
of course, is a question of fact to be decided by a com- 
parison of the pictures themselves. This comparison 
makes it plain that anyone familiar with Champion’s 
knight in armor on horseback would—unless the two were 
side by side for comparison—regard the defendant’s pic- 
ture as the one with which he had long been familiar. 


The question here is not whether one seeing the appel- 
lee’s picture with ‘‘Mutual Insurance”’ instead of ‘‘Cham- 
pion’’ on the banner would be led to believe that Champion 
had gone into the insurance business. On the contrary, 
the damage done to Champion is that whereas the par- 
ticular knight in armor on horseback once meant ez- 
clusively Champion paper, it now also means Mutual 
Insurance. As pointed out in our main brief (pp. 9-11), 
if one concern dealing in unrelated goods or services is 
permitted to copy the distinctive arbitrary trade-mark of 
another, other dealers in other lines of goods are free also 
to copy the distinctive trade-mark and in a matter of 
time—and not a very long time—the trade-mark will no 
longer be distinctive and arbitrary and the money spent 
in publicizing the mark will have been wasted. 


Appellee’s Argument 


If appellant’s trade-mark is a ‘“weak’’ mark, as alleged 
under the first heading of its argument, we quite agree 
with appellee that the doctrine of dilution does not apply. 
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The cases cited, however, do not uphold appellee in its 
assertion that appellant’s trade-mark is weak. As pointed 
out in the Jewelite-Gemlite case,* ‘‘Jewel’’ and ‘‘Gem’’ 
were common trade-marks and there was even a prior 
registration of the word ‘‘Jewelite’’ itself. There is 
nothing arbitrary or distinctive about ‘‘Jewelite’’, and 
‘*Gemlite’’ is obviously not a copy of ‘‘Jewelite’’ even 
if the latter were a completely arbitrary word instead of a 
commonplace modification of a common descriptive noun. 


In the Esquire case** the Court of Appeals for the First 
Circuit did grant injunctive relief, not because plain- 
tiff’s trade-mark was diluted, but on the more common 
ground of trade-mark infringement, namely, that the 
products of the parties were so related that confusion 
might result. The Court itself pointed out that ‘‘Esquire’’ 
is a common word having a meaning by suggestion for 
both the magazine of plaintiff and the haberdashery of 
defendant. In that opinion ‘‘Kodak’’ is cited as an = 

ample of an arbitrary distinctive mark. 


In pointing out that the word ‘‘Esquire’’ is a ‘speak? 
trade-mark the Court said (p. 241): | 


‘<The name being weak, both for the plaintiff’s produet 
and its own, the defendant may well have thought it 
was within its legal rights in using the name as it 
did in its title and on its slippers. It is not as though 
the defendant had taken a unique coined word, in- 
vented, developed and used by some other trader, as 
its identifying symbol.’’ : 


It is clear that had the mark been ‘‘a unique coined word’? 
the Court would have found for the plaintiff on al/ counts. 


* Pro-Phy-Lac-Tic Brush Co. v. Jordan Marsh Co., 165 F. 2d 
549. ! 


** Esquire, Inc. v. Esquire Slipper Mfg. Co., Inc., 243 F. 2d 540. 
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As stated to the lower Court, and to this Court in our 
main brief, and repeated here, appellant’s case rests solely 
on the fact that its trade-mark is an arbitrary, distinctive 
mark and the only relief sought by plaintiff is that 
defendant be enjoined from copying its arbitrary and 
distinctive features. 


In the New York case of Philadelphia Storage Battery 
Co. v. Mindm, 296 N. Y. S. 176, cited by appellee, the 
Court enjoined the use of the trade-mark ‘‘Philco’’ on 
razor blades, saying (p. 180): 


*‘Confusion of course is inevitable in the present 
ease. ‘Philco’ has been widely advertised in various 
media—newspapers, magazines, billboards, radio pro- 
grams—and is well known as a brand for radio sets 
and accessories.”’ 


After discussing the question of diversion of trade the 
Court went on to say (pp. 178, 179, 180): 


‘*But diversion of trade is not the only injury which 
may be caused by the second use. The normal poten- 
tial expansion of the plaintiff’s business may be fore- 
stalled. Long’s Hat Stores Corporation v. Long’s 
Clothes, Inc., 224 App. Div. 497, 231 N. Y. S. 107; 
Forsythe Co., Inc. v. Forsythe Shoe Corporation, 234 
App. Div. 355, 254 N. Y. S. 584, modified 259 N. Y. 
248, 181 N. E. 467. His reputation may be tarnished 
by the use of his mark upon an inferior product. 
Ford Motor Co. v. C. N. Cady Co., Inc., 124 Mise. 
678, 681, 208 N. Y. S. 574, modified 216 App. Div. 786, 
214 N. Y. S. 838; Eno v. Dunn, L. R., 155 App. Cas. 
252, 258. A false impression of a trade connection 
between the parties may be created, possibly sub- 
jecting the plaintiff to liability or to the embarrass- 
ments of litigation, or causing injury to his credit and 
financial standing. Cf. Peninsular Chemical Co. v. 
Levinson (C. C. A.), 247 F. 658; Akron-Overland Tire 
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Co. v. Willys-Overland Co. (C. C. A.), 273 F. 674; 
Walter v. Ashton, L. R. [1902], 2 Ch. 282; Phillips 
v. Boernor & Co. of Adventures of England Trading 
into Hudson’s Bay (C. C. A.), 79 F. (2d) 971; Buck- 
span v. Hudson’s Bay Co. (C. C. A.), 22 F. (2d) 721. 


A mark, it has been pointed out, is more than a symbol 
of existing good will or a mere commercial signature; 
it has a creative function; it serves as a ‘silent sales- 
man’ to attract custom. The dilution of its selling 
powers and ‘the whittling away of its uniqueness’ by 
use on noncompeting products constitutes a real in- 
jury for which there should be redress. Schechter, 
Rational Basis of Trademark Protection, 40 Harvard 
Law Review, 813; Fog and Fiction in Trademark Pro- 
tection, 36 Columbia Law Review, 60. It was largely 
on this theory that Dore, J., in Tiffany & Co. v. Tif- 
fany Productions, Inc., 147 Mise. 679, 264 N. Y. S. 
459, affirmed by a divided court in 237 App. Div.'801, 
260 N. Y. S. 821, affirmed 262 N. Y. 482, 188 N. E. 30, 
restrained the use of the name ‘‘Tiffany’’ at the suit 
of the well-known jewelers, in connection with: the 
defendant’s motion pictures. There was specific evi- 
dence of public confusion, but the court, in part at 
least, rested its decision on the broader ground.?’ 


In Section II of its argument appellee asserts that appel- 
lee did not copy appellant’s mark. Under this heading 
appellee with great elaboration points out the minor de- 
tails in which the pictures differ. We will not reply by 
pointing out the features of similarity. If the features 
of similarity are such that they have to be explained, the 
pictures are obviously not alike. But as pointed out above, 
it is not a side-by-side comparison we are interested in 
here. The question is, is appellee’s trade-mark so closely 
similar to appellant’s that the purchasing public familiar 
with appellant’s trade-mark would believe it to be; the 
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same symbol. In our opinion there is only one answer 
to this question. 


Under this section of its argument appellee refers to the 
Supreme Court case of United Drug Co. v. Rectanus Co., 
248 U. S. 90, dealing with the territorial limitations of 
trade-mark rights. No such question is presented here. 
The defendant’s membership is nation-wide, and plaintiff’s 
business and its advertising is likewise nation-wide. 


On page 9 of its brief appellee’s quotation from Old 
Dearborn Distributing Co. v. Seagram Distillers Corp., 
279 U. S. 183 is obviously misleading when detached from 
its context. In that case, as pointed out in our main brief 
(pp. 12-14) the defendant was not charged with the unlaw- 
ful use of plaintiff’s trade-mark on goods other than plain- 
tiff’s goods. The act complained of was the sale of plain- 
tiff’s whiskey under plaintiff’s own trade-mark but at a 
eut price, which would thereby falsely imply that the 
plaintiff’s whiskey was a cheap whiskey, and the Court did 
interfere because there was a damage to plaintiff. Here, 
too, there is a damage to plaintiff—not the same damage 
as in the Seagram case, but a damage quite different from 
that resulting from confusion in trade which is the type 
of damage in the conventional trade-mark case. In Old 
Dearborn Distributing Co. v. Seagram Distillers Corp., 
279 U. S. 183 the Supreme Court stresses that the trade- 
mark owner’s right of relief is not restricted to damage 
resulting from confusion in trade. 


Under Section III of its argument appellee quotes two 
cases* where relief was denied because there was no likeli- 
hood of confusion in trade as a result of the alleged in- 
fringement. In neither of these cases is the question of 
dilution discussed. Instead the plaintiffs claimed exclusive 


* Certain-Teed Products v. Philadelphia and Suburban Mort- 
gage Co., 49 F. 2d 114; 

Lawyers Title Insurance Co. v. Lawyers Title Insurance Corpn., 
109 F. 2d 35. 
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property rights in their respective names and urged that 
amy use by others should be restrained. In the Certain- 
Teed case the defendant did not use the word ‘‘Certain- 
Teed’’ as a trade-mark but merely used the word ‘‘cer- 
tainteed’’ in an advertising slogan. The Court ane 
(p. 116): 


**In the second place, I can see no evidence ae 
ever of any fraudulent intent on the part of the de- 
fendant to appropriate something that does not belong 
to him. His explanation of the manner in which he 
hit upon the word is entirely reasonable. In fact, it 
seems to me it is one of those words which might 
easily have come to the minds of thousands of per- 
sons and have grown into ordinary English usage. 
The defendant did not sell his mortgages as ‘certain- 
teed’ mortgages. He did not use the word in its hy- 
phenated form ‘Certain-Teed’ in imitation of plain- 
tiff. His use of the slogan is comparatively unobtru- 
sive, and is always coupled with a prominent display 
of his own corporate name.”’ ! 


In the Lawyers Title and Insurance ease the plaintiff 
did not conduct its business under its corporate name. It 
had consolidated its business with two other concerns and 
was in actual fact merely a holding company. So far as 
the public was concerned the good will in the name be- 
longed to defendant. The Court refused to enjoin defend- 
ant from the continued use of its name because to do so 
would be ‘‘without possible benefit to the originator’’. | 


In both these cases injunction was refused because there 
was no likelihood of injury to plaintiffs from the alleged 
infringement. In the case at bar the use by defendant of 
plaintiff’s widely publicized picture will unquestionably 
‘‘whittle away its uniqueness’”’ and destroy its value as, a 
‘silent salesman’’ of plaintiff’s goods. ! 


Under Section IV of its argument, appellee asserts that 
the lower Court’s decision was based on ample authority. 
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We find nothing in this section of the brief other than a 
repetition of what the lower Court said in its opinion. As 
pointed out in our main brief, none of the cases relied upon 
by the Court deals with the question of dilution. They all 
deal with the likelihood of confusion as to the origin of 
the goods. That these cases did not discuss the question 
of dilution was recognized by the lower Court and he based 
his decision on that fact, namely, that the Federal Courts 
had not recognized trade-mark dilution as actionable un- 
fair trade. We are in accord with the lower Court to the 
extent that we know of no Federal case dealing with trade- 
mark dilution, but in Old Dearborn Distributing Co. v. Sea- 
gram Distillers Corp., supra, the Supreme Court of the 
United States does unquestionably hold that unfair com- 
petition is not limited to confusion in trade but extends 
to any unauthorized use of another’s arbitrary and orig- 
inal trade-mark which will result in damage to his business. 


CONCLUSION 


We respectfully submit that in view of the principle 
announced in Old Dearborn v. Seagram, this Court 
need not await the enactment of a federal anti-dilution 
statute in order to enjoin defendant from further use 
of plaintiff’s particular knight in armor on horseback. 


Respectfully submitted, 


CLARENCE M. FsHer, 

Stanpron T. Lawrence, 

W. Brown Morton, 
Attorneys for Plaintiff-Appellant. 


New York, N. Y., September 3, 1957. 
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PETITION FOR REHEARING : 


Appellant respectfully prays for a rehearing with respect 
to that portion of the Court’s decision of October 31, 1957 
reading as follows: 


‘‘But, for another reason, we express no opinion as 
to the desirability of the doctrine of dilution: the’ ap- 
pellant’s cause would not be helped if we should now 
announce its adoption. 

This is so because a drawing of a mounted aieind 
knight has long been used by many as a trade-mark. 
The record shows more than 20 registrations of such 
a drawing. To be sure, the attitudes and embellish- 
ments of the knight and his mount vary considerably 
from mark to mark, but the general theme is the same. 
One exhibit shows a trade-mark registered in 1917— 
ten years before Champion’s registration—which de- 
picts a knight and charger with the word ‘Champion’ 
on a scroll above them. Another, registered in 1908, 
shows the word ‘Champion’ emblazoned on the banner 
carried by the knight. 
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In the circumstances, it is clear that Champion’s 
mark is not such a strong original conception that limi- 
tation of it is actionable infringement under the dilu- 
tion doctrine. It was already diluted when it was 
adopted in 1927, and has since been further weakened 
by the registration and use by others of many similar 
marks. Pro-Phy-Lac-Tic Brush Co. v. Jordon Marsh 
Co., 165 F. (2d) 549 (1st Cir. 1948); Esquire Inc. v. 
Esquire Slipper Manufacturing Co., 243 F. (2d) 540 
(1st Cir. 1957). 

It follows that, even if the doctrine of dilution were 
in effect in this jurisdiction, the appellant could not 
prevail.’ 


The decision of the lower Court in this case is based 
entirely on the fact that there were no prior decisions of 
the Federal Courts wherein the doctrine of dilution had 
been either approved or disapproved, and that therefore 
the dictum in the case of Yale Electric Corp. v. Robert- 
son, 26 F. (2d) 972 that the use of another’s trade-mark 
was not actionable where the use was so ‘“‘foreign to 
the owners as to insure against any identification of 
the two’’ (R. 96) was controlling. It is apparent from the 
opinion of the lower Court that the Court regarded the 
plaintiff’s mark as diluted by the use of the ‘‘similar’’ 
mark by defendant, and denied the relief sought on the 
ground that such dilution was not actionable. 


We believe this Court was in error in holding that the 
plaintiff’s mark is not ‘‘diluted’’ by the defendant’s action 
herein complained of. A mark is a distinctive mark sub- 
ject to ‘‘dilution’’ if the infringer’s mark is clearly and 
unmistakably a copy of the plaintiff’s mark and only the 
plaintiff’s mark. 


If the infringer’s mark is just as much a copy of the 
mark used by others in other fields, there is no ‘‘dilution’’. 
Even if Champion were the only user of ‘‘a mounted, mail- 
clad knight’’ as a trade-mark the use by another in a dif- 
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ferent field of ‘‘a mounted, mail-clad knight”’ would. not 
“‘dilute’’ Champion’s mark unless the other’s mark was a 
close copy of Champion’s mark. The same is true of 
distinctive coined words. 


For example, Kopax differs but slightly from the “ane 
Kopar and no doubt the use of Kopar on photographic 
materials would be enjoined as an infringement, but Kopar 
on bicycles would certainly not constitute any trespass 
whatsoever on the rights of the Eastman Company. 


Portraits constitute one type of mark which are always 
distinctive. For example, a bust-length portrait in profile 
of a Revolutionary Hero, if used by a company as a 
trade-mark, would unquestionably be a distinctive mark 
even though other companies in other lines of business 
used bust-length portraits in profile of other historic 
characters as trade-marks. We believe no Court would 
fail to enjoin Company B from using the portrait used 
by Company A as its trade-mark even though the goods 
of the two companies were as dissimilar as kodaks and 
bicycles,* and in Courts which did recognize the doctrine 
of dilution we believe the defendant would unquestionably 
be enjoined even though its goods were ‘‘so foreign to the 
owner’s as to insure against any identification of the two. oy 


A picture mark is not a weak mark merely because 
the same words used to describe the subject depicted are 
applicable to marks used by others either before or after 
the adoption of the mark in question. The particular 
picture of a ‘‘mail-clad knight’’ is just as distinctive as a 
portrait of a particular individual. 


In the portion of the opinion quoted above, this Court 
refers to the appellant’s trade-mark as ‘‘a drawing of a 
mounted mail-clad knight’’. This is not appellant’s trade- 
mark. Appellant’s trade-mark is a particular picture with 
respect to which the Court below found: : 


* Eastman Co. v. Kodak Cycle, 15 R. P. C. 110. 
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“The evidence is ample to the effect that this trade- 
mark has been employed continuously since 1925 in 
connection with the plaintiff’s products and its adver- 
tising, both direct advertising and advertising in vari- 
ous trade papers and magazines of general circulation; 
and further that a great deal of money has been spent 
on popularizing the trade-mark.’’ 


A trade-mark may consist of a word or words, in which 
ease it is identified both by sound and appearance with its 
owner’s business. It may, therefore, be imitated in sound, 
or appearance, or both. <A picture, however, can only be 
imitated in appearance. All that words can do is to de- 
scribe the subject-matter of the picture, not its appearance. 
This is well illustrated by reference to the two registra- 
tions mentioned in the Court’s Opinion. A comparison of 
these two registrations, copies of which are appended 
hereto, with appellant’s mark, a copy of which is also 
appended to this petition, makes it perfectly clear that as 
pictures* they bear no resemblance whatsoever one to the 
other. 


“Strong” and “Weak’’ Marks 


In American Steel Foundries v. Robertson, 269 U. S. 372, 
wherein the plaintiffs sought to prevent the registration of 
the word ‘‘Simplex’’ by another concern as a trade-mark 
for goods unrelated to those manufactured by the plaintiff 
the Supreme Court reversed the ruling of the lower Court 
sustaining the Patent Office in its refusal to register the 
mark on the ground that the particular mark ‘‘Simplex’’ 
had been widely used by many different concerns in dif- 
ferent lines of business and no one had a proprietary 
interest in the mark. In that decision the Court listed a 
number of other marks which had also been widely used 


* The word “Champion” has been used by the appellant as a 
trade-mark since long prior to the adoption of the picture which is 
the subject-matter of this litigation. 
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because of their suggestive meaning of superiority or some 
other characteristic applicable to merchandise generally. 
Such marks have been characterized as ‘‘weak’’ marks by 
the Courts and text writers since that opinion of the 
Supreme Court and such marks are undoubtedly not sub- 
ject to dilution nor will the use of such marks by others 
in connection with non-competing goods or services be 
enjoined. : 


The term ‘‘strong marks’? has been applied _— ii 
Courts and text writers to such marks as have been held 
infringed by the use of the identical mark by others in 
connection with non-competing goods or services on the 
grounds expressed by Judge Hand in Yale Electric Corp. 
v. Robertson, 26 F. (2d): ! 


‘‘However, it has of recent years been recognized 
that a merchant may have a sufficient economic interest 
in the use of his mark outside the field of his own 
exploitation to justify interposition by a court. His 
mark is his authentic seal; by it he vouches for the 
goods which bear it; it carries his name for good or 
ill. If another uses it, he borrows the owner’s reputa- 
tion, whose quality no longer lies within his own con- 
trol. This is an injury, even though the borrower does 
not tarnish it, or divert any sales by its use; for a 
reputation, like a face, is the symbol of its possessor 
and creator, and Ss can use it only as a mask.’’ 


Any mark whose use would be enjoined under the cir- 
cumstances expressed in the Yale v. Robertson case is' a 
‘‘strong’’ mark whose exclusive use by the owner should 
be upheld under the doctrine of dilution where that doc- 
trine is recognized, even though the goods to which it was 
applied were ‘‘so foreign to the owner’s as to preclude any 
identification or confusion between the two.’’ 


: 
In all the cases of which we are aware where the owner 
of a trade-mark has been refused an injunction against 
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the use of his mark on non-competing goods or services 
on the ground that the same mark had been used by 
others besides himself, the marks so used have been the 
same word mark or otherwise identical with the plain- 
tiff’s mark. We know of no case where a mark was held 
to be a ‘‘weak’’ mark because marks bearing only a gen- 
eral resemblance to plaintiff’s mark had been used by 
others in different fields. The general resemblance of one 
trade-mark to another may justify an injunction restrain- 
ing its use in connection with competing goods and serv- 
‘ices in order to protect the trade-mark user against the 
possible deception of a careless buyer, but in order to 
justify restricting a trade-mark owner’s protection to his 
own particular field of activity on the ground that his 
mark is a ‘‘weak’’ mark, the marks used by others must 
be unmistakably the owner’s mark. 


It is interesting in this connection to note that in many of 
the now quite numerous cases where the owner of a trade- 
mark has obtained an injunction against its use on unre- 
lated goods the marks have been ordinary surnames or 
common words or letters which owe their distinctiveness 
solely to the fact that they have been given wide publicity 
in connection with the business of one particular individual 
concern. Among these cases may be mentioned: 


In Waterman Co. v. Gordon, 8 F. Supp. 351, defendant 
was restrained from using the name ‘‘Waterman’’ as a 
trade-mark for razor blades by the Waterman Fountain 
Pen Company. 


In Great A & P Tea Co. v. A & P Radi Stores, Inc., 
20 F. Supp. 703, defendant was enjoined against using the 
letters ‘‘A & P’’ as part of its corporate name. 


In Philadelphia Storage Battery Co. v. Mindlin, 296 
N. Y. Supp. 176, the defendant was enjoined from using 
the word ‘‘Philco’’ as a trade-mark for razor blades be- 
cause of the prior use of the mark by the plaintiff on 
storage batteries. 
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In Tiffany & Co. v. Tiffany Productions, Inc., the de- 
fendant was enjoined from using the name “Tiffany”? in 
connection with the production and distribution of motion 
pictures. | 


In Vogue v. Thompson-Hudson Co., 300 F. 509, defend- 
ant was enjoined from using the word “‘Vogue’’ as a 
trade-mark for hats by the publishers of the a 
VoGveE. 


In the much quoted case of Yale Electric Grnponstion 
v. Robertson, 26 F. 2d 972, the manufacturers of Yale 
locks were sustained in their objection to the use of ‘‘ ale” 
as a trade-mark for flashlight batteries. 


In Radio Corporation of America v. Rayon Gee 
of America, 60 U. S. P. Q. 246, the Court of Customs and 
Patent Appeals sustained the opposition of the Radio Cor- 
poration to the registration of the letters ‘‘RCA’’ as a 
trade-mark for rayon fabrics. 


In none of these cases was there anything distinbare 
about the marks in question, except that the plaintiffs, 
like the plaintiff here, had by widespread use and exten- 
sive advertising identified the mark with its business. 


It should be noted here that there is no evidence that 
any of the trade-marks depicted in the twenty registra- 
tions of ‘‘mounted mail-clad knights’’ were publicized at 
all by their respective owners. Moreover, none of these 
marks is ‘‘almost identical with plaintiff’s’’ as this Court 
found the defendant’s mark to be (Opinion, p. 2, line 10). 


In all these cases the real injury to the owner of the 
mark which prompts the litigation is not the damage that 
may be suffered because of the particular use of the mark 
by the particular defendant in the action. The popularity 
of the mark because of the extensive advertising it has 
received makes it subject to copying by numerous others 
in different fields, and this copying, if unrestrained by 
actions against the individual copyists, will soon reduce 
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the once distinctive mark to the same status as the widely 
used marks referred to by the Supreme Court in American 
Steel Foundries v. Robertson, supra. 


Esquire, Inc. v. Esquire Slipper Manufacturing 
Co., 243 F. 2d 540, 545: 


‘The plaintiff certainly went to the brink in policing 
its mark. But it was on the horns of a dilemma. If 
it sat back and did nothing, it might see its mark 
so cheapened by general use that it lost the last ves- 
tige of value to the plaintiff or to anyone else. On 
the other hand, if it embarked on too vigorous a cam- 
paign to protect the value of its mark by threatening 
to sue, and in numerous cases bringing suit against 
those who ignored its threats, it ran the risk of being 
met with the defense of ‘unclean hands’.’’ 


Bulova Watch Co., Inc. v. Stolzberg, 69 F. Supp. 
543, 547: 


*<In the instant case the trade-mark ‘Bulova’ is not 
fanciful but its use for over fifty years without in- 
terruption is sufficient to rely on the Waterman case, 
particularly since Bulova is a unique family name 
and the defendant claims no association with anyone 
named Bulova. Watches and shoes, while non-com- 
peting, are not so remote as to foreclose the possi- 
bility that they come from the same source. De- 
fendant, by using the trade-mark on low price shoes, 
stands to injure plaintiff’s reputation and dilute the 
quality of his trade-mark.”’ 


The only case dealing with the question of weak or 
strong trade-marks in relation to the doctrine of dilution 
is the Esquire case referred to in the Court’s Opinion. 
The identical word ‘‘Esquire’’, like the word ‘‘Simplex”’ 
or any of the other ‘‘popular’’ trade-marks had been used 
by numerous concerns in different fields, and as a word 
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trade-mark was undoubtedly a weak mark. Apparently 
the particular defendant in that case had copied the ap- 
pearance of the mark, that is, it had printed the word i in 
the peculiar script used by Esquire, Inc., the plaintiff. The 
Court enjoined defendant from using the word in that form. 


In the case at bar all this Court is asked to do is to 
enjoin defendant from copying the particular and distinc: 
tive appearance of plaintiff’s trade-mark. 


Conclusion 


In Waterman v. Gordon, supra, steam shovels and lip- 
sticks were mentioned as an example of goods so unre- 
lated for there to be no likelihood of confusion. Appel- 
lant agrees that insurance policies and paper products 
are in the same category, and that it is entitled to relief 
only where the doctrine of dilution is recognized. 


For the reasons stated above, no other limitations should 
be placed on appellant’s rights in its trade-mark here 
in issue. 


Respectfully, 


W. Brown Morton, 
Counsel for Appellant. 
| 


November 14, 1957. 
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Certificate of Counsel 


Strate or New York ‘ 
County or New York (5*-* 


W. Brown Morton, being duly sworn, deposes and says: 
that he is counsel for appellant in this proceeding; that 
he has prepared the foregoing Petition for Rehearing; 
that such Petition is presented in good faith and not for 
delay. 


W. Brown Morton. 


Sworn to and subscribed before me this 
14th day of November, 1957. 


Ava I. AsHELD, 
Notary Public, 
(Seat) State of New York. 
No. 41-0104500 Queens County. 
Certificate filed in New York County. 
Term Expires March 30, 1959. 








Wood samples from superior trees are laboratory tested to make 
certain of producing highest quality paper products. 


PREVENT 
FOREST 
FIRES! 


Plastic bags are used on young seed orchard trees to insure 
controlled breeding. 


PAPER BY CHAMPION 


begins with better trees 


Working to build Champion's forests of the future, company 
foresters select trees of superior quality to provide seed for 
planting. Twig cuttings from selected trees, grafted to seedlings 
in pine tree orchards, also serve to provide genetically superior 
tree strains. Thus, the never-ending search for ways to improve 
Champion's quality papers extends throughout all Champion 
operations—from forest to finished product. 


A superior tree that will be used by Champion as 
a seed source for its program directed at develop- 
ing high-quality forests of the future. 


THE CHAMPION PAPER AND FIBRE COMPANY 


General Office: Hamilton, Ohio 
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WATIONAL MILLING AND CHEMICAL CO., OF PHILADELPHIA, PENNSYLVANIA. 
TRADE-MARE FOR A BLEACHING AND WATER-SOFTENING COMPOUND. 





115,786. 


Registered Mar. 6, 1917. 


Application filed October 18,1916. Serial No. 98,755. 





BTATHEMANT. 


To all whom it may concern: : 

Be it known that the Nationat Murine 
AND CurmicaL Co., a corporation’ duly or- 
ganized and existing under and by virtue of 
the laws of the State of Pennsylvania, and 
located in the city of Philadelphia, in the 
county of Philadelphia and State of Penn- 
sylvania, and doing business at Fox Chase, 
in said city, under the name and style of 
the Trrumen Manuracrorne Co., have 
adopted and used the trade-mark shown in 
the accompanying drawing, for a bleaching 
and water-softening compound, in Class 6, 
Chemicals, medicines, and pharmaceutical 
preparations. 


The trade mark has been continuously 
used in the business of said corporation and 
by those from whom its title is derived since 
Au bust a int - 

e trade mark is applied to the package 
containing the g by producing th same 
directly thereon. 


NATIONAL MILLING 
AND CHEMICAL C0., 
By WELLINGTON C. ROSENBERGER, 
HARRY C. ROSENBERGER, 
Secretary. 


[L. 8.] 





DBOLARATION. 


State of Pennsylvania county of Philadel- 
phia ss. 

Wrsurnaton C. Rosennencrr, being duly 
sworn, deposes and says that he is the vice 
president of the corporation, the applicant 
named in the foregoing statement; that he 
believes the foregoing statement is true; that 
he believes said corporation is the owner of 
the trade-mark sought to be registered ; that 
no other person, firm, corporation or asso- 
ciation, to the best of his knowledge and be- 
lief, has the right to use said. trade-mark, 
either in the identical form or in any such 
near resemblance thereto as might be cal- 


culated to deceive; that said trade-mark is 
used by said corporation in commerce among 
the several States of the United States, that 
the drawing presented truly represents the 
trade-mark sought to be registered; and that 
the facsimiles show the trade-mark as ‘ac- 


tually used upon the goods. 
WELLINGTON C. ROSENBERGER. 


Subscribed and sworn to before me, a no- 
tary public, this twelfth day -of October, 
reo. 1916 


[u.8.] CHARLES P. 
. Notary Public. 


Copies of this trade-mark may be obtained for five cents each, by addressing the “Commissioner of Patents, 
Washington, D. C.” 


BRIEF FOR APPELLEE 


IN THE 


United States Court of Appeals 


For tHE District or CoLumbra Circuit 


No. 13,826 


THE CHamMpion Parser ann Fipre Company, Hamilton, Ohio. 
Appellant, 


Vv. 


NATIONAL AssocraTION OF Mutua INsSvURANCE AGENTS, 
Washington, D. C.. Appellee 


Appeal from the United States District Court for the District of 
Columbia. 


~rattod States Court of Aprens— 
For the 
is¢nict of Columbia Circutt 
Hvpert G. Kina, 
James H. LirrirraGe, 
Investment Building. 
a ee Y ALurak?’ Washington 5, D. C.. 
cot di e Attorneys for Appellee, 
COERK 


Prrss or Byron S. ADAMS, WASHINGTON, D. C. 





THE QUESTION PRESENTED 
The question presented by this appeal is: 


Did the Court below err in dismissing appellant’s action. 
for trade mark infringement and unfair competition based 
on appellant’s use of a trade mark consisting of a picture 
plus printed words identifying appellant, and appellee’s 
use of a generally similiar, but specifically different, picture 
plus different printed words identifying appellee, where 


pictures generally similar to those in both marks have been 
in general use as trade marks since long prior to either 
appellee’s or appellant’s uses, and where appellee’s use 
is in connection with non-competing services so foreign to 
appellant’s goods as to preclude any identification or con- 
fusion between the two? 
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IN THE 


United States Court of Appeals 


No. 13,826 


THe CHAMPION PaPER AND Fipre Company, Hamilton, Ohio, 
Appellant, 


V. 


NaTIOoNAL ASSOCIATION OF MutuaL INSURANCE Acexts, 
Washington, D. C., Appellee 


Appeal from the United States District Court for the District of 
Columbia. 


BRIEF FOR APPELLEE 


JURISDICTIONAL STATEMENT 


Appellant’s Complaint, filed in the District Court for the 
District of Columbia on July 18, 1955, alleged a cause of 
action for trade mark infringement arising under the trade 
mark laws of the United States. Title 15 United States 
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Code, Section 1051 e¢ seg. (The Lanham Act) and a related 
action for unfair competition under 28 U.S.C. 1338 (a) and 


(b). 


Near the close of appellant’s prima facie case, appellant 
disclaimed any right to recover under the Lanham Act 
(Appendix p. 87). The cause of action before this Court 
on appeal is solely for unfair competition, based on alleged 
damage to appellant through dilution of its trade mark. 


STATEMENT OF FACTS 


Appellant, plaintiff below, manufactures and sells paper 
and related products. In 1925, appellant adopted, as a 
trade mark to identify its printing paper, a picture of a 
knight in armor, with lance, mounted on a horse. The 
knight carried a cloak across his lap, but did not bear a 
shield nor a banner. Beneath the horse’s feet was a sprig 
of leaves. There was no armor showing on the horse. The 
harness included a check rein and was not decorted save for 
rickrack on the rein. Also associated with the picture were 
the words “The Champion of Organization’’, ‘‘Equipment 
Service’’ and ‘‘The Foundation of Quality’’. (Ex B) 


When appellant adopted its trade mark, generaly similar 
pictures had been in use as trade marks for many different 
goods (Def. Ex’s. 1, 6, 8, 9, 12, 13, 17, 18, 19, 22, 29, 31, 33, 
34, 35, 36, 38, 39, 40, 41, 42, 48 and 44). The picture in 
appellant’s mark differs only in minute detail from pictures 
in registrations bearing dates of use long prior to plaintiff’s 
(Def. Ex’s. 6, 22, 31, 34 and 39). At least some of the early 
registrations have been renewed, republished under the 
1946 Act (Def. Ex’s. 6, 8, 10, for example) and some bear 
notations that affidavits of continuing use have recently 
been accepted by the Patent Office (Def. Ex’s. 10 and 31). 


Following 1925, appellant used its mark widely. Pictures, 
many of them bearing as much resemblance to appellant’s 
mark as does appellee’s mark, were also adopted from time 
to time, following 1925, by at least 17 other trade mark 





3 


proprietors for goods unrelated to those of nie (Def. 
Ex’s. 2, 3, 4, 5, 11, 14, 20, 21, 23, 24, 25, 26, 27, 28, 30, 31 
and 37) as well as others with goods closely related to 

appellant’s (Def. Ex’s. 7, 15 and 16). | 


Subsequent to 1925, appellant changed its mark by add- 
ing to the lance a banner bearing the words ‘‘Champion 
Papers”, and substantially all its advertising since the 
latter part of 1948 has included the banner and the words 
“Champion Papers’’ written on it (Appendix p. 84). The 
banner was added to appellant’s mark in advertisements 
starting in paper trade journals in October of 1948 (Ap- 
pendix p. 83), but use of the banner in appellant’s mark on 
appellant’s goods did not commence until March 31, 1950 
(Appendix ps. 12 and 13, Ex. B). 


Appellee, defendant below, is an association of cael 
insurance agents. Its function is to promote the education 
and benefit of its members who sell mutual fire and casualty 
insurance (Appendix p. 63). In May or June of 1949 it 
started using, as a service mark, a picture of a knight in 
armor on a horse. The knight carries a lance with a banner 
bearing the words ‘‘Mutual Insurance’’. Beneath the horse 
is represented a piece of turf bearing the inscription **De- 
fender of Select Property Owners’’. The knight carries a 
shield bearing the letters “‘N A M I A” (Hx. C), the 
initials of appellee’s name, but does not bear a cloak across 
his lap. The horse is armored, and the armor bears decora- 
tive studding. The harness does not include a check rein, 
and is decorated with crosses (Ex C). | 


The only evidence as to the origin of appellee’s mbrk is 
that it was compiled by appelee’s advertising agent from 
drawings in the Indianapolis Public Library, Coane 
p. 69). 
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SUMMARY OF ARGUMENT 


J. AppeLtant’s TrapE Mark Is Weak, Ir Was DitutTep 
Lone Berore APPELLEE ApopTeD Its Own Service Mark, 
AND Tue Doctrine oF Ditution Doses Nor Appty. 


II. ApperteEE Dm Not Copy Appettant’s Mark: AND 
AppLtLEE Does Nor Utirize ApPpeLLaANtT’s Goop Witt Nor 
Harm It In Any MANNER. 


Ill. Aprpettant Has No Property Ricur In Its 
Mark, SucH As To Exctupe Use By Oruers Ovtsme Its 
IMMEDIATE FIELD or COMMERCE. 


IV. Tue Lower Covurt’s Deciston Was Basep On AMPLE 
AUTHORITY. 


ARGUMENT 


I. APPELLANT’S TRADE MARK IS WEAK: IT WAS DILUTED LONG BEFORE 
APPELLEE ADOPTED ITS OWN SERVICE MARK: AND THE DOCTRINE 
OF DILUTION DOES NOT APPLY. 


The registrations denoting trade mark use, by at least 
twenty-one prior proprietors, of pictures generally similar 
to appellant’s mark show that appellant’s mark was not 
distinctive at the outset, and the adoption of the same basic 
picture as a trade mark by at least twenty additional 
proprietors since appellant’s adoption has rendered it 
even more commonplace. 


In Pro-Phy-Lac-Tic Brush Co. v. Jordan Marsh Co. 165 
F. 2d. 549; 553, the plaintiff, who sold hair brushes, toilet 
and dresser sets and related goods marked ‘‘Jewelite’’, 
sought to enjoin defendant from selling comparable goods 
bearing the mark “Gemlite”. The plaintiff there contended 
(p. 553) : 


** ... that although the defendant’’ [sic: defendants] 
** _..are innocent of the charge of willfully copying or 
of willfully attempting to colorably imitate plaintiff’s 
mark .. . nevertheless it is entitled to have the good 


Hy) 


will it has built up for its mark ‘Jewelite’ protected 
from ‘dilution’ by the use of the word ‘Gemlite’ on 
toilet sets. It submits that the use of the latter word 
on toilet goods will sufficiently interfere with the 
memeory value of its word ‘jewelite’ to i injure seriously 
the good will it has created for its word.” ; 


After first holding that the ‘‘dilution’’ doctrine tee not 
apply where similar goods are involved, the Circuit Court 
of Appeals, First Circuit, stated (p. 558) : ! 


‘Another answer to this contention is that the word 
‘jewel’, being weak, was already diluted when the 
appellant adopted ‘Jewelite’ as its mark.” 


The record showed forty registrations of the word ‘‘ ae 
either alone or in combination with another word or syllable 
prior to plaintiff’s registration of “Jewelite’’, and even a 
prior registration of the word ‘‘jewelite” for abrasive 
papers. The Court concluded: | 
“In view of the foregoing, we do not see any ecb 
stantial basis for the plaintiff’s ery of dilution”. | 


And now comes this appellant who also adopted a weak 
trade mark and likewise cries dilution. Appellee sub- 
mits that the answer should be the same as in the 
“< Jewelite’’ case (Pro-Phy-Lac-Tic Brush Co. v. Jordan 
Marsh Co. (supra) ). 


A comparable result was reached April 24, 1957, e the 
Court of Appeals, First Circuit, in Esquire, Inc. v. Esquire 
Slipper Manufacturing Co., Inc., 243 F. (2d) 540, an action 
for trade mark tee nes and unfair competion, where 
the proprietor of Esquire magazine, whose name is dis- 
played in distinctive script, sought to enjoin defendant 
from using ‘‘Esquire” in any form on men’s slippers, or 
in its corporate name. The Defendant had agreed not to 
use the mark on its merchandise, and elsewhere, save in 
its corporate name and to discontinue the script form in its 
corporate name, but the lower court dismissed the 'com- 
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plaint. On appeal, the case was remanded to the lower court 
for entry of a decree. Presumably, the decree will incor- 
porate the terms of defendant’s agreement noted above. 


The Cireuit Court held that ‘‘Esquire’’ was not a 
coined word; that it had a definite “built-in” attraction 
as a name for a magazine devoted to men’s fashions and, 
by the same token, attraction as a name for men’s furnish- 
cae and stated (p. 543): 


. In short, the plaintiff picked an already diluted 
name as the mark for its ‘ magazine for men’. This 
does not mean that the plaintiff is entitled to no pro- 
tection for its name. But it does mean that the scope 
of the protection to which it is entitled is not as broad 
as that which might be accorded to a strong, coined 
name, as ‘Kodak,’ for instance. We do not think a 
trader can pluck a word with favorable connotations 
for his goods or services out of the general vocabulary 
and appropriate it to his exclusive use no matter how 
much effort and money he may expend in the attempt. 
Nevertheless the fact remains, as the court below found, 
that the magazine ‘is regarded as a prominent voice 
on the subject of men’s fashions,’ and the name of the 
magazine, ‘so far as it belongs to the plaintiff, has 
valuable good will’ attached to it.’’ 


The record in the ‘‘Esquire’’ case (supra) showed the 
plaintiff’s magazine gave its ‘‘commercial blessing’’ to 
advertisers. For that reason, consumers might possibly 
think that the products of the defendant slipper manu- 
facturer had the approval in some way of the publisher of 
the magazine, it held: 


** ... This is enough to warrant giving the plaintiff 


some protection for its name but not enough to warrant 
giving it complete protection. The question is the quan- 
tum of the protection to be accorded the plaintiff and 
this is a matter primarily for the District Court.’’ 


The reason for which the plaintiff in the “Esquire’’ 
ease (supra) was afforded limited protection against de- 
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fendant’s use of the identical distinctive script is not 

present in the case at bar, because appellee’s use is such 

as to preclude any identification or confusion with appellasit- 
| 


Massachusetts, where the “‘Esquire” controversy arose, 
has an ‘‘anti-dilution’’ statute. Of this, the First Circuit 
Court of Appeals stated (p. 544): 


‘‘This statute might be read as requiring as a salir 

of law that in Massachusetts courts of equity in trade 
mark infringement and unfair competition cases give 
the plaintiff injunctive relief no matter how weak 
the plaintiff’s mark may be, against a defendant whose 
actions create any likelihood of dilution of whatever 
distinctive quality the plaintiff’s mark may have. But 
so to read the statute would be to fly in the face of the 
general principle that courts are not to presume a 
legislative intention to rigidify the traditonally flexible 
equity. practice of granting or withholding injunctive 
relief in the exercise of sound judicial discretion. . 
The scope of the relief of that nature to which it | [sic. 
plaintiff] is entitled under either the Lanham Act or 
the Massachusetts statute is primarily a matter for the 
District Court with which we would only interfere were 
we convinced that the trial court’s conclusion resulted 
from an error of law or an abuse of discretion. We find 
neither here.” | 


Since the theory of damage by ‘‘dilution’’ was pinegaenl 
it has usually been urged only for marks which are very 
strong, coined, and distinctive of the goods of one pro- 
prietor only. A decision by the New York Supreme Court 
subsequent to Tiffany v. Tiffany Productions, Inc., (147 
N. Y. Mise. 679,264 N. Y. Supp. 459) casts grave doubt on 
the applicability of the doctrine of dilution where: the 
defendant’s use of a mark is so foreign to plaintiff’s that 
no reasonable association between the businesses could re- 
sult, or where the mark may be so non-descript as to render 
further diultion impossible. Philadelphia Storage Battery 
Co. v. Mindlin, 296 N.Y.S. 176; 181 (Sup. Ct. N-Y.: ei 
1937). 
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Il. APPELLEE DID NOT COPY APPELLANT’S MARK; AND APPELLEE DOES NOT UTILIZE 
APPELLANT’S GOOD WILL NOR HARM IT IN ANY MANNER. 

The differences in dominant features, such as the words 
on the banners, the different objects and inscriptions be- 
neath the horses, the cloak over the lap of the knight on 
appellant’s mark with no corresponding cloak on appellee’s 
mark, the knight’s shield on appellee’s mark and the absence 
of a shield in appellant’s mark, the lack of horse armor on 
appellant’s mark and the horse’s armor on appellee’s mark, 
and the differences in the horses’ harness decorations com- 
pletely rebut appellant’s allegation or assumption that 
appellee’s symbol was copied from that of appellant. Appel- 
lant produced at the trial no testimony to support the 
charge of copying. 


Furthermore, it is respectfully submitted that in com- 
paring appellant’s and appellee’s marks, both should be 
considered in their entireties. The different and prom- 
inently printed words ‘‘CHampion Papers’”’ and “Murua 
INSURANCE” on the respective banners; the shield with 
appellee’s initials; and the legend ‘‘DrFrenpER oF SELECT 
Property OwneErs’’ on the turf beneath the picture of appel- 
lee’s mark all point to the conclusion that appellee created 
a mark substantially different from appellant’s mark. 


Appellant’s plea that appellee be required to desist from 
using appellant’s ‘‘particular’’ mounted knight is based on 
the false premise that appelee uses appellant’s “‘particular’’ 
mounted knight. Appellant’s mounted knight is distinctive 
only to the extent to which it differs in minute detail from 
those used previously by others on many kinds of goods. 
It differs from the Joan of Are mark (Def. Ex. 34), for 
instance, primarily because of the green sprig beneath the 
horse, the cloak, the tilt of the lance, the banner, and the 
shape of the horse’s tail. 


If appellant’s mark be considered distinctive and unique 
because it differs only in minute detail from dozens of 
other previous marks, then appellee’s mark must also be 
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considered distinctive and unique because it differs from 
appellant’s mark substantially to the same extent and in 
the same type of detail. The fact is that neither picture 
in appellant’s nor appellee’s mark is distinctive and unique. 


The question is not whether appellant’s mark might be 
damaged through widespread use, in the manner in which 
a popular song might become worn out through intense 
repetition. Were that an element in the consideration of 
unfair competition, than the appellant’s widespread ad- 
vertising would have worn out its mark long since. Or, as 
stated by the Supreme Court of the United States in 
United Drug Co. v. Rectanus Co., 248 U. S. 90, in speaking 
of the right of a first user in one territory to pre-empt 
rights in another territory (p. 97): | 


‘““The asserted doctrine is based on the fr@ehenea 
error of supposing that a trade-mark right is a right 
in gross or at large, like a statutory copyright or a 
patent for an invention, to either of which, in uate 
it has little or no analogy. ’? (citing cases) 


The real question, we submit, is whether appellee sito 
appellant’s good will, or harms appellant’s good will in 
some manner. : 

In Old Dearborn Distributing Co. v. Seagram Distillers 
Corp., 279 U. S. 183, quoted in appellant’s brief (p. 13, the 
Supreme Court of the United States, in reference to re- 
strictions on a re-seller of goods under Sec. 2 of the Illinois 
Fair Trade Act, stated: | 


‘“‘Tt interferes only when he sells with the aid of the 
good will of the vendor; and it interferes then only to 
protect that good will against injury.” 


Appellant’s good will is in whatever good reputation it may 
have acquired for integrity and fair dealing in the trade 
of paper and related products, and its trade mark protects 
this, and nothing more. United Drug Co. v. Rectanus Co. 


10 


(supra). Appellee neither utilizes nor harms appellant’s 
good will in appellant’s established trade, and thus appellee 
does not invade appellant’s property rights. 


lll, APPELLANT HAS NO PROPERTY RIGHT IN ITS MARK, SUCH AS TO 
EXCLUDE USE BY OTHERS OUTSIDE ITS OWN IMMEDIATE FIELD OF 
COMMERCE. 


In Certain-Teed Products v. Philadelphia and Suburban 
Mortgage Guarantee Co., 49 F. (2d) 114; 115, plaintiff used 
“Certain-Teed’’ for building materials, and defendants, in 
the mortgage guarantee business, used the slogan ‘‘A 
guaranteed mortgage is a certainteed income’’. The issue 
was over the right to restrain the use of a coined word. 
The plaintiff did not contend that the Trade Mark Statute 
of 1905 applied, but, in substance, conceded that he must 
stand on his common law rights. The Circuit Court of 
Appeals, Third Circuit, adopting the opinion of the court 
below, stated (p. 115): 


“First: The plaintiff has certain rights in the word 
“Certain-Teed’ as a trade mark merely, but these rights 
give him no standing in this case to restrain the defend- 
ant’s use of it. ‘The mere fact that one person has 
adopted and used a trade mark on his goods does not 
prevent the adoption and use of the same trade mark 
by others on articles of a different description.’ 
American Steel Foundry Co. v. Roberston, 269 U. S. 
372. ‘There is no such thing as property in a trade 
mark except as a right appurtenant to an established 
business or trade in connection with which the mark 
is employed. ... Its (the trade mark’s) function is 
simply to designate the goods as the products of a 
particular trader and to protect his good will against 
the sale of another’s product as his; ... In truth a 
trade mark confers no monopoly whatever in a proper 
sense, but is merely a convenient means for facilitating 
the protection of one’s good will in trade by placing a 
distinguishing mark or symbol—a commercial signa- 
ture—upon the merchandise or the package in which 
it is sold.’ United Drug Co. v. Rectanus Co., 248 U.S. 
90, 97. It follows that a plaintiff cannot restrain the 
use of a word or symbol as a trade mark merely, if the 
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use is in connection with noncompeting and unrelated 
goods. ‘‘ ... Since its sole office is to indicate that the 
goods of the same general class to which it is attached 
emanate from a single source or reach the consumer 
through the same channels of trade . . . the proprietor 
of a trade mark is without right to forbid or exclude 
the use of the same mark, words, or symbol by another 
\g upon goods of a class and quality so different: from 
those of the original user as to preclude the probability 
that purchasers will be misled into believing that the 
, different articles spring from a common source.’’ (cit- 
ing cases). | 


As stated by this Court in Lawyers Title Insuronve Co. 
v. Lawyers Title Insurance Corp., 109 F. 2d 35 (1939), in 
speaking of limitation on relief for unfair competition (p. 
42): 


‘‘The limitations thus measuring the scope of legal 
protection are consistent with a foundation encom- 
passed by preventing or repairing damage eaused by 
confusing or deceptive use in trade. They are not 
consistent with any notion of absolute property created 
merely by incorporation and effective to exclude others 
regardless of time and circumstance. Neither on au- 
thority nor on principle do we find that corporate 
names are given or need protection greater than that 
accorded to trade marks and trade names. Such pro- 
tection (or any degree of exclusion) is irrelevant to 
the purely nominative function. The exclusive func- 
tion has significance only in relation to trade. If a 
competitive or other use is fair in respect to a trade 
mark or a trade name, we do not see upon what prin- 
ciple it can be deemed unfair in relation to an identical 
corporate name. For purposes of exclusion its function 
is not different from that of trade marks and trade 
names, namely, to identify source in trade and to build 
good will toward it. In the absence of trade, present 
or prospective, and corresponding good will, this func- 
tion is as meaningless for corporate names as for trade 
marks and trade names. Though each protects rea- 
sonable expectations for future trade, none serves or 
should serve solely to exclude others ‘without Bpemnic 
benefit to the originator.’ : 
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Appellant has no property right, in gross, in the picture 
of a mounted knight in armor, nor even in the particular 
knight appellant uses as part of its trade mark. Appel- 
lant’s right, at most, is to exclude a latecomer from using 
a similar mark in such manner as might lead purchasers to 
believe that there is some connection with appellant, or that 
the goods or services of the latecomer come from the same 
source as appellant’s goods. This, appellee does not do, and 
hence appellant has no right to restrain appellee from the 
lawful conduct of appellee’s business. 


IV. THE LOWER COURT’S DECISION WAS BASED ON AMPLE AUTHORITY. 


Appellant seeks to distinguish the facts of the case at 
bar from those of American Steel Foundries v. Robertson, 
269 U. S. 372, on the ground that the ‘‘Simplex’’ mark 
there involved comprised the whole or part of about sixty 
registrations by nearly as many parties upon many kinds 
of merchandise. (Appellant’s brief, p. 12). In the present 
case, pictures generally similar to those in appellant’s and 
appellee’s marks appear in about twenty-one registrations 
denoting prior use by other parties for many kinds of 
merchandise. 


The American Steel Foundries v. Robertson case (supra) 
established the principle that no one shall monopolize, by 
preventing other parties to register for other goods, a word 
such as “Simplex’’ which had been widely used because of 
its peculiarly suggestive meaning. The Court quoted (ps. 
383, 384) : 


‘For other examples, there are the words ‘Acme’, 
‘Anchor’, ‘Champion’, ‘Eureka’, ‘Excelsior’, ‘Ideal’, 
‘Jewel’, ‘Liberty’, ‘National’, ‘Pride’, ‘Premier’, 
‘Queen’, ‘Royal’, ‘Star’, ‘Sunlight’, ‘Triumph’, 
‘Victor’.”’ 


In the present case, the pictorial portion of appellee’s mark 
is a symbol widely used to suggest strength, courage and 
valor, i.e., concepts similar in all respects to those suggested 
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by the words ‘‘Ideal’’, ‘‘Pride’’, ‘‘Triumph’’, or “Victor’’. 
It is respectfully submitted that the significant facts and 
principals of the American Steel Foundries v. eer 
case (supra) and those of the one at bar are the same. 

Yale Electric Corporation v. Robertson, 26 F. (24) 972 
was cited as an authority in Tiffany Products Co. v. Tiffany 
(supra). The Yale Electric case was concerned with the 
economic interest of a merchant in his mark which justify 
interposition by a court. Judge Hand stated, in effect, that 
those interests may extend outside the field of his own 
exploitation, but not to where a borrower’s use is so foreign 
as to insure against any identification of the two. It is 
respectfully submitted that Judge Hand’s opinion should 
be as authoratative in this case as it was in the eats) 
case. | 


In California Fruit Growers Exchange et al. v. Sunkist 
Baking Co., 166 F. 2d 971, 974, the action was for trade 
mark infringement and unfair competition. Judge Minton, 
speaking for the Circut Court of Appeals, stated (p. 974) : 


“The unconscionable efforts of the plaintiffs to 
monopolize the food market by the monopoly of the 
word ‘Sunkist’ on all manner of goods sold in the 
usual food stores should not be sanctioned by the 
courts.” | 


The ‘‘Sunkist’’ decision was concerned primarily with the 
interpretation of the Lanham Act, which appellant here 
has abandoned as a basis for recovery. It is respectfully 
submitted, however, that the efforts of the appellant to 
monopolize the symbol in issue are all the more uncon- 
scionable because appellant does not here claim monopoly 
in its mark merely for one line of goods, as in the ‘‘Sunkist’’ 
case. Appellant would monopolize a symbol for sped 
and services of every nature. 


14 


CONCLUSION 


In order to reverse the lower Court’s decision, it would 
be necessary to hold not only that: 


A. A trade mark proprietor has the right to prevent a 
non-competitor from using a similar mark, where the non- 
competitor’s use is so foreign as to preclude any identifi- 
eation or confusion between the two; 
but also that: 


B. The proprietor of a weak trade mark for certain spe- 
cific goods has the right to prevent a non-competitor from 
using a generally similar, but specifically different mark 
for services where the non-competitor’s services are so 
foreign to the proprietor’s goods as to preclude any 
identification or confusion between the two. 


Proposition A above is submitted to be contra to the 
common law as pronounced by Federal Courts, and Pro- 
position B is contra to the great weight of authority 
in the decided cases, even in a jurisdiction where the doc- 
trine of dilution has been recognized by statutory enact- 
ment. 


On the contrary, it is respectfully submitted that: 


1. Appellant’s ‘‘particular’’ trade mark is not diluted by 
appellee. 


2. The ruling of the Court of Appeals, Third Circuit, in 
the Certain-Teed Products Corporation case (supra) should 
be controlling under the facts of this case, namely, that at 
common law: 


‘¢...a plaintiff cannot restrain the use of a word or 
a symbol as a trade mark merely if the use is in con- 
nection with non-competing and unrelated goods.” 


3. Even if, under certain circumstances not present in 
this case, dilution affords grounds for equitable relief, the 
exercise of sound judicial discretion would deny relief in 
this case. 


td 
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4. The lower Court’s conclusion, besides being supported 
by the great weight of authority, did not result from an 
error of law or abuse of discretion and, hence, should be 
sustained. i 


Upon the facts of this case, for the reasons given and 
upon the authorities cited, we believe that the decision of 
the lower Court was correct and consequently should be 
affirmed. | 

Respectfully submitted, 


Housert G. Kine, 
James H. LirTiepace, 


Investment Building, 
Washington 5, D. C., 
Attorneys for Appellee. 





